
 
For more than 200 years, the United States has  largely operated under a unitary patent system, agnostic as 
to the field of technology of a claimed invention.  If given the chance to make a “fresh start,” is this 
bedrock assumption justified or have we now learned enough to know that a one-size-fits-all-technologies 
patent system does not really fit the current economic and technological realities in the information age? 
 
The constitutional purpose of the patent system to promote progress in useful arts has been restated by 
some as no more than to provide an incentive to invest in the development and commercialization of new 
technology, with the result that speed, economy, and certainty would be given an outsized importance in the 
architecture of a “fresh start.”  Is this assumption right, wrong, or just naively incomplete—and with what 
implications for the objectives for a “fresh start” and the priorities for reform that should apply? 
 
Every new change in law comes with the potential (1) for prolonged uncertainties in how the new law will 
settle down, (2) for unanticipated and unintended consequences, and (3) for a muddled transition.  The 
proposed “fresh start” attempts to address these issues in part using a repeal-and-not-replace approach, as 
well as a relatively simple transition framework that is keyed to the timing of a nonprovisional patent filing 
or a patent owner’s “opt-in” to the new law.  Is this a workable philosophy for such monumental changes—
and, even if it is, what would it take in the way of supportive empirical evidence to justify moving forward 
with such a project? 
 
Much of patent prosecution today focuses on the filing of continuing applications for patent (often triggered 
by restriction requirements), obviousness-type double patenting issues, and the submission of sometimes 
massive “check the box” information disclosure statements.  The proposed “fresh start” seeks what would 
appear to be a true revolution in patent examination by dispensing with all that activity in favor of requiring 
that all claims in a patent filing would be examined at once and mandating that information disclosures 
offer a concise description of relevant prior art.  While undeniably efficient, can such a draconian change in 
the patent examination regime be implemented in a manner that is fair to patent applicants? 
 
Finally, the work of the district trial judge in a civil action to enforce a patent would change dramatically 
under the proposed “fresh start.”  Not only validity would be gone from infringement actions, but so would 
all the issues of patent damages except for the size a compensatory damage award and the amount of the 
attorney fee award to the prevailing party.  In addition, injunctive relief would be virtually guaranteed.  
Does this simplified patent enforcement regime simultaneously do enough to assure respect for valid patent 
rights and enough to deter a “patent troll” business model?
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Knowing what we now know,
if we could build a new patent system from scratch,

What would a fresh start look like?

A Straw Proposal for Discussion
Robert A. Armitage
Consultant, IP Strategy & Policy

Welcome to the Naples Roundtable 2021.  The discussion that follows offers a series of 
assumptions as the basis for posing an important question concerning the future of the U.S. 
patent system.

Suppose that you were given the challenge to streamline and simplify U.S. patent law and 
practice, with the objective of enhancing predictability and certainty, reducing costs, and 
speeding determinations of patentability and liability for patent infringement.  

Further assume making such streamlining and simplifying changes was absolutely essential
for patent rights to operate as effective property rights, in order for the U.S. patent law to 
fulfill its constitutional mandate to promote progress in useful arts.  Thus, there was no 
reason to be timid about proposing needed reforms.

Finally, assume that there were no “givens” in terms of what we would need to maintain 
from our current patent laws in a new streamlined, simplified patent act.

Put another way, knowing what we now know,
If we could build a new patent system from scratch,
What would a “fresh start” look like?

1
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The speed, economy, 
and certainty in 

securing and enforcing 
patent rights 

determines  their value 
as an incentive to 

invest.

The incentive to develop 
new technology drives 
investments in STEM 
training for individuals, 

physical R&D 
infrastructure, and 

shareholding in innovative 
enterprises.

The incentive to 
commercialize new 
technology drives 

investments in businesses 
that build markets for 

innovations.

Patents offer an 
effective incentive to 

invest in the 
development and 

commercialization of 
new technology.

Primary
Objectives 

for a 
“Fresh 
Start”
Patent 
System

Given this task to streamline and simplify, let’s start the process of building a new patent 
law with a set of assumed objectives for a “fresh start” patent system.  

First, let’s assume that our patent system has a single constitutional purpose to offer 
incentives to invest in the development and commercialization of new technology.  

If so, such a patent system would operate to drive investments that would create a 
formidable R&D infrastructure, would spur individuals to seek careers in science and 
engineering fields, and would encourage investors to fund in innovative enterprises.

It would also foster investments in enterprises that build markets for their innovations.  

Looking at these assumptions, it follows without serious question that the 
speed, economy,  and certainty in securing and enforcing patent rights would be crucial to 
their value as an incentive to making these types of investments.

Given these objectives, what do they suggest about priorities for making such simplifying 
changes?

2
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Dramatically improve 
the integrity of the 

system, making it more 
abuse‐proof, by both 
patent owners and 

those accused of patent 
infringement.

BUT, preserve, at all costs, 
the principle of a unitary 
patent system, agnostic as 
to the field of technology, 
notwithstanding pressures 

to customize into 
technology‐specific laws.

BUT, whatever remains 
must still fit well into an 
existing global framework 
– Paris Convention, TRIPs,

PLT, and PCT.

Any “new” patent law, 
whenever possible, 
must be LESS  patent 
law— reform by 
subtraction.

Reform 
Priorities 

for 
Driving 
Speed, 

Economy, 
and 

Certainty

First and foremost, it would be ideal if some existing principles in the patent law could be 
reused and remain largely unchanged, in hopes that some continuity would aid in 
predictability.

That said, the sole priority otherwise must be a simple “pruning”—tearing out law that is 
non‐essential, without the need to erect anything new in its place.  The outcome of such a 
pruning exercise would be less patent law, through reforms that simply jettison existing law 
and practice that can drive unneeded costs and complexity.  

However, even after pruning, what remains must still fit into a global framework of 
international treaties.  U.S. treaty obligations will continue to exist in abundance.  In 
addition, what’s left should respect the historic principle of a unitary patent system—and 
must work across all fields of technology.  Experience would suggest that getting one 
patent system to function well is problematic enough.  

The other potential catch, of course, is that the patent system needs to be seen as fair to all 
constituencies affected by it. Business practices need to be discouraged that would make 
disrespect for valid patent rights a viable business model—or allow the so‐called “patent 
troll” business model enough legal oxygen to survive.

3
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Just Four Objective, 
Predictable, and 

Simple Legal Criteria 
for Patentability, 
Precluding Non‐

Statutory, Judge‐Made 
Requirements & Any 
Policy Reason For Such

Patent Infringement 
Litigation Addresses Both 

Infringement and 
Damages, But No Invalidity 

Defenses

Only PGR Is Used for 
Contested Patent Validity

Prior Art Used To 
Assess Patentability 
That Affords Certainty 
and Transparency

Injunctions 
Assured; No 
Enhanced 

Damages; Attorney 
Fees to Winner

Validity‐Sparing 
Construction for 

“Functional” Claims 

Patent Procurement Processes
Based on a Fundamental Principle of 

File Once, Examine Once, and Issue Once
“Duty of Disclosure” Is Enhanced

4

Keys to Speed, Economy, and Certainty:
1. Transparent Prior Art Standards

2. Objective Patentability Criteria 
3. Limits on “Abstract” Claiming

4. Streamlined Patent Procurement  
5. Rapid Patent Validity Determinations

6. Inexpensive Patent Enforcement Actions  
7. Complete Patent Infringement Remedies

With the notion that a “fresh start” patent system needs to grounded on “pruning”—that 
is, streamlining and simplifying—we will survey 7 key issues for starting fresh.  

4
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#2 Just Four Objective, 
Predictable, and 

Simple Legal Criteria 
for Patentability, 
Precluding Non‐

Statutory, Judge‐Made 
Requirements & Any 
Policy Reason For Such

#6 Patent Infringement 
Litigation Addresses Both 

Infringement and 
Damages, But No Invalidity 

Defenses

#5 Only PGR Is Used for 
Contested Patent Validity

#1 Prior Art Used To 
Assess Patentability 
That Affords Certainty 
and Transparency

#7 Injunctions 
Assured; No 
Enhanced 

Damages; Attorney 
Fees to Winner

#3 Validity‐Sparing 
Construction for 

“Functional” Claims 

#4 Patent Procurement Processes
Based on a Fundamental Principle of 

File Once, Examine Once, and Issue Once
“Duty of Disclosure” Is Enhanced

5

Initially, the focus will be on three issues that most affect patentability determinations.  

These are the definition for prior art, the requirements for patentability, and the need to 
address the issue interpreting so‐called “abstract” or other functionally defined claims.

What can constitute “prior art” will be simplified and what is required for patentability will 
be “streamlined.”  To make these aspects of the patent law operate with greater efficiency, 
the current limitation on construing functional claims will be modified to both optimize 
certainty and claim validity.  

5
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#2 Just Four Objective, 
Predictable, and 

Simple Legal Criteria 
for Patentability, 
Precluding Non‐

Statutory, Judge‐Made 
Requirements & Any 
Policy Reason For Such

#6 Patent Infringement 
Litigation Addresses Both 

Infringement and 
Damages, But No Invalidity 

Defenses

#5 Only PGR Is Used for 
Contested Patent Validity

#1 Prior Art Used To 
Assess Patentability 
That Affords Certainty 
and Transparency

#7 Injunctions 
Assured; No 
Enhanced 

Damages; Attorney 
Fees to Winner

#3 Validity‐Sparing 
Construction for 

“Functional” Claims 

#4 Patent Procurement Processes
Based on a Fundamental Principle of 

File Once, Examine Once, and Issue Once
“Duty of Disclosure” Is Enhanced

6

Next, we’ll discuss the key aspects of the patent procurement process in the United States 
Patent and Trademark Office.  

The “fresh start” will dictate that patentability determinations be made in the Patent and 
Trademark Office under a “file once, examine once, and issue once” principle.  

In addition it will enhance the duty to disclose, and thereby elevate the integrity of the 
patent examining process.

6
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#2 Just Four Objective, 
Predictable, and 

Simple Legal Criteria 
for Patentability, 
Precluding Non‐

Statutory, Judge‐Made 
Requirements & Any 
Policy Reason For Such

#6 Patent Infringement 
Litigation Addresses Both 

Infringement and 
Damages, But No Invalidity 

Defenses

#5 Only PGR Is Used for 
Contested Patent Validity

#1 Prior Art Used To 
Assess Patentability 
That Affords Certainty 
and Transparency

#7 Injunctions 
Assured; No 
Enhanced 

Damages; Attorney 
Fees to Winner

#3 Validity‐Sparing 
Construction for 

“Functional” Claims 

#4 Patent Procurement Processes
Based on a Fundamental Principle of 

File Once, Examine Once, and Issue Once
“Duty of Disclosure” Is Enhanced

7

Lastly, we’ll look at some equally revolutionary changes in enforcing patents—through 
provisions that would toss all contested patent validity issues back to administrative patent 
judges in the Patent and Trademark Office and tilt enforcement of patent rights away from 
the issue of damages and towards a greater assurance of  injunctive relief. 

7
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A claimed invention is validly patented, as a 
matter of law, so long as it is—
1. Sufficiently defined:  defined in terms of a 

process, machine, manufacture, or 
composition of matter or an improvement 
of such.

2. Sufficiently definite:  set forth in a claim 
in a manner that afford reasonable 
certainty as to what is or is not protected 
with exclusive rights.

3. Sufficiently disclosed:  described in a 
manner that establishes it was fully 
conceived and permits such a person to 
make and to use it for a practically useful 
end.

4. Sufficiently different:  differentiated from 
prior art in ways that render it not merely 
new but also nonobvious. Defenses to infringement in a civil action are limited 

to noninfringement & unenforceability grounded on:
1. Application Laches:  inventor‐attributable, non‐

public uses & sales more than 6 years before 
patent filing, absent pre‐grant disclaimer of term 
beyond 21 years from date ready for patenting.

2. Double Assertion:  res judicata preclusion if
patentably indistinct claims had been previously 
asserted against the same infringer.

3. Patent Misuse:  misuse resulting in economic 
harm in violation of federal competition laws.  

All patent validity determinations are through 
Director‐ordered reexam or PGR open only to—
1. Public on petition filed within 9 months of grant.
2. Any party to a patent infringement litigation who 

is entitled to assert a noninfringement defense.

Prior art is limited to subject matter made 
available to the public before effective filing 
date and published patent filings effectively 
filed before effective filing date, subject to:
1. 1‐year “grace period” prior to the 

nonprovisional patent filing.
2. Exclusion of commonly assigned patent 

filings, including “joint research 
agreement” inventions so deemed.  

Remedies for patent infringement:
1. Injunction, absent extraordinary 

public interest dictating otherwise.
2. Damages of at least a reasonable 

royalty, but no enhanced damages.
3. No relevance  for patent marking 

or notice of patent by patentee.
4. No relevance for an infringer’s 

knowledge of the patent, intent, or 
state of mind otherwise.

5. Prevailing party attorney fees.

Claim Construction Rule:   
“Functional claims,” if otherwise invalid 
as not sufficiently disclosed, are limited 
to disclosed structures & equivalents.

Patent Examination of Nonprovisional Applications Is  File Once, Examine Once, & Issue Once—
1. No continuing applications, including divisionals, because all presented claims are examined.
2. Examiners may object to independent claims not limited to a single general inventive concept.
3. Extra filing, search, examination, issue, & maintenance fees for >3 independent claims.
4. A reissued patent may enlarge claim scope if sought within 6 years of original patent filing date.
5. Nonprovisional patent filings are immediately public following USPTO security review.
6. Each IDS “prior art” item requires a description of relevance; items outside spec require a fee.
7. Unenforceability based on prosecution misconduct is eliminated; duty to disclose remains.
8. Director may refuse patent grant if fraud during examination has not been purged.

8

Keys to Speed, Economy, and Certainty:
1. Transparent Prior Art Standards

2. Objective Patentability Criteria 
3. Limits on “Abstract” Claiming

4. Streamlined Patent Procurement  
5. Rapid Patent Validity Determinations

6. Inexpensive Patent Enforcement Actions  
7. Complete Patent Infringement Remedies

With this overview, let’s now go issue by issue, in somewhat greater detail, to examine how 
these 7 “fresh start” issues will operate in practice.

8
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Patent Examination of Nonprovisional Applications Is  File Once, Examine Once, & Issue Once—
1. No continuing applications, including divisionals, because all presented claims are examined.
2. Examiners may object to independent claims not limited to a single general inventive concept.
3. Additional filing, issue, and maintenance fees  are incurred for each independent claim >3.
4. A reissued patent may enlarge claim scope if sought within 6 years of original patent filing date.
5. Nonprovisional patent filings are immediately public following USPTO security review.
6. Each IDS “prior art” item requires a description of relevance; items outside spec require a fee.
7. Unenforceability based on prosecution misconduct is eliminated; duty to disclose remains.
8. No change to Director’s authority to refuse a patent grant based on fraud during examination. 

A claimed invention is validly patented, as a 
matter of law, so long as it is—
1. Sufficiently defined:  defined in terms of a 

process, machine, manufacture, or 
composition of matter or an improvement 
of such that is a practically useful 
application of a technical nature.

2. Sufficiently definite:  set forth in a claim 
in a manner that afford reasonable 
certainty as to what is or is not protected 
with exclusive rights.

3. Sufficiently disclosed:  described in a 
manner that establishes it was fully 
conceived and permits such a person to 
make and to use.

4. Sufficiently different:  both new and 
differentiated from prior art in ways that 
render nonobvious. Defenses to infringement in a civil action are limited 

to noninfringement & unenforceability grounded on:
1. Application Laches:  inventor‐attributable, non‐

public uses & sales more than 6 years before 
patent filing, absent pre‐grant disclaimer of term 
beyond 21 years from date ready for patenting.

2. Double Assertion:  res judicata preclusion if
patentably indistinct claims had been previously 
asserted against the same infringer.

3. Patent Misuse:  misuse resulting in economic 
harm in violation of federal competition laws.  

All patent validity determinations are through 
Director‐ordered reexam or PGR open only to—
1. Public on petition filed within 9 months of grant.
2. Any party to a patent infringement litigation who 

is entitled to assert a noninfringement defense.

Prior art is limited to subject matter made 
available to the public before effective filing 
date and published patent filings effectively 
filed before effective filing date, subject to:
1. 1‐year “grace period” prior to the 

nonprovisional patent filing.
2. Exclusion of commonly assigned patent 

filings, including “joint research 
agreement” inventions so deemed.  

Remedies for patent infringement:
1. Injunction, absent extraordinary 

public interest dictating otherwise.
2. Damages of at least a reasonable 

royalty, but no enhanced damages.
3. No relevance  for patent marking 

or notice of patent by patentee.
4. No relevance for an infringer’s 

knowledge of the patent, intent, or 
state of mind otherwise.

5. Prevailing party attorney fees.

Claim Construction Rule:   
“Functional claims,” if otherwise invalid 
as not sufficiently disclosed, are limited 
to disclosed structures & equivalents.

9

“PRIOR ART; GRACE PERIOD EXCEPTION; OTHER EXCEPTED
DISCLOSURES—

“(1) IN GENERAL.—Prior art with respect to a claimed invention in 
an application for patent shall consist of subject matter—

“(A) disclosed in a manner making it available to the public before 
the effective filing date of the claimed invention, except for disclosures 
made directly or indirectly by the inventor or a joint inventor within 1 
year from the filing date of the application for patent, and

“(B) described in a nonprovisional application for patent effectively 
filed before the effective filing date of a claimed invention, except for 
disclosures in the application made directly or indirectly by the inventor 
or a joint inventor.

“(2) DISCLOSURE OF CERTAIN SUBJECT MATTER EXCEPTED.— If 
subject matter disclosed and a claimed invention in an application for 
patent, not later than the effective filing date of the claimed invention, 
are covered by a joint research agreement that is referenced in the 
application or are owned by or subject to an obligation of assignment to 
the same person, then … the disclosure of such subject matter may not 
be regarded as prior art to the claimed invention…”

First, starting with the definition of “prior art,” the “fresh start” greatly simplifies the 
elements of prior art and the underlying principles used to determine prior art.

Just two types of disclosures survive as prior art.  The first is earlier‐made disclosures that 
are available to the public.  The second is earlier patent filings that become publicly 
available.  

As a result, the current “in public use or on sale” bars are extinguished, and their policy 
function served through a new unenforceability defense to infringement that is discussed 
later as the new “application‐filing laches” defense.  

The inventor’s “grace period” is dialed back to a one‐year period from the nonprovisional 
patent filing date. 

And, the virtually unused “first to publish” aspects of the “grace period” under the Leahy‐
Smith America Invents Act are eliminated.  

Otherwise, only commonly assigned prior patent filings— and joint research agreement 
inventions—continue to be exempted from prior art, as provided under current law.   

9
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Patent Examination of Nonprovisional Applications Is  File Once, Examine Once, & Issue Once—
1. No continuing applications, including divisionals, because all presented claims are examined.
2. Examiners may object to independent claims not limited to a single general inventive concept.
3. Additional filing, issue, and maintenance fees  are incurred for each independent claim >3.
4. A reissued patent may enlarge claim scope if sought within 6 years of original patent filing date.
5. Nonprovisional patent filings are immediately public following USPTO security review.
6. Each IDS “prior art” item requires a description of relevance; items outside spec require a fee.
7. Unenforceability based on prosecution misconduct is eliminated; duty to disclose remains.
8. No change to Director’s authority to refuse a patent grant based on fraud during examination. 

A claimed invention is validly patented, as a 
matter of law, so long as it is—
1. Sufficiently defined:  defined in terms of a 

process, machine, manufacture, or 
composition of matter or an improvement 
of such that is a practically useful 
application of a technical nature.

2. Sufficiently definite:  set forth in a claim 
in a manner that afford reasonable 
certainty as to what is or is not protected 
with exclusive rights.

3. Sufficiently disclosed:  described in a 
manner that establishes it was fully 
conceived and permits such a person to 
make and to use.

4. Sufficiently different:  both new and 
differentiated from prior art in ways that 
render nonobvious. Defenses to infringement in a civil action are limited 

to noninfringement & unenforceability grounded on:
1. Application Laches:  inventor‐attributable, non‐

public uses & sales more than 6 years before 
patent filing, absent pre‐grant disclaimer of term 
beyond 21 years from date ready for patenting.

2. Double Assertion:  res judicata preclusion if
patentably indistinct claims had been previously 
asserted against the same infringer.

3. Patent Misuse:  misuse resulting in economic 
harm in violation of federal competition laws.  

All patent validity determinations are through 
Director‐ordered reexam or PGR open only to—
1. Public on petition filed within 9 months of grant.
2. Any party to a patent infringement litigation who 

is entitled to assert a noninfringement defense.

Prior art is limited to subject matter made 
available to the public before effective filing 
date and published patent filings effectively 
filed before effective filing date, subject to:
1. 1‐year “grace period” prior to the 

nonprovisional patent filing.
2. Exclusion of commonly assigned patent 

filings, including “joint research 
agreement” inventions so deemed.  

Remedies for patent infringement:
1. Injunction, absent extraordinary 

public interest dictating otherwise.
2. Damages of at least a reasonable 

royalty, but no enhanced damages.
3. No relevance  for patent marking 

or notice of patent by patentee.
4. No relevance for an infringer’s 

knowledge of the patent, intent, or 
state of mind otherwise.

5. Prevailing party attorney fees.

Claim Construction Rule:   
“Functional claims,” if otherwise invalid 
as not sufficiently disclosed, are limited 
to disclosed structures & equivalents.

10

ELIGIBLE SUBJECT MATTER.—Eligible 
subject matter … is limited to any process, 
machine, manufacture, or composition of 
matter, or any improvement thereto, that 
embodies a technological application of a 
natural product, law, or phenomenon providing 
practically useful solution to a problem arising 
in a useful art.

“RIGHT TO PATENT; REQUIREMENTS FOR PATENTING.—The inventor 
filing a nonprovisional application for patent for a claimed invention in 
compliance with section 111(a) shall be entitled to a patent thereon, and a 
claimed invention in a patent issued under this title shall not be held 
invalid, absent a finding that the claimed invention—

“(1) [ELIGIBLE SUBJECT MATTER.] is not confined to eligible subject 
matter;

“(2) [CLAIMING DEFINITENESS.] has not identified the subject matter 
being claimed with reasonable certainty;

“(3) [ADEQUATE DISCLOSURE.] has not been disclosed in the 
specification of the application in such full, clear, concise, and exact terms 
as to demonstrate the completed conception thereof and to enable any 
person skilled in the art to which it pertains, or with which it is most 
nearly connected, to make and use the same without resort to undue 
experimentation; and

“(4) [NOVELTY AND NON-OBVIOUSNESS.] is identically disclosed 
in the prior art or does not differ therefrom in a manner such the 
differences in the claimed invention as a whole from the prior art would 
have been obvious before the effective filing date of the claimed invention 
to a person having ordinary skill in the art to which the claimed invention 
pertains.”

Then four and only four patentability requirements remain, with no additional 
requirements implied or permitted through judge‐made law.  

As a result, the judicially imposed “implicit exception” limiting subject matter eligibility for 
patenting and all of the judge‐made double patenting law disappears.  

As a result of these changes in law, a claimed invention is patentable absent a finding it had 
not been 

(1) sufficiently defined in terms of a process, machine, manufacture, or composition of 
matter embodying a practically useful application of a technical character; 

(2) sufficiently definite in affording reasonable certainty as to what is and is not being 
claimed; 

(3) sufficiently disclosed so as to establish that the claimed invention had been fully 
conceived and can be made and used with resort to undue experimentation; and 

(4) sufficiently different from prior art, so as not to be merely new, but also nonobvious.

10
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Patent Examination of Nonprovisional Applications Is  File Once, Examine Once, & Issue Once—
1. No continuing applications, including divisionals, because all presented claims are examined.
2. Examiners may object to independent claims not limited to a single general inventive concept.
3. Additional filing, issue, and maintenance fees  are incurred for each independent claim >3.
4. A reissued patent may enlarge claim scope if sought within 6 years of original patent filing date.
5. Nonprovisional patent filings are immediately public following USPTO security review.
6. Each IDS “prior art” item requires a description of relevance; items outside spec require a fee.
7. Unenforceability based on prosecution misconduct is eliminated; duty to disclose remains.
8. No change to Director’s authority to refuse a patent grant based on fraud during examination. 

A claimed invention is validly patented, as a 
matter of law, so long as it is—
1. Sufficiently defined:  defined in terms of a 

process, machine, manufacture, or 
composition of matter or an improvement 
of such that is a practically useful 
application of a technical nature.

2. Sufficiently definite:  set forth in a claim 
in a manner that afford reasonable 
certainty as to what is or is not protected 
with exclusive rights.

3. Sufficiently disclosed:  described in a 
manner that establishes it was fully 
conceived and permits such a person to 
make and to use.

4. Sufficiently different:  both new and 
differentiated from prior art in ways that 
render nonobvious. Defenses to infringement in a civil action are limited 

to noninfringement & unenforceability grounded on:
1. Application Laches:  inventor‐attributable, non‐

public uses & sales more than 6 years before 
patent filing, absent pre‐grant disclaimer of term 
beyond 21 years from date ready for patenting.

2. Double Assertion:  res judicata preclusion if
patentably indistinct claims had been previously 
asserted against the same infringer.

3. Patent Misuse:  misuse resulting in economic 
harm in violation of federal competition laws.  

All patent validity determinations are through 
Director‐ordered reexam or PGR open only to—
1. Public on petition filed within 9 months of grant.
2. Any party to a patent infringement litigation who 

is entitled to assert a noninfringement defense.

Prior art is limited to subject matter made 
available to the public before effective filing 
date and published patent filings effectively 
filed before effective filing date, subject to:
1. 1‐year “grace period” prior to the 

nonprovisional patent filing.
2. Exclusion of commonly assigned patent 

filings, including “joint research 
agreement” inventions so deemed.  

Remedies for patent infringement:
1. Injunction, absent extraordinary 

public interest dictating otherwise.
2. Damages of at least a reasonable 

royalty, but no enhanced damages.
3. No relevance  for patent marking 

or notice of patent by patentee.
4. No relevance for an infringer’s 

knowledge of the patent, intent, or 
state of mind otherwise.

5. Prevailing party attorney fees.

Claim Construction Rule:   
“Functional claims,” if otherwise invalid 
as not sufficiently disclosed, are limited 
to disclosed structures & equivalents.

11

“CONSTRUCTION OF FUNCTIONALLY
DEFINED CLAIMS.— In determining 
whether a claim meets the requirements 
[for validity], and in construing the 
claim to determine the scope of 
protection afforded thereunder 
otherwise, a claim that would otherwise 
be invalid as insufficiently disclosed
because one or more elements of the 
claim are set forth in terms of a function 
to be performed or a result to be 
achieved, but without a disclosure 
specifying the means for doing so, shall 
be construed to be limited to the 
structures, materials, or acts disclosed 
in the specification for carrying out the 
function or achieving the result, and to 
any equivalents thereto that would not 
result in the claimed invention being 
found to be obvious…”

The new claim construction rule provides that functional elements in claims that would 
otherwise result in the claimed invention being held to be invalid, as insufficiently 
disclosed, are instead be construed as limited to corresponding structures, materials, or 
acts disclosed in the specification and their equivalents.  

This new construction rule supersedes section 112(f) of the current patent law.  

Together with the four explicit requirements for securing a valid patent, this construction 
rule assures that no valid patent claim will  secure protection for an “abstract idea.”

11
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A claimed invention is validly patented, as a 
matter of law, so long as it is—
1. Sufficiently defined:  defined in terms of a 

process, machine, manufacture, or 
composition of matter or an improvement 
of such that is a practically useful 
application of a technical nature.

2. Sufficiently definite:  set forth in a claim 
in a manner that afford reasonable 
certainty as to what is or is not protected 
with exclusive rights.

3. Sufficiently disclosed:  described in a 
manner that establishes it was fully 
conceived and permits such a person to 
make and to use.

4. Sufficiently different:  both new and 
differentiated from prior art in ways that 
render nonobvious. Defenses to infringement in a civil action are limited 

to noninfringement & unenforceability grounded on:
1. Application Laches:  inventor‐attributable, non‐

public uses & sales more than 6 years before 
patent filing, absent pre‐grant disclaimer of term 
beyond 21 years from date ready for patenting.

2. Double Assertion:  res judicata preclusion if
patentably indistinct claims had been previously 
asserted against the same infringer.

3. Patent Misuse:  misuse resulting in economic 
harm in violation of federal competition laws.  

All patent validity determinations are through 
Director‐ordered reexam or PGR open only to—
1. Public on petition filed within 9 months of grant.
2. Any party to a patent infringement litigation who 

is entitled to assert a noninfringement defense.

Prior art is limited to subject matter made 
available to the public before effective filing 
date and published patent filings effectively 
filed before effective filing date, subject to:
1. 1‐year “grace period” prior to the 

nonprovisional patent filing.
2. Exclusion of commonly assigned patent 

filings, including “joint research 
agreement” inventions so deemed.  

Remedies for patent infringement:
1. Injunction, absent extraordinary 

public interest dictating otherwise.
2. Damages of at least a reasonable 

royalty, but no enhanced damages.
3. No relevance  for patent marking 

or notice of patent by patentee.
4. No relevance for an infringer’s 

knowledge of the patent, intent, or 
state of mind otherwise.

5. Prevailing party attorney fees.

Claim Construction Rule:   
“Functional claims,” if otherwise invalid 
as not sufficiently disclosed, are limited 
to disclosed structures & equivalents.

Patent Examination of Nonprovisional Applications Is  File Once, Examine Once, & Issue Once—
1. No continuing applications, including divisionals, because all presented claims are examined.
2. Examiners may object to independent claims not limited to a single general inventive concept.
3. Additional filing, issue, and maintenance fees  are incurred for each independent claim >3.
4. A reissued patent may enlarge claim scope if sought within 6 years of original patent filing date.
5. Nonprovisional patent filings are immediately public following USPTO security review.
6. Each IDS “prior art” item requires a description of relevance; items outside spec require a fee.
7. Unenforceability based on prosecution misconduct is eliminated; duty to disclose remains.
8. No change to Director’s authority to refuse a patent grant based on fraud during examination. 
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“§ 43.  Additional fees for excess claims in 
independent form.

“Upon filing, or upon pendency in an 
application for patent otherwise, of claims in 
independent form in excess of 3, in addition to 
the fee specified in section 41(a)(2), the 
applicant shall incur an additional excess 
claims fee under this section in the amount of 
the fee as specified in section 41(a)(1) for the 
original filing of the application for each claim 
in independent form in excess of 3.“§137. Restriction of independent claims.

“The examiner may object to an independent claim as being directed to multiple general inventive concepts and may require that each independent claim 
be restricted to a single general inventive concept.  The applicant may request a review of any objection under this section by petition to the Director, 
identifying what the applicant regards as the single general inventive concept present in each independent claim.  The validity of a patent shall not be 
questioned for failure of any claim to be restricted to a single general inventive concept.

“§138. Secrecy, public availability, and information disclosures
“(a) IN GENERAL.—Upon completion of the review under section 181, and the termination of any secrecy order issued pursuant thereto, a nonprovisional 

application for patent shall be made available to the public.  Not later than 6 months from the filing date of the application or upon lifting of the secrecy order, 
which event occurs later, the application shall be published by the Director.  A provisional application for patent shall be kept in confidence unless referenced 
under section 119(e) in a nonprovisional application that is available to the public under this section.

“(b) APPLICANT DISCLOSURE OF PATENTS AND PRINTED PUBLICATIONS DURING EXAMINATION.—
“(1) IN GENERAL—A patent or printed publication that may or does constitute prior art material to patentability of a claim in an application being 

examined, or otherwise is of potential or actual relevance to the patentability of a claim, may be submitted by the applicant to the Office for consideration 
during the examination of the application only if the applicant—

“(A) provides with the submission of such item a concise description of its potential relevance to the patentability of the claims being examined;
“(B) pays any fee established by the Director for submission of such item; and
“(C) meets such other requirements as to timing and form for the submission of the item as the Director may establish by regulation.”

Under the “fresh start,” the process of securing a patent in the Patent and Trademark Office 
is dramatically simplified and streamlined.  

All forms of continuing patent applications are abolished.  All pending claims in a patent 
application are immediately and fully examined for patentability, without any requirement 
for division.  Instead of mandating divisional application filings, examiners are permitted to 
require that each independent claim be limited to a single general inventive concept.  

Additional filling, issuance, and maintenance fees are charged for each independent claim 
in excess of 3.  Inventors have a broadened right to reissue their patents, without the need 
to show error, subject to a new 6‐year period from the initial patent filing in which to file 
for a reissue that seeks broader claims.  Every nonprovisional application is promptly 
publish upon filing.  Patent applicants are placed under an enhanced disclosure duty that 
requires a concise description of the relevance of each item of material prior art submitted 
to a patent examiner for consideration, as well as a separate fee for each item of prior art 
that is not discussed in the specification.  To assure the workability of the enhanced 
disclosure duty, no unenforceability defense based on prosecution misconduct is 
permitted.

12
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Patent Examination of Nonprovisional Applications Is  File Once, Examine Once, & Issue Once—
1. No continuing applications, including divisionals, because all presented claims are examined.
2. Examiners may object to independent claims not limited to a single general inventive concept.
3. Additional filing, issue, and maintenance fees  are incurred for each independent claim >3.
4. A reissued patent may enlarge claim scope if sought within 6 years of original patent filing date.
5. Nonprovisional patent filings are immediately public following USPTO security review.
6. Each IDS “prior art” item requires a description of relevance; items outside spec require a fee.
7. Unenforceability based on prosecution misconduct is eliminated; duty to disclose remains.
8. No change to Director’s authority to refuse a patent grant based on fraud during examination. 

A claimed invention is validly patented, as a 
matter of law, so long as it is—
1. Sufficiently defined:  defined in terms of a 

process, machine, manufacture, or 
composition of matter or an improvement 
of such that is a practically useful 
application of a technical nature.

2. Sufficiently definite:  set forth in a claim 
in a manner that afford reasonable 
certainty as to what is or is not protected 
with exclusive rights.

3. Sufficiently disclosed:  described in a 
manner that establishes it was fully 
conceived and permits such a person to 
make and to use.

4. Sufficiently different:  both new and 
differentiated from prior art in ways that 
render nonobvious. Defenses to infringement in a civil action are limited 

to noninfringement & unenforceability grounded on:
1. Application Laches:  inventor‐attributable, non‐

public uses & sales more than 6 years before 
patent filing, absent pre‐grant disclaimer of term 
beyond 21 years from date ready for patenting.

2. Double Assertion:  res judicata preclusion if
patentably indistinct claims had been previously 
asserted against the same infringer.

3. Patent Misuse:  misuse resulting in economic 
harm in violation of federal competition laws.  

All patent validity determinations are through 
Director‐ordered reexam or PGR open only to—
1. Public on petition filed within 9 months of grant.
2. Any party to a patent infringement litigation who 

is entitled to assert a noninfringement defense.

Prior art is limited to subject matter made 
available to the public before effective filing 
date and published patent filings effectively 
filed before effective filing date, subject to:
1. 1‐year “grace period” prior to the 

nonprovisional patent filing.
2. Exclusion of commonly assigned patent 

filings, including “joint research 
agreement” inventions so deemed.  

Remedies for patent infringement:
1. Injunction, absent extraordinary 

public interest dictating otherwise.
2. Damages of at least a reasonable 

royalty, but no enhanced damages.
3. No relevance  for patent marking 

or notice of patent by patentee.
4. No relevance for an infringer’s 

knowledge of the patent, intent, or 
state of mind otherwise.

5. Prevailing party attorney fees.

Claim Construction Rule:   
“Functional claims,” if otherwise invalid 
as not sufficiently disclosed, are limited 
to disclosed structures & equivalents.
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CHAPTER 31–INVALIDITY COMPLAINTS BY ACCUSED PATENT INFRINGERS

“§311. Invalidity complaint.
“(a) IN GENERAL.—A party to a civil action under section 281 who is accused of 

infringing a patent, or a party who would have standing to plead non-infringement of 
a patent in a declaratory judgment action brought under section 2201 of title 28, 
United States Code, over which the court would have subject matter jurisdiction, may 
file a complaint with the Director seeking a final written decision of the Patent Trial 
and Appeal Board under section 328 that one or more claims of the patent are invalid. 
The complaint shall set forth the specific grounds on which each challenged claim is 
asserted to be invalid and the evidence in support thereof and such other information, 
together with the fee, as set forth in section 322 for a petition.

“(b) TIMING.—A complaint under subsection (a) with respect to a civil action 
under section 281may be filed with the Director at any time during the pendency of 
the civil action.
“§312.  Institution of post-grant review.

“(a) IN GENERAL.—If the Director determines that a timely complaint meeting 
the requirements under subsection (a) has been filed by a complainant, 
notwithstanding any other provision in Chapter 32, the Director shall institute a post-
grant review under chapter 32 to adjudicate each invalidity issue raised in the 
complaint.  n

“(b) SPECIAL PROCEDURES.—If a post-grant review is instituted under this 
section, the review shall be conducted in accordance the provisions of section 326 
except that no amendments to the claims of the patent shall be permitted during the 
review and the burden of establishing invalidity shall be on the complainant through 
clear and convincing evidence on each issue of fact essential to a finding of 
invalidity.”

Once a patent issues, except for the new reissue procedure, patent claims can be found 
invalid only through two mechanisms.  

The Director may sua sponte order reexamination of a patent and cancel any claim 
determined to be invalid.  

Otherwise, only a post‐grant review procedure in the Patent and Trademark Office can 
result in a patent claim being invalidated and canceled from the patent.  

The current PGR process becomes available, as a matter of right, to adjudicate any 
invalidity defense raised by any person entitled to assert a noninfringement defense in a 
civil action or seek an adjudication of non‐infringement through a declaratory judgment 
action.

PGRs instituted to hear an accused infringer’s invalidity contentions do not permit claim 
amendments and require clear and convincing evidence of any fact necessary to an 
invalidity determination.

13
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A claimed invention is validly patented, as a 
matter of law, so long as it is—
1. Sufficiently defined:  defined in terms of a 

process, machine, manufacture, or 
composition of matter or an improvement 
of such that is a practically useful 
application of a technical nature.

2. Sufficiently definite:  set forth in a claim 
in a manner that afford reasonable 
certainty as to what is or is not protected 
with exclusive rights.

3. Sufficiently disclosed:  described in a 
manner that establishes it was fully 
conceived and permits such a person to 
make and to use.

4. Sufficiently different:  both new and 
differentiated from prior art in ways that 
render nonobvious. Defenses to infringement in a civil action are limited 

to noninfringement & unenforceability grounded on:
1. “Application Filing” Laches:  inventor‐attributable, 

non‐public uses & sales more than 6 years before 
patent filing, absent pre‐grant disclaimer of term 
beyond 21 years from date ready for patenting.

2. “Double Patent” Assertion:  res judicata 
preclusion if patentably indistinct claims had been 
previously asserted against the same infringer.

3. Patent Misuse:  misuse resulting in economic 
harm in violation of federal competition laws.  

All patent validity determinations are through 
Director‐ordered reexam or PGR open only to—
1. Public on petition filed within 9 months of grant.
2. Any party to a patent infringement litigation who 

is entitled to assert a noninfringement defense.

Prior art is limited to subject matter made 
available to the public before effective filing 
date and published patent filings effectively 
filed before effective filing date, subject to:
1. 1‐year “grace period” prior to the 

nonprovisional patent filing.
2. Exclusion of commonly assigned patent 

filings, including “joint research 
agreement” inventions so deemed.  

Remedies for patent infringement:
1. Injunction, absent extraordinary 

public interest dictating otherwise.
2. Damages of at least a reasonable 

royalty, but no enhanced damages.
3. No relevance  for patent marking 

or notice of patent by patentee.
4. No relevance for an infringer’s 

knowledge of the patent, intent, or 
state of mind otherwise.

5. Prevailing party attorney fees.

Claim Construction Rule:   
“Functional claims,” if otherwise invalid 
as not sufficiently disclosed, are limited 
to disclosed structures & equivalents.

Patent Examination of Nonprovisional Applications Is  File Once, Examine Once, & Issue Once—
1. No continuing applications, including divisionals, because all presented claims are examined.
2. Examiners may object to independent claims not limited to a single general inventive concept.
3. Extra filing, search, examination, issue, & maintenance fees for >3 independent claims.
4. A reissued patent may enlarge claim scope if sought within 6 years of original patent filing date.
5. Nonprovisional patent filings are immediately public following USPTO security review.
6. Each IDS “prior art” item requires a description of relevance; items outside spec require a fee.
7. Unenforceability based on prosecution misconduct is eliminated; duty to disclose remains.
8. Director may refuse patent grant if fraud during examination has not been purged.

14

“§ 282. Presumption of validity; 
invalidation; infringement defenses.

“(a) IN GENERAL.—Each 
claimed invention of a patent, 
independently from any other claimed 
invention, shall be presumed valid.  
The burden of establishing invalidity 
shall be on the person challenging 
validity through clear and convincing 
evidence on each issue of fact essential 
to the finding of invalidity.

“(b) DEFENSES; VALIDITY
DETERMINATIONS.—The sole defenses 
to infringement of a claim in a civil 
action are noninfringement under 
section 271 and unenforceability under 
subsection (c).  No valid claim of a 
patent may be found unenforceable 
based upon allegations misconduct 
before the Office.  A person entitled to 
assert a defense of noninfringement of 
a patent in an action under this 
subsection shall be entitled to an 
adjudication of validity under section 
101 of any claim of the patent under 
chapters 31 and 32.”

“(c) UNENFORCEABILITY DEFENSES.—
“(1) APPLICATION FILING LACHES DEFENSE.—If the inventor or a joint inventor, directly or 

indirectly, had placed a claimed invention in public use or on sale in the United States more than six 
years prior to the effective filing date of the claimed invention, the patent claiming the invention 
shall be unenforceable unless, prior to the date on which the patent was initially issued, the patentee 
had disclaimed under section 253(b) at least the term of the patent extending beyond 21 years from 
the date on which the claimed invention was ready for patenting by the inventor.

“(2) DOUBLE PATENT ASSERTION DEFENSE.—A claimed invention in a patent alleged to be 
infringed in a civil action shall be unenforceable in such action if the infringement allegation would 
have been barred on res judicata grounds had each of the claims of a second patent been included as 
claims of the asserted patent, such second patent containing at least one claim that is not patentably 
distinct from at least one claim in the asserted patent for which neither of such patentably indistinct 
claimed inventions represents prior art to the other.”

With invalidity gone as a defense to infringement in a civil action, the only remaining 
infringement defenses, other than noninfringement, are the existing patent misuse defense 
and two new unenforceability defenses.  

These new defenses are the application‐filing laches defense resulting from inventor‐
attributable public use or “on sale” activities more than 6 years before the patent filing, and 
the new “double patent assertion” defense, creating a res judicata preclusion if patentably 
indistinct claims of a second patent had been previously asserted against the same 
infringer.  

These new defenses completely address all the policy concerns that have driven the current 
interpretation of the “in public use or on sale” law and the law on obviousness‐type double 
patenting and, thus, supersede them.

At the same time, they introduce no new legal principles or concepts; they merely 
repurpose the existing concepts, such as patentable distinctness and readiness for 
patenting.

14
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Patent Examination of Nonprovisional Applications Is  File Once, Examine Once, & Issue Once—
1. No continuing applications, including divisionals, because all presented claims are examined.
2. Examiners may object to independent claims not limited to a single general inventive concept.
3. Additional filing, issue, and maintenance fees  are incurred for each independent claim >3.
4. A reissued patent may enlarge claim scope if sought within 6 years of original patent filing date.
5. Nonprovisional patent filings are immediately public following USPTO security review.
6. Each IDS “prior art” item requires a description of relevance; items outside spec require a fee.
7. Unenforceability based on prosecution misconduct is eliminated; duty to disclose remains.
8. No change to Director’s authority to refuse a patent grant based on fraud during examination. 

A claimed invention is validly patented, as a 
matter of law, so long as it is—
1. Sufficiently defined:  defined in terms of a 

process, machine, manufacture, or 
composition of matter or an improvement 
of such that is a practically useful 
application of a technical nature.

2. Sufficiently definite:  set forth in a claim 
in a manner that afford reasonable 
certainty as to what is or is not protected 
with exclusive rights.

3. Sufficiently disclosed:  described in a 
manner that establishes it was fully 
conceived and permits such a person to 
make and to use.

4. Sufficiently different:  both new and 
differentiated from prior art in ways that 
render nonobvious. Defenses to infringement in a civil action are limited 

to noninfringement & unenforceability grounded on:
1. Application Laches:  inventor‐attributable, non‐

public uses & sales more than 6 years before 
patent filing, absent pre‐grant disclaimer of term 
beyond 21 years from date ready for patenting.

2. Double Assertion:  res judicata preclusion if
patentably indistinct claims had been previously 
asserted against the same infringer.

3. Patent Misuse:  misuse resulting in economic 
harm in violation of federal competition laws.  

All patent validity determinations are through 
Director‐ordered reexam or PGR open only to—
1. Public on petition filed within 9 months of grant.
2. Any party to a patent infringement litigation who 

is entitled to assert a noninfringement defense.

Prior art is limited to subject matter made 
available to the public before effective filing 
date and published patent filings effectively 
filed before effective filing date, subject to:
1. 1‐year “grace period” prior to the 

nonprovisional patent filing.
2. Exclusion of commonly assigned patent 

filings, including “joint research 
agreement” inventions so deemed.  

Remedies for patent infringement:
1. Injunction, absent extraordinary 

public interest dictating otherwise.
2. Damages of at least a reasonable 

royalty, but no enhanced damages.
3. No relevance  for patent marking 

or notice of patent by patentee.
4. No relevance for an infringer’s 

knowledge of the patent, intent, or 
state of mind otherwise.

5. Prevailing party attorney fees.

Claim Construction Rule:   
“Functional claims,” if otherwise invalid 
as not sufficiently disclosed, are limited 
to disclosed structures & equivalents.

15

“§283. Injunctions, Damages, and Attorney Fees; Strict Liability. 
“(a) INJUNCTIONS.—If a claim of a patent has been found to be 

infringed, further infringement thereof shall be enjoined in the absence of an 
extraordinary public interest that such injunction not be ordered. 

“(b) ATTORNEY FEES.— The court, other than in exceptional cases, shall 
award reasonable attorney fees to the prevailing party.

“(c) PATENTEE NOTICE OR MARKING AND INFRINGER INTENT.—
Damages awarded for infringement of a patent under section 284 shall not 
depend on notice of the patent, actual or constructive, being given to the 
infringer, including by marking with the patent number any claimed 
invention accused of infringement, or the state of mind of the infringer in 
commencing or continuing acts of infringement, including whether acts of 
infringement were knowing or intentional.
“§284. Damages.

“Upon finding for the claimant the court shall award the claimant 
damages adequate to compensate for the infringement but in no event less 
than a reasonable royalty for the use made of the invention by the infringer, 
together with interest and costs as fixed by the court.  When the damages are 
not found by a jury, the court shall assess them.  The court may receive 
expert testimony as an aid to the determination of damages or of what 
royalty would be reasonable under the circumstances.”

Finally, absent an extraordinary public interest, injunctions will be mandated whenever 
infringement of a valid, enforceable patent claim is found.  

All “willful infringement” doctrines are abolished, as is any relevance of an infringer’s 
intent, knowledge, or state of mind otherwise in determining infringement liability.  This 
eliminates all enhanced patent damages.  

In addition, prevailing parties in a patent infringement action are entitled to an award 
attorney fees.  

Collectively, these changes dramatically simplify and accelerate the ability of the court to 
reach a final judgment on a patent owner’s infringement allegations.

15
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The complexity of the patent system would be lessened… 
• Fewer sources of prior art, fewer grounds for asserting a “grace period,” 
fewer requirements for establishing patentability, fewer avenues for 
seeking a patent, fewer obstacles for reissuing a patent once issued, 
fewer venues for invalidating an issued patent, fewer options  for 
reexamination, fewer invalidity defense defenses to infringement, fewer 
unenforceability defenses, fewer issues in determining patent damages, 
and fewer obstacles to securing injunctive relief.

16

… without adding much more that would be new.
• Repurposing “on sale” invalidity as a laches‐type enforceability issue and 
obviousness‐type double patenting as a res judicata enforceability 
defense, while coupling and elevated the “duty to disclose” with the 
abolition of all misconduct‐based unenforceability defenses.

Taking these changes in the aggregate, their most remarkable aspect is that they take away 
vast swaths of existing patent law and practice without adding much that would be new or 
different in way of new standards or new procedures.

16
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New “patent rights” provisions could be phased into effect… 
• Takings Clause limits retroactive application of new provisions adversely 
affecting existing property rights, but for these “rights” provisions—

• All new nonprovisional patent filings could all be subject to the new law.

• Existing patent owners and pending patent applicants could be given a 
limited, one‐time opportunity to opt‐in to the “rights” aspects of the law.

• Provided existing lawsuits could not be affected by such changes of law.

17

… and USPTO procedural provisions made immediately effective.

• Every new nonprovisional patent filing could be subject to the new “file 
once, examine once, issue once” provisions, including the “single general 
inventive concept” rule for restriction, new fee structure, and the 
enhanced “duty to disclose.”

Given that the provisions do affect patent rights, by both changing the rules under which a 
patent could be invalidated and the remedies available for patent infringement, the 
changes in law are prospective in nature, but they accommodate existing patent owners 
who might elect to opt into the various provisions of the new law.  

The changes to patent examination procedures apply to all new nonprovisional patent 
filings.

17
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Patent Examination of Nonprovisional Applications Is  File Once, Examine Once, & Issue Once—
1. No continuing applications, including divisionals, because all presented claims are examined.
2. Examiners may object to independent claims not limited to a single general inventive concept.
3. Additional filing, issue, and maintenance fees  are incurred for each independent claim >3.
4. A reissued patent may enlarge claim scope if sought within 6 years of original patent filing date.
5. Nonprovisional patent filings are immediately public following USPTO security review.
6. Each IDS “prior art” item requires a description of relevance; items outside spec require a fee.
7. Unenforceability based on prosecution misconduct is eliminated; duty to disclose remains.
8. No change to Director’s authority to refuse a patent grant based on fraud during examination. 

A claimed invention is validly patented, as a 
matter of law, so long as it is—
1. Sufficiently defined:  defined in terms of a 

process, machine, manufacture, or 
composition of matter or an improvement 
of such that is a practically useful 
application of a technical nature.

2. Sufficiently definite:  set forth in a claim 
in a manner that afford reasonable 
certainty as to what is or is not protected 
with exclusive rights.

3. Sufficiently disclosed:  described in a 
manner that establishes it was fully 
conceived and permits such a person to 
make and to use.

4. Sufficiently different:  both new and 
differentiated from prior art in ways that 
render nonobvious. Defenses to infringement in a civil action are limited 

to noninfringement & unenforceability grounded on:
1. Application Laches:  inventor‐attributable, non‐

public uses & sales more than 6 years before 
patent filing, absent pre‐grant disclaimer of term 
beyond 21 years from date ready for patenting.

2. Double Assertion:  res judicata preclusion if
patentably indistinct claims had been previously 
asserted against the same infringer.

3. Patent Misuse:  misuse resulting in economic 
harm in violation of federal competition laws.  

All patent validity determinations are through 
Director‐ordered reexam or PGR open only to—
1. Public on petition filed within 9 months of grant.
2. Any party to a patent infringement litigation who 

is entitled to assert a noninfringement defense.

Prior art is limited to subject matter made 
available to the public before effective filing 
date and published patent filings effectively 
filed before effective filing date, subject to:
1. 1‐year “grace period” prior to the 

nonprovisional patent filing.
2. Exclusion of commonly assigned patent 

filings, including “joint research 
agreement” inventions so deemed.  

Remedies for patent infringement:
1. Injunction, absent extraordinary 

public interest dictating otherwise.
2. Damages of at least a reasonable 

royalty, but no enhanced damages.
3. No relevance  for patent marking 

or notice of patent by patentee.
4. No relevance for an infringer’s 

knowledge of the patent, intent, or 
state of mind otherwise.

5. Prevailing party attorney fees.

Claim Construction Rule:   
“Functional claims,” if otherwise invalid 
as not sufficiently disclosed, are limited 
to disclosed structures & equivalents.

18

So, that’s it, a fresh start that drives simplicity, transparency, economy, alacrity, and 
predictability into the patent system—

This is accomplished first by focusing patent examination on just four patentability issues 
whose assessment is enhanced through higher‐quality “prior art” disclosures by patent 
applicants and though the consideration of all claims at one time during examination—

And then by assuring patent enforcement is similarly streamlined, with technically and 
legally trained administrative patent judges deciding all issues of validity, leaving it to the 
courts to then address nothing more than the straightforward issue of infringement—or 
not—and any compensatory damages that might be due the patent owner.

At the Naples Roundtable 2021, a panel of experts will lead the discussion of various 
aspects of this “fresh start,” including policy and practice issues that this ambitious effort 
raises.

18
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117th CONGRESS      DISCUSSION DRAFT ONLY 
1st SESSION 

S. XXXX - H.R. XXXX 
 

IN THE SENATE - HOUSE OF REPRESENTATIVES 
 

____________________, introduced the following bill, which was referred to the Committee on 
the Judiciary. 

A BILL 
 
 

To amend title 35, United States code, to simplify and streamline the patent laws 
Be it enacted by the Senate and House of Representatives of the United States of America in 
Congress assembled, 
 
SEC. 1.  SHORT TITLE; TABLE OF CONTENTS, AND NON-STATUTORY PROVISIONS. 
 

(a) SHORT TITLE.—This Act may be cited as the “Patent Act of 2021.” 
 

(b) TABLE OF CONTENTS.—The table of contents for this act is as follows: 
 

Sec. 1.  Short Title, Table of Contents, References, and Intent. 
Sec. 2. Streamlining Patentability and Patent Validity Requirements. 
Sec. 3. Streamlining Patent Infringement and Remedies Determinations. 
Sec. 4. Streamlining Post-Issuance Review of Patent Validity. 
Sec. 5 Streamlining and Simplifying Patent Examination. 

 
(c) REFERENCES.—Unless otherwise indicated, a reference herein to an amendment made 

under this Act is a reference to title 35, United States Code. 
 
(d) CONGRESSIONAL FINDINGS AND INTENT.—Congress has determined that the patent 

laws of the United States must be simplified and processes for patenting streamlined.  Congress 
finds that the patent laws must afford greater certainty and predictability in determinations of 
patentability and patent validity, as well as reduce the time and cost to determine the validity of 
issued patents when contested by accused infringers.  For these reasons, Congress has amended 
the patent laws under this Act so that the patent system can best fulfill its constitutional purpose 
to promote progress in useful arts.  Congress directs that the remedial provisions of this Act be 
applied to optimize the ability for applications for patent on meritorious inventions to be 
promptly examined and promptly issued as patents and to optimize the manner in which issued 
patents can have their validity efficiently, economically, and promptly adjudicated.
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SEC. 2.  STREAMLINING PATENTABILITY 
AND PATENT VALIDITY REQUIREMENTS. 
 

(a) STREAMLINED PATENTABILITY AND 
PATENT VALIDITY DETERMINATIONS.—Strike 
sections 101-103 and insert: 
 
“§101.  Right to patent; patentability and patent 
validity. 

“(a) RIGHT TO PATENT; REQUIREMENTS FOR 
PATENTING.—The inventor filing a nonprovisional 
application for patent for a claimed invention in 
compliance with section 111(a) shall be entitled to a 
patent thereon, and a claimed invention in a patent 
issued under this title shall not be held invalid, 
absent a finding that the claimed invention— 

“(1) [ELIGIBLE SUBJECT MATTER.] is not 
confined to eligible subject matter; 

“(2) [CLAIMING DEFINITENESS.] has not 
particularly pointed out and distinctly identified the 
subject being claimed with reasonable certainty; 

“(3) [ADEQUATE DISCLOSURE.] has not been 
disclosed in the specification of the application in 
such full, clear, concise, and exact terms as to 
demonstrate the completed conception thereof and 
to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, 
to make and use the same without resort to undue 
experimentation; and 

“(4) [NOVELTY AND NON-OBVIOUSNESS.] is 
identically disclosed in the prior art or does not 
differ therefrom in a manner such the differences in 
the claimed invention as a whole from the prior art 
would have been obvious before the effective filing 
date of the claimed invention to a person having 
ordinary skill in the art to which the claimed 
invention pertains. 

“(b) ELIGIBLE SUBJECT MATTER.—Eligible 
subject matter under subsection (a) is limited to any 
process, machine, manufacture, or composition of 
matter, or any improvement thereto, that embodies a 
technological application of a natural product, law, 
or phenomenon providing a practically useful 
solution to a problem arising in a useful art. 

“(c) PRIOR ART; GRACE PERIOD EXCEPTION; 
OTHER EXCEPTED DISCLOSURES— 

A New Right to Patent Provision Is Created 

New section 101 is a comprehensive right to 
patent provision setting out each of the 
conditions and requirement for patentability and 
patent validity in a single location in the 
statute—and expressly precludes imposing 
additional conditions or requirements, including 
any “implicit exception” to patent eligibility or 
patentability more generally.  

A “Finding” Is Required to Deny a Patent 

The preamble to  section 101(a) provides a 
simple and complete statement of the inventor’s 
right to patent upon filing for a patent and 
further provides that patents must issue unless a 
finding has been made that a condition or 
requirement for patentability has not been met.   

Four & Only Four Validity Requirements Remain 

Four requirements are exclusively used to 
determine if a patent is valid:  (1) eligible 
subject matter, claiming definiteness, adequate 
disclosure, and novelty/non-obviousness.  A 
new subject matter eligibility requirement 
supersedes Supreme Court precedents and a 
restated disclosure requirement more fully 
codifies existing Federal Circuit precedents. 

Patents Limited to “Technological Applications” in 
Useful Arts 

The patenting of a natural product, law, or 
phenomenon is barred by requiring a claimed 
invention to embody a “technological application” 
of such a product, law, or phenomenon.  Moreover, 
the application must represent a practically useful 
solution to a problem arising in a useful art, in 
which the solution.  Patents on isolated genes, such 
as in Myriad are barred, as not confined to any 
technological application. 

Ariad Jurisprudence Is Codified in §101(a)(3) 

The “written description” is restated to fully 
codify the need to demonstrate “conception.”  
“Requiring a written description of the 
invention limits patent protection to those who 
actually perform the difficult work of 
‘invention’— that is, conceive of the complete 
and final invention with all its claimed 
limitations—and disclose the fruits of that effort 
to the public.”  Ariad Pharmaceuticals, Inc. v. 
Eli Lilly and Co., 598 F. 3d 1336, 1353 (Fed. 
Cir. 2010) (en banc). 
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 “(1) IN GENERAL.—Prior art with respect to 
a claimed invention in an application for patent 
shall consist of subject matter— 

“(A) disclosed in a manner making it 
available to the public before the effective filing 
date of the claimed invention, except for 
disclosures made directly or indirectly by the 
inventor or a joint inventor within 1 year from the 
filing date of the application for patent, and 

“(B) described in a nonprovisional 
application for patent effectively filed before the 
effective filing date of a claimed invention, except 
for disclosures in the application made directly or 
indirectly by the inventor or a joint inventor. 

“(2) DISCLOSURE OF CERTAIN SUBJECT 
MATTER EXCEPTED.— If subject matter disclosed 
and a claimed invention in an application for patent, 
not later than the effective filing date of the claimed 
invention, are covered by a joint research agreement 
that is referenced in the application or are owned by 
or subject to an obligation of assignment to the 
same person, then, notwithstanding subparagraph 
(c)(1)(B), the disclosure of such subject matter may 
not be regarded as prior art to the claimed invention 
under subparagraph (c)(1)(B). 

“(3) COVERAGE BY JOINT RESEARCH 
AGREEMENT.—Subject matter may not be regarded 
as covered by a joint research agreement under 
paragraph (2) unless— 

“(A) the subject matter was developed and 
the claimed invention was made by, or on behalf of, 
1 or more parties to the joint research agreement;  

“(B) the claimed invention was made as a 
result of activities undertaken within the scope of 
the joint research agreement; and  

“(C) the reference to the joint research 
agreement in the application identifies the parties to 
the joint research agreement. 

“(4) EFFECTIVELY FILED.— For purposes of 
determining whether a patent or application for 
patent is prior art to a claimed invention under 
subparagraph (c)(1)(B), such patent or application 
shall be considered to have been effectively filed,  
with respect to any subject matter described in the 
patent or application— 

The CREATE Act is Preserved Unchanged 

The self-collision protections  against prior-
filed patent applications of the inventor 
representing “prior art” are preserved, including 
the provisions under the CREATE Act, the use 
of which is simplified given the abolition of 
“terminal disclaimers” practice with the 
codification of obviousness-type double 
patenting law as a res judicata unenforceability 
defense limited to situations of double patent 
assertion. 

Grace Period Rules Are Streamlined 

The “first to publish” provisions under the 
Leahy-Smith America Invents Act are repealed; 
the inventor’s 1-year “grace period” for 
inventor-originating disclosures is measured 
from the nonprovisional patent application 
filing date. 

Prior Art = Publicly Available Disclosures 

“Secret” prior art (any non-public “in public use 
or on sale” activities) is eliminated in favor of 
provisions under which only disclosures 
available to the public can constitute prior art.  
These are disclosures available to the public 
before the effective filing date of a claimed 
inventions and earlier public patent filings that 
were effectively filed before the effective filing 
date of a claimed invention.   
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(A) if subparagraph (B) of this paragraph 
does not apply, as of the actual filing date of the 
patent or the application for patent; or 

(B) if the patent or application for patent is 
entitled to claim a right of priority under section 
119, 365(a), or 365(b), based upon 1 or more prior 
filed applications for patent, as of the filing date of 
the earliest such application that describes the 
subject matter. 

“(d) CONSTRUCTION OF FUNCTIONALLY 
DEFINED CLAIMS.— In determining whether a claim 
meets the requirements for patentability or validity 
under subsection (a), and in construing the claim to 
determine the scope of protection afforded 
thereunder otherwise, a claim that would otherwise 
be invalid as insufficiently disclosed because one or 
more elements of the claim are set forth in terms of 
a function to be performed or a result to be 
achieved, but without a disclosure specifying the 
means for doing so, shall be construed to be limited 
to the structures, materials, or acts disclosed in the 
specification for carrying out the function or 
achieving the result, and to any equivalents thereto 
that would not result in the claimed invention being 
found to be obvious under paragraph (a)(4). 

“(e) MANNER OF DETERMINING ELIGIBILITY, 
PATENTABILITY, AND PATENT VALIDITY.— Unless a 
finding is made that an explicit condition or 
requirement under this section has not been 
satisfied, no claim of a patent may be found to be 
invalid under this title and no exceptions to 
eligibility or patentability otherwise may be 
implied.  Patentability shall not be negated by the 
manner in which a claimed invention was made and 
must be assessed through consideration of the 
subject matter as a whole being claimed, without 
disregard for any claim element or limitation.  
Subject matter eligibility determinations must 
disregard considerations of inventiveness, including 
non-obviousness relative to prior art, whether with 
respect to any element or other limitation in the 
claim or to the subject matter as a whole being 
claimed.” 

 

A New “Safe Harbor” Is Added to  Resurrect 
Otherwise Invalid “Functional” Claims 

As a companion to the codification of the Ariad 
disclosure requirement as it relates to functionally 
defined claims, any claims found to have validity-
destroying “functional” elements would be 
construed as limited to disclosed embodiments for 
performing the function, including equivalents, 
thereby rescuing the claim from invalidity if 
otherwise a valid claim.  This provision would 
replace current 35 U.S.C. §112(f) and limit the 
application of a section 112(f)-like provision to 
only situations where it would serve to resurrect 
the validity of the otherwise invalid claim. 

“Rules of Application” Are Preserved/Extended 

The existing provision in 35 U.S.C. §103 
overruling Cuno Engineering Corp. v. 
Automatic Devices Corp., 314 U.S. 84 (1941) is 
maintained and new rules of application of the 
statute are provided that bar additional specific 
analytical practices, including the imposition of 
any additional or implicit requirements for 
patent validity, and prescribe that the subject 
matter as a whole being claimed must be 
considered . 

Special Rules for Subject Matter Eligibility 

Subject matter eligibility must be determined 
independently from any considerations of 
inventiveness, including non-obviousness, 
expressly overruling the Mayo/Alice analysis to 
the contrary. 
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(b) SPECIFICATION AND CLAIMS.—In section 
112, strike subsections (a), (b), and (f) and, before 
subsection (c), insert: 

 
“(a) SPECIFICATION.—The specification of 

an application for patent must adequately disclose 
each claimed invention as prescribed under section 
101(a)(3). 

“(b) CLAIMS.— The specification of a 
nonprovisional application must conclude with one 
or more claims that the inventor or a joint inventor 
regards as a discovery for which the patent is being 
sought and that identify the claimed invention in the 
manner prescribed under section 101(a)(2).” 

 
(c) UNENFORCEABILITY DEFENSES.—In 

section 282, strike subsection (c) and insert: 
 
“(c) UNENFORCEABILITY DEFENSES.— 
“(1) APPLICATION FILING LACHES 

DEFENSE.—If the inventor or a joint inventor, 
directly or indirectly, had placed a claimed 
invention in public use or on sale in the United 
States more than six years prior to the effective 
filing date of the claimed invention, the patent 
claiming the invention shall be unenforceable 
unless, prior to the date on which the patent was 
initially issued, the patentee had disclaimed under 
section 253(b) at least the term of the patent 
extending beyond 21 years from the date on which 
the claimed invention was ready for patenting by 
the inventor. 

“(2) DOUBLE PATENT ASSERTION DEFENSE.—
A claimed invention in a patent alleged to be 
infringed in a civil action shall be unenforceable in 
such action if the infringement allegation would 
have been barred on res judicata grounds had each 
of the claims of a second patent been included as 
claims of the asserted patent, such second patent 
containing at least one claim that is not patentably 
distinct from at least one claim in the asserted 
patent for which neither of such patentably 
indistinct claimed inventions represents prior art to 
the other. 

 “(3) PATENT MISUSE DEFENSE.—Subject to 
section 271(d), an asserted patent shall be 

Unenforceability Defenses Are Limited 

The defenses to the enforceability of a patent 
are limited to only three grounds of 
unenforceability:  application filing laches, 
double patent assertion, and patent misuse.  
Unenforceability based on misconduct in 
securing a valid patent claim is barred.  

“Patent Filing Laches” Unenforceability Replaces “In 
Public Use or On Sale” Invalidity.  

For inventor-attributable “in public use or on sale” 
activities that can no longer qualify as “prior art,” a 
new unenforceability defense is created that applies 
if 6 years or more have elapsed without seeking a 
patent.  If so, patent term must be disclaimed so that 
only 21 years of protection is available from the date 
the claimed invention was ready for patenting. 

“Obviousness-Type Double Patenting” Is Replaced By 
“Double Patent Assertion “Unenforceability 

New section 101 would bar the judge-made 
obviousness-type double patenting invalidity defenses, 
but a new “double patent assertion” unenforceability 
defense would prevent the assertion of a patent claims 
if res judicata would have barred enforcement had the 
asserted claim been present instead in a second patent 
with patentably indistinct claims. 

Substantive Provisions of 35 U.S.C. §112(a), (b), 
and (f) Are Now Found in §101(a)(2)/(3) and (d) 

35 U.S.C. §112 is streamlined with the 
relocation of the substantive provisions found in 
sections 112(a), 112(b), and 112(f) to section 
101.  The substance is relocated to new 
35 U.S.C. §101(a)(2) and (3) and §101(d).  
These new provisions are addressed above. 

“Patent Misuse” Defense Remains 

“Patent misuse” would remain as an 
unenforceability defense, as would the 
provisions existing in 35 U.S.C. §271(d) that 
address limitations on the defense, but the 
defense, as codified, would be expressly limited 
to misuse resulting in economic harm in 
violation of any federal law relating to 
competition. 
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unenforceable if the patentee has misused the 
exclusive rights under the patent to cause economic 
harm in violation of any federal law relating to 
competition. 

“(4) ENFORCEABILITY OF EXTENDED 
TERM.—The sole defense to the enforceability of 
the adjustment or other extension of the term of a 
patent under section 154 or 156 shall be a material 
failure by the Director, or by the applicant for the 
extension under section 156, to comply with the 
requirements of such section. A due diligence 
determination under section 156(d)(2) is not subject 
to review in such an action.” 

 
(d) CONFORMING AMENDMENT.—The items 

relating to sections 101-103 in the table of sections 
for chapter 10 of title 35, United States Code, are 
amended to read as follows: 

“101. Right to patent; patentability and 
patent validity. 

“102. [Repealed.] 
“103. [Repealed.]” 
 
(e) EFFECT AND EFFECTIVE DATE.— 
(1) IN GENERAL.—The amendments under 

this section shall have effect only for— 
(A) applications for patent filed 1 year after 

the date of enactment of this Act and any patents 
issuing on such applications and  

(B) applications for patent filed after June 7, 
1995 and on or before the date of that is 1 year after 
the date of enactment of this Act, and patents 
issuing on such applications, in which the applicant 
for patent or the patent owner, as the case may be, 
notifies the Director within 1 year from the date of 
enactment of this Act, in such manner as the 
Director shall prescribe by regulation, that the 
amendments under this section shall apply to such 
application or patent. 

(2) FIRST-TO-INVENT TRANSITION 
PROVISIONS APPLICABLE.—The transition provisions 
under Section 3(n)(2) of the Leahy-Smith America 
Invents Act shall apply to applications and to 
patents issuing on such applications, that are or 
become subject to the section 101 of title 35, United 
States Code, as amended by this Act and, absent the 

Prospective Application Only, Absent Opt-In 

All applications for patent filed after 1 year from 
the date of enactment are subject to the new 
validity requirements and unenforceability 
defenses as set out in Section 2 of the Act.  In 
addition, any URAA (post-June 7, 1995 filing) 
patent owner or patent applicant, with an 
application or patent filed before the end of the 1-
year phase-in period, would have the opportunity 
to opt-into the Section 2 new validity and 
enforceability rules apply.   
 
The potential for the application of the Section 2 
amendments to pre-enactment applications and 
patents will result in both existing first-to-invent 
and first-inventor-to-file applications/patents 
under the America Invents Act coming within 
these new first-inventor-to-file provisions. 

“First-to-Invent” Filings Subject to New §101 

A special transition provision applies to patent 
filings that, in the absence of the enactment of 
Section 2, would have been first-to-invent 
patent filings, not first-inventor-to-file patent 
filings.  Where this Act results in these pre-AIA 
first-to-invent patent filings becoming subject to 
amended section 101, the AIA first-inventor-to-
file transition provision will apply.  Under these 
transition provision, the pre-AIA section 102(g) 
prior invention prior art provisions continue to 
apply in addition to the new section 101 
requirements. 
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enactment of this Act, such applications or 
patents, as the case may be, would not have been 
subject to the amendments to section 102 of title 
35, United States Code, under the Leahy-Smith 
America Invents Act. 

(3) GRACE PERIOD.—For a claimed 
invention that is entitled to the benefit of the 
filing date of an earlier-filed nonprovisional 
application for patent, the reference in section 
101(c)(1)(A) of title 35, United States Code, to the 
term “filing date” shall mean the effective filing 
date, exclusive of any right of priority under section 
119, 365(a), or 365(b) of title 35, United States 
Code, as the term “effective filing date” is defined 
under section 100(i) of title 35, United States Code. 

(4) EXCEPTIONS APPLYING TO CIVIL 
ACTIONS.—Notwithstanding paragraph (1), the 
amendments under this section shall not apply to a 
civil action involving a patent that was brought 
before the date of enactment of this Act or, if a 
notice was given to the Director under subparagraph 
(1)(B) with respect to the patent, that was brought 
before the date of such notice. 
 
SEC. 3. STREAMLINING INRINGEMENT AND 
REMEDIES DETERMINATIONS. 
 

(a) DEFENSES TO INFRINGEMENT.—In 
section 282, as amended under Section 2, strike all 
but subsection (c) and insert before subsection (c): 
 
“§282. Presumption of validity; defenses. 

“(a) IN GENERAL.—Each claimed invention 
of a patent, independently from any other claimed 
invention, shall be presumed valid.  The burden of 
establishing invalidity shall be on the person 
challenging validity through clear and convincing 
evidence on each issue of fact essential to the 
finding of invalidity. 

“(b) DEFENSES; VALIDITY 
DETERMINATIONS.—The sole defenses to 
infringement of a claim in a civil action are 
noninfringement under section 271 and 
unenforceability under subsection (c).  No valid 
claim of a patent may be found unenforceable based 
upon allegations misconduct before the Office.  A 

Pending Civil Actions Are Not Impacted 

The new provisions on validity and enforceability 
have no effect on civil actions involving a patent 
unless the civil action was brought after the date of 
enactment.  In addition, if the patent was the subject 
of an “opt-in” to the new provisions in section 101, 
these new provisions are inapplicable to any civil 
action involving that patent before the opt-in date.  
These two provisions assure that the enactment of 
the Act cannot affect the outcome of any pending 
patent litigation. 

Conforming the “Filing Date” Definition 

A special transition provision addresses the use 
of the term “filing date” in new section 
101(c)(1)(A).  It assures complete clarity that 
the term references the nonprovisional effective 
filing date—by excluding §119 priority claims. 

“Clear and Convincing Evidence” Clarification 

The amended version of section 282(a) codifies 
the observation by Justice Breyer in Microsoft 
Corp. v. i4i Ltd. Partnership, 564 US 91 (2011) 
that “in this area of law as in others the 
evidentiary standard of proof applies to 
questions of fact and not to questions of law.” 

Limitation on Defenses in Civil Actions 

The only permitted defenses to infringement in a 
civil action would be noninfringement and 
unenforceability as set out in section 282(c).  All 
patent invalidity issues raised by an accused 
infringer would be decided through special “post-
grant review” procedures set out in  Section 4 of the 
Act, amending chapters 31 and 32 of title 35. 

No Prosecution Misconduct Unenforceability 

New section 282(b) specifically bars any form 
of prosecution-based misconduct 
unenforceability of a valid patent claim, 
including that based upon “inequitable 
conduct.”  This change is key to and tied to the 
elevation of the “duty of disclosure” imposed 
on patent applicants under Section 5 of the Act. 
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person entitled to assert a defense of 
noninfringement of a patent in an action under this 
subsection shall be entitled to an adjudication of the 
validity of any claim of the patent under section 101 
under the procedures set forth in chapters 31 and 
32.” 
 

(b) INFRINGEMENT REMEDIES.—Strike 
sections 283 and 284 and insert: 
 
“§283. Injunctions, Damages, and Attorney Fees; 
Strict Liability.  

“(a) INJUNCTIONS.—If a claim of a patent 
has been found to be infringed, further infringement 
thereof shall be enjoined in the absence of an 
extraordinary public interest that such injunction not 
be ordered.  

“(b) ATTORNEY FEES.— The court, other 
than in exceptional cases, shall award reasonable 
attorney fees to the prevailing party. 

“(c) PATENTEE NOTICE OR MARKING AND 
INFRINGER INTENT.—Damages awarded for 
infringement of a patent under section 284 shall not 
depend on notice of the patent, actual or 
constructive, being given to the infringer, including 
by marking with the patent number any claimed 
invention accused of infringement, or the state of 
mind of the infringer in commencing or continuing 
acts of infringement, including whether acts of 
infringement were knowing or intentional. 
 
“§284. Damages. 
 “Upon finding for the claimant the court 
shall award the claimant damages adequate to 
compensate for the infringement but in no event less 
than a reasonable royalty for the use made of the 
invention by the infringer, together with interest and 
costs as fixed by the court.  When the damages are 
not found by a jury, the court shall assess them.  
The court may receive expert testimony as an aid to 
the determination of damages or of what royalty 
would be reasonable under the circumstances.” 
 

(c) TECHNICAL CORRECTION.—In section 
291(b), strike “or joint inventor” and insert “or a 
joint inventor”. 

Injunctions Are Made Routine 

Absent some extraordinary public interest, 
patent owners would be assured of injunctive 
relief upon establishing infringement of a valid 
patent. 

Attorney Fees Are Made Routinely Available 

Absent some exceptional circumstance, 
prevailing parties would be awarded attorney 
fees. 

Patent Infringement Liability Is Assessed on a 
Strict Liability Basis 

Patent infringement issues would be determined 
independently of the state of mind or actual or 
constructive knowledge of the infringer and be 
reduced to the question of infringement in fact 
or not.  The doctrine of “willful infringement” 
would no longer exist. 

Enhanced Damages Are No Longer Available 

While fully compensatory damages would be 
available for a patent owner, there would be no 
opportunity for “enhanced” damages. 
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(d) CONFORMING AMENDMENT.—The item 

relating to section 283 in the table of sections for 
chapter 29 of title 35, United States Code, is 
amended to read as follows: 

 
“§283. Injunctions Damages, and Attorney 

Fees; Strict Liability.” 
 

(e) EFFECT AND EFFECTIVE DATE.— 
(1) DEFENSES TO INFRINGEMENT.—The 

amendments under subsections (a), (b), and (d) shall 
have effect only for patents subject to the 
amendments to section 101 of title 35, United States 
Code, under Section 2 of this Act. 

(2) EXCEPTIONS APPLYING TO CIVIL 
ACTIONS.—Notwithstanding paragraph (1), the 
amendments under this section shall not apply to a 
civil action involving a patent that was brought 
before the date of enactment of this Act or, if a 
notice was given to the Director under Section 
2(e)(1)(B) of this Act with respect to the patent, that 
was brought before the date of such notice. 

(3) TECHNICAL CORRECTION.—
Notwithstanding paragraphs (1) and (2), the 
amendment under subsection (c) shall apply as 
though enacted under Section 3 of the Leahy-Smith 
America Invents Act. 
 
SEC. 4.  STREAMLINING POST-ISSANCE 
REWIEW OF PATENT VALIDITY. 
 

(a) STREAMLINED EX PARTE 
REEXAMINATION.— 

 
(1) DIRECTOR-ORDERED REEXAMINATION.—

Strike sections 302-305 and insert: 
 
“§302. Director determination on questions of 
patentability. 

“With respect to one or more claims of a 
patent, the Director may determine that a substantial 
new question of patentability exists.  If the 
determination is based on prior art, such 
determination shall be limited to disclosures from 
patents and printed publications, including any 

New Section 3 Enforcement Provisions Limited 
to Patents Subject to New §101 

The transition provision under Section 3 of the 
Act mirror the transition provisions under 
Section 2 of the Act and apply only to the 
patents that are subject to new section 101. 

Post-Issuance Review Procedures for Issued Patents 
Are Rationalized, Simplified, and Streamlined— 

For “Section 2” patents and other first-inventor-to-file 
patents, a simplified regime of post-issuance review of 
issued patents is available: 

(1) only the Director, acting sua sponte, may 
order ex parte reexamination under chapter 30, 

(2) only the patent owner may seek reissue; 
(3) any member of the public may petition for 

post-grant review under chapter 32 within a 9-
month window after a patent issues, and  

(4) any accused infringer may secure a validity 
determination under chapter 31 through the 
post-grant review process. 

Pending Civil Actions Are Not Impacted 

The new provisions on infringement and remedies 
have no effect on civil actions involving a patent 
unless the civil action was brought after the date of 
enactment.  In addition, if the patent was the subject 
of an “opt-in” to the new provisions in section 101, 
these new provisions are inapplicable to any civil 
action involving that patent before the opt-in date.  
These two provisions assure that the enactment of 
the Act cannot affect the outcome of any pending 
patent litigation. 
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previously cited by or to the Office or considered by 
the Office.   
 
“§303. Notice of Director determination. 

“A notice of the Director’s determination 
section 302 will be placed in the official file of the 
patent, and a copy promptly will be provided to the 
owner of record of the patent. 
 
“§304. Reexamination order by Director. 

“The notice under section 303 shall include 
an order for reexamination of the patent for 
resolution of the question. The patent owner may 
file, within two months from the date of the order a 
request for amendment to the patent, including the 
claims, for consideration in the reexamination. 
 
“§305. Conduct of reexamination proceedings. 

“Reexamination will be conducted 
according to the procedures established for initial 
examination under the provisions of sections 132 
and 133.  No proposed amended or new claim 
enlarging the scope of the claims of the patent will 
be permitted.  All reexamination proceedings under 
this section, including any appeal to the Board of 
Patent Appeals and Interferences, will be conducted 
with special dispatch within the Office.” 

 
(2) TECHNICAL AMENDMENT.—In section 

301(d), strike “314” and insert “312”. 
 
(3) CONFORMING AMENDMENTS.—The 

items relating to sections 302 and 303 in the table of 
sections for chapter 30 of title 35, United States 
Code, is amended to read as follows: 

 
“302. Director determination on questions of 

patentability. 
“303. Notice of Director determination.” 
 
(b) STREAMLINED HANDLING OF INVALIDITY 

COMPLAINTS.—Strike chapter 31 and insert: 
 
“CHAPTER 31 – INVALIDITY COMPLAINTS 
BY ACCUSED PATENT INFRINGERS 
 

Ex Parte Reexamination is Limited Director 
Orders, Acting Sua Sponte 

Ex parte reexamination requests by the patent 
owner or third parties would no longer be 
available, except for first-to-invent patents. 
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“Sec. 
“311. Invalidity complaint. 
“312. Institution of post-grant review. 
 
“§311.Invalidity complaint. 

“(a) IN GENERAL.—A party to a civil action 
under section 281 who is accused of infringing a 
patent, or a party who would have standing to plead 
non-infringement of a patent in a declaratory 
judgment action brought under section 2201 of title 
28, United States Code, over which the court would 
have subject matter jurisdiction, may file a 
complaint with the Director seeking a final written 
decision of the Patent Trial and Appeal Board under 
section 328 that one or more claims of the patent are 
invalid.  The complaint shall set forth the specific 
grounds on which each challenged claim is asserted 
to be invalid and the evidence in support thereof 
and such other information, together with the fee, as 
set forth in section 322 for a petition. 

“(b) TIMING.—A complaint under 
subsection (a) with respect to a civil action under 
section 281may be filed with the Director at any 
time during the pendency of the civil action. 
  
“§312.  Institution of post-grant review. 

“(a) IN GENERAL.—If the Director 
determines that a timely complaint meeting the 
requirements under subsection (a) has been filed by 
a complainant, notwithstanding any other provision 
in Chapter 32, the Director shall institute a post-
grant review under chapter 32 to adjudicate each 
invalidity issue raised in the complaint.  n 

“(b) SPECIAL PROCEDURES.—If a post-grant 
review is instituted under this section, the review 
shall be conducted in accordance the provisions of 
section 326 except that no amendments to the 
claims of the patent shall be permitted during the 
review and the burden of establishing invalidity 
shall be on the complainant through clear and 
convincing evidence on each issue of fact essential 
to a finding of invalidity.” 
 

(c) STREAMLINED REISSUE PROCEDURES.—
Strike section 251 and insert: 
 

Special Post-Grant Review Procedures Based on 
Accused Infringer’s Complaint 

When a post-grant review is instituted based 
upon an infringer’s complaint lodged with the 
Director, two special rules apply that differ 
from the PGR rules that otherwise apply. 
 
First, no claim amendments are permitted in the 
PGR.  Second, the factual issues essential to any 
invalidity finding must be established through 
clear and convincing evidence. 

Inter Partes Review Replaced by PGR-Based 
Invalidity Complaints by Accused Infringers 

For all first-inventor-to-file patents, including 
those subject to the section 101 amendments of 
Section 2 of the Act, the inter partes review 
provisions of the AIA are repealed and 
unavailable.  IPR proceedings remain available 
for first-to-invent patents. 
 
For the first-inventor-to-file patents, an accused 
infringer in a civil action has the right to file an 
invalidity complaint with the Director seeking a 
final written decision of invalidity of any claim 
of the patent that is the subject of an 
infringement allegation in the civil action. 
 
Additionally, any person who would have 
standing to plead non-infringement in a 
declaratory judgment action over which a court 
would have subject matter jurisdiction may 
likewise file an invalidity complaint.   
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“§251.  Reissue of patent. 
“A patent owner may obtain a further 

examination of the initially issued or a previously 
reissued patent upon filing an application for the 
reissue of such patent together with the fee required 
by law.  If an application for reissue is filed, the 
Director shall examine the application for reissue in 
the manner set forth in section 131.  If it appears 
that the patent owner is entitled to the reissue, upon 
surrender of the patent being reissued, and in 
accordance with any amendment of the patent being 
reissued, a reissued patent shall be granted for the 
unexpired part of the term of the initially issued 
patent.  No new matter shall be introduced into an 
application for reissue.  No reissued patent may be 
construed to have enlarged the scope of the claims 
of the initially issued patent unless the application 
for reissue was filed not more than 6 years from the 
filing date of any nonprovisional application to 
which a reference is made in the initially issued 
patent under section 120 of title 35, United States 
Code.” 
 

(d) ESTOPPEL REPEAL.—In section 325(e)(2)  
strike “either in a civil action arising in whole or in 
part under section 1338 of title 28 or” and “or 
reasonably could have raised”. 

 
(e) EFFECT AND EFFECTIVE DATE.— 
(1) IN GENERAL.—The amendments under 

this section shall have effect only with respect to 
patents subject to the amendments to section 102 of 
title 35, United States Code, as amended by the 
Leahy-Smith America Invents Act, or subject to the 
amendments to section 101 under Section 2 of this 
Act, but shall not have effect with respect to any 
petition filed under chapter 31 of title 35, United 
States Code, request filed under chapter 30 of title 
35, United States Code, or application filed under 
section 251 of title 35, United States Code, before 
the date of enactment. 

(2) EXCEPTIONS APPLYING TO CIVIL 
ACTIONS.—Notwithstanding paragraph (1), the 
amendments under this section shall not apply to a 
civil action involving a patent that was brought 
before the date of enactment of this Act or, if a 

New Reissue Statute Providing for Broad 
Availability of Patent Reissues 

A completely new reissue statute provides that 
any patent owner has the right to seek reissue of 
the initially issued patent or a subsequent 
reissue of the patent.  No requirement for 
demonstrating “error” remains in the new 
statute. 

New Limitation on Broadening Reissues – Six 
Years from the Filing Date of the Patent 

Broadening reissues continue to be permitted.  
However, such reissue applications must be 
filed within 6 years from the filing date of the 
application on which the patent was issued. 

Conforming Amendments Relating to Judicial 
Estoppel  

The judicial estoppel provision in the PGR 
statute is removed for civil actions given the 
removal of the invalidity defense to 
infringement.  In addition, the ITC estoppel is 
limited to issues raised in the PGR. 

Section 4 Has Effect for All First-Inventor-to-File 
Patents, Including Those Based on New §101 

The post-issuance review procedural 
rationalization has effect for all first-inventor-
to-file patents, including those subject to the 
provisions of new section 101. 

Pending Civil Actions Are Not Impacted 

The new provisions on post-issuance review have no 
effect on civil actions involving a patent unless the civil 
action was brought after the date of enactment.  In 
addition, if the patent was the subject of an “opt-in” to the 
new provisions in section 101, these new provisions are 
inapplicable to any civil action involving that patent 
before the opt-in date.  These two provisions assure that 
the enactment of the Act cannot affect the outcome of any 
pending patent litigation. 

-32- Naples Roundtable 2021 - Discussion Document Only - December 5, 2020 Draft



DISCUSSION DRAFT ONLY 

-13- 

notice was given to the Director under Section 
2(e)(1)(B) of this Act with respect to the patent, that 
was brought before the date of such notice. 

(3) REISSUE LIMITATION.—Notwithstanding 
the amendment to section 251 of title 35, United 
States Code, no patent reissued under section 251 as 
amended by this Act may be construed to have 
enlarged the scope of the claims of the initially 
issued patent unless the application for reissue was 
filed not more than 6 years from the nonprovisional 
effective filing date of any claimed invention in the 
initially issued patent. 
 
SEC. 5.  STREAMLINING AND SIMPLIFYING 
PATENT EXAMINATION.  
 

(a) STREAMLINED APPLICATION 
REQUIREMENTS.—Strike section 111 and insert: 
 
“§111. Nonprovisional and provisional 
applications for patent 

“(a) NONPROVISIONAL APPLICATION.— 
“(1) WRITTEN APPLICATION.—An 

application for patent filed under this subsection 
shall be made, or authorized to be made, by the 
inventor, except as otherwise provided in this title, 
in writing to the Director. 

“(2) CONTENTS.—An application filed under 
this subsection shall include— 

“(A) a specification that includes at least one 
claim, as prescribed by section 112; 

“(B) if required, a drawing as prescribed by 
section 113; and 

“(C) an identification of the inventor, as 
prescribed by section 115. 

“(3) FEE AND IDENTIFICATION OF INVENTOR; 
FILING DATE.— 

“(A) IN GENERAL.—The application must be 
accompanied by the fee required by law. The 
application fee and identification of the inventor 
may be submitted after the specification and any 
required drawing are submitted, within such period 
and under such conditions, including the payment of 
a surcharge, as may be prescribed by the Director.  
The inventor statement required under section 115 

Additional, Clarifying Limitation on Broadening 
Reissues 

While new section 251 references the “filing 
date” of the patent, the transition provision 
clarifies that it is the nonprovisional effective 
filing date that is of relevance for patents that 
claim the benefit of prior-filed applications 
under 35 U.S.C. §120. 

Simplification of Patent Examination 

A simplification and streamlining of the patent 
examination process is accomplished through a series 
of amendments to chapters 11 and 12 of title 35. 

Inventor Statement Replaces the “Oath” 

The requirement for an inventor’s oath is 
replaced with a requirement that the patent 
applicant must identify the inventor.  In 
addition, before issuance, the applicant must 
provide an inventor statement. 
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must be submitted at or before the payment of the 
issue fee prescribed by section 151. 

“(B) FAILURE TO SUBMIT.—Upon failure to 
submit the fee or the identification of the inventor 
within such prescribed period, the application shall 
be regarded as abandoned, unless it is shown to the 
satisfaction of the Director that the delay in 
submitting the fee or identification of the inventor, 
as the case may be, was unavoidable or 
unintentional. The filing date of an application shall 
be the date on which the specification and any 
required drawing are received in the Office. 

“(4) NONPROVISIONAL DESIGNATION.—An 
application filed under this subsection may be 
referenced under this title as a nonprovisional 
application. 

“(b) PROVISIONAL APPLICATION.— 
“(1) AUTHORIZATION.—An application for 

patent filed under this subsection shall be made or 
authorized to be made by the inventor, except as 
otherwise provided in this title, in writing to the 
Director. Such application shall include— 

“(A) a specification as prescribed by section 
112(a); 

“(B) if required, a drawing as prescribed by 
section 113 ; and 

“(C) an identification of the inventor. 
“(2) CLAIM.—A claim, although required 

under section 112(b) for an application filed under 
subsection (a), shall not be required in an 
application filed under this subsection. 

“(3) FEE AND IDENTIFICATION OF 
INVENTOR.— 

“(A) The application under this subsection  
must be accompanied by the fee required by law 
and an identification of the inventor. 

“(B) The fee and the identification of the 
inventor may be submitted after the specification 
and any required drawing are submitted, within 
such period and under such conditions, including 
the payment of a surcharge, as may be prescribed by 
the Director. 

“(C) Upon failure to submit the fee or 
identification of inventor within such prescribed 
period, the application shall be treated as though it 
did not contain the required specification, unless it 
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is shown to the satisfaction of the Director that the 
delay in submitting the fee or identification of 
inventor, as the case may be, was unavoidable or 
unintentional. 

“(4) FILING DATE.—The filing date of an 
application filed under this subsection shall be the 
date on which the specification and any required 
drawing are received in the Patent and Trademark 
Office. 

“(5) CONVERSION TO NONPROVISIONAL 
APPLICATION.—Notwithstanding the absence of a 
claim, upon timely request and as prescribed by the 
Director, an application filed under this subsection 
may be treated as an application filed under 
subsection (a). Subject to section 119(e), if no such 
request is made, the application filed under this 
subsection shall be regarded as abandoned 1 year 
after the filing date of such application and shall not 
be subject to revival after such 1-year period. 

“(6) TREATMENT AS A PROVISIONAL 
APPLICATION.—Subject to all the conditions in this 
subsection and section 119(e), and as prescribed by 
the Director, an application for patent filed under 
subsection (a) may be treated as an application filed 
under this subsection. 

“(7) NO RIGHT OF PRIORITY.—Unless 
converted under paragraph (5), an application filed 
under this subsection shall not be entitled to the 
right of priority of any other application under 
section 119 or 365(a). 

“(8) OTHER APPLICABLE PROVISIONS.—The 
provisions of this title relating to applications for 
patent shall apply to applications filed under this 
subsection, except as otherwise provided, and 
except that provisional applications for patent shall 
not be subject to sections 115, 131, 135, and 157.” 

(9) PROVISIONAL DESIGNATION.—An 
application filed under this subsection may be 
referenced under this title as a provisional 
application.” 
 

(b) STREAMLINED INVENTOR STATEMENTS.— 
 
(1) REQUIRED STATEMENT.—Strike section 

115 and insert: 
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“§115.  Inventor naming and required statement. 
“An application for patent, including an 

application that commences the national stage under 
section 371, shall include, or be amended to 
include, the name of the inventor thereof, together 
with such identifying information with respect to 
the inventor as the Director may prescribe by 
regulation.  No patent may issue on an application 
unless each individual named as the inventor or a 
joint inventor has submitted to the Office an 
assignment of the application, or other signed 
statement, stating that the application was made or 
was authorized to be made by such individual and 
such individual believes himself or herself to be the 
original inventor or an original joint inventor of a 
claimed invention in the application.  For an 
individual deceased, under legal incapacity, 
unavailable after a diligent search, or obligated to 
assign a claimed invention but refusing to do so or 
to make a required statement under this section, an 
applicant as described in section 118 may satisfy the 
requirement under this section by filing a substitute 
statement representing that, upon an explanation of 
the relevant facts,  such individual is believed to be 
the inventor or a joint inventor.” 
 
 (2) TECHNICAL AMENDMENTS.—In section 
116(a), strike “and each make the required oath”; 
section 152, strike “upon the application made and 
the specification sworn to by the inventor,”; and in 
section 252(c), strike “and sworn to”. 
 

(c) PRIORITY RIGHTS CLARIFICATION.— 
 
(1) IN GENERAL.—In section 119, strike 

subsection (e) and insert: 
 

“(e) PRIORITY BASED ON PROVISIONAL 
APPLICATION FILING.— 

“(1) IN GENERAL.—A nonprovisional 
application for patent filed under section 111(a), 
including an application filed under section 363, 
with respect to a claimed invention disclosed in the 
manner provided under section 101(a)(3) in a 
provisional application filed under section 111(b) 
that names or is amended to name the inventor or a 

Content of Inventor Statement 

The required inventor statement, which may be 
contained in an assignment by the inventor, must 
indicate the application filing was authorized and 
individual making the statement regards himself or 
herself as the inventor or a joint inventor. 

Clarification of Provisional Priority Rights 

An oversight in the Leahy-Smith America Invents Act 
is corrected by permitting priority from provisional 
applications to be secured whenever there is overlap in 
the inventive entity as between the nonprovisional and 
provisional applications. 
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joint inventor who is named in the provisional 
application, including through amendment of the 
provisional application, shall have the same effect, 
as to such claimed invention, as though the 
nonprovisional application had been filed on the 
date of the provisional application, if the 
nonprovisional application— 

“(A) is filed not later than 1 year after the 
date on which the provisional application was filed 
and 

“(B) contains or is amended to contain a 
specific reference to the provisional application.  

“(2) SPECIFIC REQUIREMENTS.— 
“(A) IN GENERAL.—No application shall be 

entitled to the benefit of an earlier filed provisional 
application under this subsection unless an 
amendment containing the specific reference to the 
earlier filed provisional application is submitted at 
such time during the pendency of the application as 
required by the Director.  The Director may 
consider the failure to submit such an amendment 
within that time period as a waiver of any benefit 
under this subsection. The Director may establish 
procedures, including the payment of a surcharge, 
to accept an unintentionally delayed submission of 
an amendment under this subsection during the 
pendency of the application 

“(B) OTHER REQUIREMENTS FOR 
RELIANCE.—A provisional application filed under 
section 111(b) may not be relied upon in any 
proceeding in the Office unless the requirements 
under section 111(b) have been met, including with 
respect to any required fees.” 

 
(2) CONFORMING AMENDMENTS.—In section 

119— 
(A) in subsection (a), strike “(a)” and insert 

“(a) PRIORITY RIGHT.—”; 
(B) in paragraph (b)(1), strike “(b)(1)” and 

insert: 
 “(b) RESTRICTIONS AND 

REQUIREMENTS— 
 “(1) IN GENERAL.—” ; 
(C) in paragraph (b)(2), strike “(2)” and 

insert “(2) WAIVER OF RIGHT.—”; 
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(D) in paragraph (b)(3), strike “(3)” and 
insert “(3) CERTIFIED COPIES.—”; 

(E) in subsection (c), strike “(c)” and 
insert “(c) RIGHT BASED ON SUBSEQUENT 
FILING.—” and 

(F) in subsection (d), strike “(d)” and 
insert “(d) INVENTOR CERTIFICATE.—”. 

 
(d) STREAMLINED EXAMINATION 

PRACTICES.— 
 
(1) ELIMINATION OF CONTINUING 

APPLICATIONS.—Strike and reserve sections 120-
122 and insert at the end of chapter 12 of title 35, 
United State Code: 

 
“§136.  Continued examination; reexamination. 

“(a) APPLICANT REQUEST FOR CONTINUED 
EXAMINATION.—If an applicant requests continued 
examination of an application, the Director shall 
further examine such application under section 131 
under such regulations as the Director shall 
otherwise prescribe, including the establishment of 
appropriate fees therefor that shall provide a 50 
percent reduction in such fees for small entities that 
qualify for reduced fees under section 41(h)(1)  

“(b) CONTINUED EXAMINATION THROUGH 
REEXAMINATION.—Notwithstanding section 151, 
and upon a request made after 3 years from the 
filing date of an application for patent that is not 
subject to a secrecy order, the applicant may request 
the provisional issuance of a patent on the 
application, pursuant to the procedure set forth 
under this section.  If the request is accompanied by 
the issue fee required under section 151, the 
Director shall provisionally issue a patent for any 
claims then pending in the application, irrespective 
of whether it appears the applicant is entitled to a 
patent, and concurrently order a reexamination of 
the patent upon its issuance to address any 
outstanding issues of patentability. 

“(c) CONTINUED EXAMINATION AFTER 
PROVISIONAL ALLOWANCE.—Notwithstanding 
section 151, and pursuant to an order by the 
Director entered not earlier than 6 years after the 
filing date of an application that is not subject to a 

Streamlined Examination—End of All Continuing 
Applications and Requirements for Division 

The core of the streamlining of the examination resides 
in the elimination of all types of continuing 
applications and the concurrent elimination of all 
requirements for restriction that necessitate the filing of 
divisional applications for patent.  To accomplish these 
objectives, sections 120-122 of the existing statute are 
replaced with new sections 136-138. 

Codification of “Continued Examination” 

A new section 136(a) codifies current practices as 
they relate to continued examination.  This 
supersedes the provisions of section 132(b) that 
are repealed. 

Reexamination Used For Continued Examination 

A new section 136(b) provides a new procedure 
where an applicant can seek continued 
examination through a reexamination procedure.  
This procedure applies for any application that has 
been pending for at least 3 years.  Under this 
procedure, a patent is provisionally issued, subject 
to outstanding issues of patentability being 
addressed in a reexamination. 

Director’s Option to Provisionally Issue 

A similar provision in new section 136(c) 
provides that the Director can require that a patent 
application provisionally issue as a patent, but 
only after an application pendency of at least 6 
years.  Upon issuance, a reexamination would 
resolve the remaining issues of patentability.   
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secrecy order, the applicant may be provided a 
written notice of the provisional allowance of the 
application under this section, irrespective of 
whether it appears that the applicant is entitled to a 
patent, and, if a patent issues pursuant to the notice, 
the Director shall concurrently order a 
reexamination of the patent to address any 
outstanding issues of patentability.  The notice of 
provisional allowance shall specify a sum, 
constituting the issue fee, which must be paid, if at 
all, within three months thereafter, unless any delay 
in payment is shown to be unintentional.  Upon 
payment of this sum the patent shall issue.  If 
payment of the fee is not timely made, the 
application shall be regarded as abandoned. 

“(d) MANNER AND EFFECT OF 
REEXAMINATION.— A reexamination under this 
section shall be conducted according to procedures 
established under chapter 30, except that the patent 
owner shall not have the right to file a statement 
pursuant to section 304.  During the reexamination, 
the Director may address any issue of patentability 
notwithstanding the limitations in chapter 30 
relating to patents and printed publication or any 
other provision of such chapter.  If a reexamination 
is commenced under this section, the deadline 
specified in section 321(c) shall be 9 months after 
the reexamination certificate issues under section 
307.  No presumption under section 282 shall apply 
until after the reexamination certificate under 
section 307 has been issued. 
 
“§137. Restriction of independent claims. 

“The examiner may object to an independent 
claim as being directed to multiple general 
inventive concepts and may require that each 
independent claim be restricted to a single general 
inventive concept.  The applicant may request a 
review of any objection under this section by 
petition to the Director, identifying what the 
applicant regards as the single general inventive 
concept present in each independent claim.  The 
validity of a patent shall not be questioned for 
failure of any claim to be restricted to a single 
general inventive concept. 

Special Reexamination Procedures 

The reexamination procedures under sections 
136(b) and (c) parallel the procedures under the 
chapter 30 ex parte reexamination statute, except 
that no patent owner amendment is permitted.  
Until the reexamination certification is issued, the 
patent is not entitled to the section 282 
presumption of validity.  A petition seeking a 
post-grant review for a provisionally issued 
statute can be filed up to 9 months after the 
reexamination certificate has been issued. 

New Limitations on Independent Claims 

New section 137 authorizes patent examiners to 
require restriction of independent claims to a 
single, general inventive concept—the 
international standard for unity of invention.  This 
limitation on independent claims supersedes 
restriction practices that limit the claims being 
examined in a given application and require the 
filing of divisional patent applications to fully 
protect the inventions being claimed.   
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 “§138. Secrecy, public availability, and 
information disclosures 

“(a) IN GENERAL.—Upon completion of the 
review under section 181, and the termination of 
any secrecy order issued pursuant thereto, a 
nonprovisional application for patent shall be made 
available to the public.  Not later than 6 months 
from the filing date of the application or upon 
lifting of the secrecy order, which event occurs 
later, the application shall be published by the 
Director.  A provisional application for patent shall 
be kept in confidence unless referenced under 
section 119(e) in a nonprovisional application that 
is available to the public under this section. 

“(b) APPLICANT DISCLOSURE OF PATENTS 
AND PRINTED PUBLICATIONS DURING 
EXAMINATION.— 

“(1) IN GENERAL—A patent or printed 
publication that may or does constitute prior art 
material to patentability of a claim in an application 
being examined, or otherwise is of potential or 
actual relevance to the patentability of a claim, may 
be submitted by the applicant to the Office for 
consideration during the examination of the 
application only if the applicant— 

“(A) provides with the submission of such 
item a concise description of its potential relevance 
to the patentability of the claims being examined; 

“(B) pays any fee established by the 
Director for submission of such item; and 

“(C) meets such other requirements as to 
timing and form for the submission of the item as 
the Director may establish by regulation. 

“(2) EXCEPTIONS.—The requirements under 
subparagraphs (A) and (B) of paragraph (1) shall 
not apply to any patent or printed publication— 

“(A) for which the specification of the 
application contains a concise description of its 
potential or actual relevance to the patentability of 
the claims of the specification or  

“(B) that is exempted from such 
requirements under regulations established by the 
Director. 

“(3) CONSIDERATION BY THE OFFICE.—A 
patent or printed publication shall not be 

Enhanced Duty of Disclosure for Patent Applicants 

A new section 138(b) enhances the disclosure 
requirements placed upon applicants for patent.  
To have items of prior art considered, applicants 
must provide a concise description of relevance of 
the item and may be required to pay a fee for 
consideration of the item.  Failure to meet these 
requirements can result in an item of prior art not 
be deemed to have been considered by the 
USPTO. 
 
These provisions, together with the bar on any 
prosecution misconduct unenforceability defense 
in Section 3 of the Act, are intended to increase 
patent examination quality by focusing applicant 
disclosures higher quality information disclosures 
focused on prior art that is pertinent to 
patentability. 

Full Examination Transparency 

New section 138(a) provides for full examination 
transparency.  Absent a secrecy order, all 
nonprovisional applications are immediately made 
available to the public upon filing.  
Nonprovisional patent applications become 
available to the public if referenced in a 
nonprovisional application. 

-40- Naples Roundtable 2021 - Discussion Document Only - December 5, 2020 Draft



DISCUSSION DRAFT ONLY 

-21- 

considered, or be regarded as having been 
considered, by the Office unless it— 

“(A) meets the requirements under 
paragraph (1),  

“(B) falls within the exception under 
paragraph (2),  

“(C) is listed in an action reporting on the 
prior art prepared by the Office during the 
examination of the application or a like report 
prepared in connection with a related foreign or 
international application that has been made 
available during examination in a timely manner, or  

“(4) is identified in a submission in 
connection with the application in compliance with 
subsection (c). 

“(c) SUBMISSIONS BY THIRD PARTIES.— 
“(1) IN GENERAL.—Any third party may 

submit for consideration and inclusion in the record 
of a patent application, any patent, published patent 
application, or other printed publication of potential 
relevance to the examination of the application, if 
such submission is made in writing before the 
earlier of— 

“(A) the date a notice of allowance under 
section 151 is given or mailed in the application for 
patent; or 

“(B) the later of— 
“(i) 6 months after the date on which the 

application for patent is first published under this 
section by the Office, or 

“(ii) the date of the first rejection under 
section 132 of any claim by the examiner during the 
examination of the application for patent. 

“(2) OTHER REQUIREMENTS.—Any 
submission under paragraph (1) shall— 

“(A) set forth a concise description of the 
asserted relevance of each submitted document; 

“(B) be accompanied by such fee as the 
Director may prescribe; and 

“(C) include a statement by the person 
making such submission affirming that the 
submission was made in compliance with this 
section.” 
 

(2) REQUIREMENT TO EXAMINE EACH 
CLAIM.— 

Third-Party Submissions of Prior Art 

The provisions formerly in section 122(c) 
regarding third party submissions of prior art are 
continued in section 138(c). 

Each Pending Claim Must be Examined 

An amendment to section 131 requires that each 
pending claim in an application for patent must be 
examined.  This applies notwithstanding that one 
or more claims are not directed to a single, 
general inventive concept. 
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(A) In section 131, strike “application” and 
insert “each claim of the application.” 

(B) In section 132, strike subsection (b) and 
remove the designation in subsection (a). 

 
(3) FEES.—In chapter 4 of title 35, United 

States Code, insert at the end: 
 
“§ 43.  Additional fees for excess claims in 
independent form. 
 “Upon filing, or upon pendency in an 
application for patent otherwise, of claims in 
independent form in excess of 3, in addition to the 
fee specified in section 41(a)(2), the applicant shall 
incur an additional excess claims fee under this 
section in the amount of the fee as specified in 
section 41(a)(1) for the original filing of the 
application for each claim in independent form in 
excess of 3.  Upon issuing a patent containing one 
or more claims in independent form in excess of 3, 
in addition to the issue fee specified in section 
41(a)(4), the applicant shall incur an additional 
issue fee under this section in the amount of the fee 
as specified in section 41(a)(4) for each claim in 
independent form in excess of 3.  At the time of 
payment of a maintenance fee under section 41(b) 
with respect to a patent, the patentee shall incur an 
additional maintenance fee under this section, in the 
amount of the fee as specified in section 41(b) for 
maintaining the patent in force, for each claim then 
in the patent in independent form in excess of 3.” 
 
 (4) CONFORMING AMENDMENTS.— 
 (A) The item relating to section 115 in the 
table of sections for chapter 11 of title 35, United 
States Code, is amended to read as follows: 

“115. Inventor naming and required 
statement.” 

(B) The items relating to sections 120-122 in 
the table of sections for chapter 11 of title 35, 
United States Code, are amended to read as follows: 

“120. [Repealed.]” 
“121. [Repealed.]” 
“122. [Repealed.]” 
(C) In the table of sections for chapter 12 of 

title 35, United States Code, insert at the end: 

Fees for Excess Independent Claims 

A new section 43 provides that independent 
claims in excess of 3 incur additional fees.  The 
additional fees including for each such 
independent claim 

1. An additional filing fee. 
2. An additional issue fee. 
3. An additional maintenance fee. 

 
The additional fees substitute for fees that might 
otherwise be incurred by applicants under existing 
law based on requirements for division.  In 
addition, these fees provide funding for the 
USPTO to examine more complex applications, 
and provide appropriate credit to patent 
examiners, i.e., where a patent filing is not limited 
to a single general inventive concept. 
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“136. Continued examination; 
reexamination. 

“137. Restriction of independent claims. 
“138. Secrecy, public availability, and 

information disclosure.” 
(D) In the table of sections for chapter 4 of 

title 35, United States Code, insert at the end: 
“43. Additional fees for excess claims in 

independent form. 
 
(e) STREAMLINED STATUTE FOR ADJUSTMENT 

OF TERM.—Strike section 154(b) and insert: 
 

“(b) ADJUSTMENT OF PATENT TERM.—If the 
issue of an original patent is delayed due to the 
imposition of an order under section 181, the term 
of the patent shall be extended 1 day for each day of 
the order.” 
 

(f) ADDITIONAL TECHNICAL 
AMENDMENTS.— 

(1) In section 100(i)(1)(B), strike “or to the 
benefit of an earlier filing date under section 120, 
121, or 365(c)” and in section 100(i)(2) strike  
“patent for which reissue was sought” and insert 
“patent as initially issued”. 

(2) In section 135(a)(2), strike “or deemed 
published under section 122(b)” and in section 
135(b)(2), strike “122(b)” and insert “138”. 

(3) In section 154(a)(2), strike “or, if the 
application contains a specific reference to an 
earlier filed application or applications under 
section 120, 121, or 365(c), from the date on which 
the earliest such application was filed” and in 
section 154(d)(1), strike “122(b)” and insert “138”. 

(4) In section 184(b), strike “, or divisions 
thereof”. 

(5) In section 366, strike “, unless a claim 
for benefit of a prior filing date under section 365(c) 
of this section was made in a national application, 
or an international application designating the 
United States, filed before the date of such 
withdrawal”. 

(6) Strike section 365(c). 

Patent Term Adjustment Simplification 

The provisions of section 154(b) providing for 
patent term adjustment are simplified to provide 
adjustment only in the circumstance where a 
patent applicant cannot seek provisional 
allowance under new section 136(b).  The new 
provisional allowance provisions, by providing an 
alternative basis for guaranteeing inventors a 17-
year patent life, obviate the need for more 
complex provisions on adjustment of patent term. 
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(7) In section 374, strike “122(b)” and insert 
“138 and a nonprovisional application filing under 
section 111(a)”. 
 

(g) EFFECT AND EFFECTIVE DATE.— 
(1) IN GENERAL.—The amendments under 

this section repealing section 120 of title 35, United 
States Code, shall have effect for any application 
for patent that is filed after 1 year from the date of 
enactment and the remaining amendments under 
this section shall have effect for any application for 
patent that is filed after the date of enactment of 
this Act. 

(2) LIMITATIONS ON REQUIREMENTS FOR 
RESTRICTION.—For an application filed before the 
date of enactment of this Act, no restriction for 
restriction under section 121 of title 35, United 
States Code, may be made in the application after 6 
months from the date of enactment and, 
notwithstanding section 121, no divisional 
application may be filed pursuant to a requirement 
for restriction under section 121 after 1 year from 
the date of enactment of this Act. 

(3) TECHNICAL CORRECTION.—
Notwithstanding paragraph (1), the amendments 
under subsection (c) of this Section 5 shall have 
effect as though enacted as amendments under 
Section 4 of the Leahy-Smith America Invents Act.  

Correction of AIA Priority Entitlement 

The remedial amendments to section 119(e) are 
given effect as though enacted as part of the AIA. 

Effect and Effective Date Provisions 

The new provisions on patent examination generally 
have effect for any application filed after the date of 
enactment of the Act.  However, existing section 120 
remains for 1 year after enactment.  This allows for 
applicants to file any divisional applications based 
upon pre- and post-enactment restriction 
requirements.  It also provides an additional “opt-in” 
route for applicants seeking to avoid the application of 
the amendments under Section 2 of the Act and 
obviate any requirements for division under section 
121.  For applications filed before enactment, no 
restriction requirement under section 121can be made 
after 6 months from the date of enactment.  Thus, 
maintaining section 120 for 1 year permits the 
applicants the choice of filing divisional applications 
pursuant to a section 121 restriction or filing a 
continuing application that would obviate any section 
121 restriction requirement. 

-44- Naples Roundtable 2021 - Discussion Document Only - December 5, 2020 Draft



-1- 
 

LEGISLATIVE TEXT AND COMMENTARY FOR THE PATENT ACT OF 2021 
 
Overview of Legislative Objectives and Key Provisions 
 
The objectives of the Patent Act of 2021 are to simplify and streamline the patent law, with the 
aim of achieving greater predictability and certainty in patentability and patent validity 
determinations—while dramatically reducing the costs of securing and enforcing patents and 
significantly shortening the time needed to secure and enforce them.   
 
These reforms are intended bolster the role of valid patent rights as an incentive to encourage 
investment in the development and commercialization of new technology, which is an essential 
function for the patent system if it is to fulfill its constitutional purpose to promote progress in 
useful arts.  At the same time, these simplifying and streamlining reforms are designed to 
discourage the use of patents as tools in speculative business models, including those alleged to 
involve meritless assertions of patent infringement.  These models can be fostered by excessive 
costs, structural inefficiencies, and needless uncertainties in the system of patent enforcement. 
 
The Act contains five separate categories of reforms as they relate to the operation of the U.S. 
patent system.  These are streamlined provisions relating to patent examination and requirements 
for patentability, prior art determinations, post-issuance assessments of patent validity, 
infringement liability determinations, and remedies for patent infringement. 
 
The following summarizes the core aspects of how the U.S. patent system will operate under 
these reforms: 
 

1. Streamlined patent examination and patentability requirements.  As is the case today, 
both provisional and nonprovisional patent applications remain, but all forms of 
continuing applications (continuation, continuation-in-part, and divisional applications) 
disappear.  Once a nonprovisional patent application is filed, it immediately becomes 
available to the public (following the required security review) and is published 
thereafter (i.e., not later than six months from its nonprovisional filing date).  All claims 
of every nonprovisional application, without restriction, are initially examined to 
determine if the four remaining requirements for patentability are met (eligible subject 
matter, definiteness of claims, adequacy of disclosure, and nonobvious differences from 
prior art).  Because these requirements are fully codified, no implicit requirements 
remain, including the judge-made invalidity doctrine of obviousness-type double 
patenting.  Unless a finding is made that one or more of these four requirements have not 
been met for a claimed invention, a patent must issue.  The patent examiner is allowed to 
require that any particular claim be limited to a single general inventive concept (i.e., the 
international standard for “unity of invention”) and, if required, the patent applicant must 
then restrict the “independent” claims in the application to a single general inventive 
concept.  If more than three independent claims are present, separate filing, issuance, and 
maintenance fees for each such claim in excess of three must be paid.  Patent applicants 
are placed under a more stringent “duty to disclose” information material to patent 
examination, with a requirement that each item of “prior art” provided to the examiner 
must include a concise description of its relevance.  In addition, per-item fees are 
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required for prior art for which its relevance is not discussed in the specification of the 
patent application as filed.  Third-party submissions of items of prior art continue to be 
permitted.  Upon completion of the examination process, a single patent may issue on the 
nonprovisional application. 
 

2. Streamlined prior art determinations.  “Prior art” used to assess the novelty and non-
obviousness of a claimed invention is limited to subject matter that becomes publicly 
available through either of two types of disclosures.  First, as under current law, prior art 
to a claimed invention arises from a disclosure of subject matter made available to the 
public before a claimed invention’s effective filing date, which (again, as under current 
law) can be a provisional filing date for a claimed invention that had been adequately 
disclosed in a provisional application filing.  Prior art to a claimed invention (again, 
following current law) also arises from a disclosure of subject matter in a U.S. (or U.S.-
designating international) patent filing that (1) has become available to the public and (2) 
was effectively filed (inclusive of a provisional or foreign priority application filing date 
adequately describing the subject matter) before a claimed invention’s effective filing 
date.  In a departure from current law, as to the first type of disclosure, placing an 
invention in public use or on sale, to the extent that it does not result in subject matter 
becoming available to the public, does not qualify the non-public subject matter as prior 
art.  In addition, a disclosure becoming available to the public less than a year preceding 
an inventor’s nonprovisional application filing date is disregarded as prior art, if the 
disclosure is directly or indirectly attributable to the inventor—departing from current 
law that extends this one-year inventor “grace period” back from a provisional 
application filing date.  With respect to the second type of disclosure (i.e., prior art based 
on the date a patent application was effectively filed), inventor-attributable subject matter 
disclosed in the earlier patent filing, as under current law, is disregarded.  A further 
exclusion from prior art exists, once again following current law, for such patent filing 
disclosures that are the subject of a joint research agreement or were commonly assigned 
no later than the effective filing date of the claimed invention.  In a final departure from 
current law, disclosures in earlier-filed patent applications naming the same inventor, but 
not commonly owned, are not excluded as prior art. 

 
3. Streamlined post-issuance patent validity determinations.  Once a patent issues, the 

patent owner is entitled to seek reissue of the initially issued patent whenever continued 
examination is desired, provided that no reissued patent claim can broaden the scope of 
protection under the initially issued patent if the reissue is sought more than six years 
after the patent’s nonprovisional filing date.  In addition, the Director of the United 
States Patent and Trademark Office can initiate an ex parte reexamination of an issued 
patent to address any of the four requirements for patentability, acting sua sponte, but 
cannot consider prior art during reexamination except in the form of patents and printed 
publications.  Members of the public, upon a petition filed within nine months of the issue 
or reissue date of a patent, can seek a post-grant review of the validity of any claim of a 
patent.  Finally, anyone who is entitled to plead a noninfringement defense to patent 
infringement, or who would have standing to secure subject matter jurisdiction based on a 
noninfringement complaint in a declaratory judgment action, can also seek post-grant 
review of patent validity through an invalidity complaint lodged with the United States 
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Patent and Trademark Office.  These mechanisms, together with Section 337 actions 
before International Trade Commission, are the exclusive forums for contesting validity of 
a patent once issued.  Each such validity determination is subject to appeal to the Federal 
Circuit. 

 
4. Streamlined determination of infringement liability.  In a civil action to enforce a 

patent, the only permitted defenses are non-infringement or unenforceability based upon 
one of three grounds:  a new application filing laches defense, a new double patent 
assertion defense, and the patent misuse defense.  No patent prosecution misconduct 
(including “inequitable conduct”) unenforceability defense remains for any valid patent 
claim, but unenforceability and antitrust liability arising from assertion of fraudulently 
procured, invalid claims in the courts is unaffected.  Application filing laches bars 
enforceability of a patent containing a claimed invention in public use or on sale more 
than six years before the effective filing date of the claimed invention unless, prior to the 
issuance of the patent, the patent owner disclaims the term of the patent extending 
beyond 21 years from the date the invention was ready for patenting.  Double patent 
assertion bars enforceability of a claimed invention in a patent where, had all the claims 
of the asserted patent been contained instead in a second patent in which one or more 
claims of the second patent is patentably indistinct from one or more claims of the 
asserted patent, neither of which claimed inventions represents prior art to the other, the 
assertion of the claimed invention would have been barred on res judicata grounds.  
These two unenforceability defenses supersede invalidity arising from “in public use or 
on sale” activities that heretofore could invalidate a claimed invention for lack of novelty 
and all aspects of judge-made law on obviousness-type double patenting. 

 
5. Streamlined patent enforcement-remedies.  Whenever a patent is valid, enforceable, and 

infringed, the patent owner is entitled to injunctive relief absent an extraordinary public 
interest.  Compensatory damages are available to fully compensate the patent owner for 
infringement of the patent.  The prevailing party in an infringement action is entitled to 
an award of attorney fees, absent exceptional circumstances.  Otherwise, patent 
infringement is a strict liability tort in which notice from the patent owner (including 
constructive notice through marking) and the infringer’s state of mind (the intentionality 
or willfulness of the infringer) are of no relevance.  Other than an award of attorney fees, 
no form of non-compensatory damages is permitted. 

 
Section-by-Section Statutory Text and Legislative Commentary 
 
The following provides a commentary, section-by-section, on the amendments to the patent laws 
under the Patent Act of 2021. 
 
SEC. 1.  SHORT TITLE; TABLE OF CONTENTS, AND NON-STATUTORY PROVISIONS 
 

(a) SHORT TITLE.—This Act may be cited as the “Patent Act 
of 2021.” 
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(b) TABLE OF CONTENTS.—The table of contents for this act 
is as follows: 
 
Sec. 1.  Short Title, Table of Contents, References, and Intent. 
Sec. 2. Streamlining Patentability and Patent Validity 
Requirements. 
Sec. 3. Streamlining Patent Infringement and Remedies 
Determinations. 
Sec. 4. Streamlining Post-Issuance Review of Patent Validity. 
Sec. 5 Streamlining and Simplifying Patent Examination. 
 

(c) REFERENCES.—Unless otherwise indicated, a reference 
herein to an amendment made under this Act is a reference to title 
35, United States Code. 
 

(d) CONGRESSIONAL FINDINGS AND INTENT.—Congress has 
determined that the patent laws of the United States must be 
simplified and processes for patenting streamlined.  Congress finds 
that the patent laws must afford greater certainty and 
predictability in determinations of patentability and patent validity, 
as well as reduce the time and cost to determine the validity of 
issued patents when contested by accused infringers.  For these 
reasons, Congress has amended the patent laws under this Act so 
that the patent system can best fulfill its constitutional purpose to 
promote progress in useful arts.  Congress directs that the 
remedial provisions of this Act be applied to optimize the ability 
for applications for patent on meritorious inventions to be 
promptly examined and promptly issued as patents and to optimize 
the manner in which issued patents can have their validity 
efficiently, economically, and promptly adjudicated. 

 
Section 1 of the Act provides the short title, “Patent Act of 2021,” for the Act and includes a 
section-by-section table of contents.  In addition, a non-statutory provision provides that the 
references in the Act to an amended section of the law is a reference to title 35, United States 
Code. 
 
Finally, under Section 1 of the Act, the intent of Congress is set forth, indicating the intent of this 
Act is that the patent laws of the United States must be simplified and processes for patenting 
streamlined in order to afford greater certainty and predictability in determinations of 
patentability and patent validity, as well as reduce the time and cost to determine the validity of 
issued patents when contested by accused infringers. 
 
SEC. 2.  STREAMLINING PATENTABILITY AND PATENT VALIDITY 
REQUIREMENTS. 
 

(a) STREAMLINED PATENTABILITY AND PATENT VALIDITY DETERMINATIONS. 
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Strike sections 101-103 and insert: 
 
“§101.  Right to patent; patentability and patent validity. 

“(a) RIGHT TO PATENT; REQUIREMENTS FOR PATENTING.—
The inventor filing a nonprovisional application for patent for a 
claimed invention in compliance with section 111(a) shall be 
entitled to a patent thereon, and a claimed invention in a patent 
issued under this title shall not be held invalid, absent a finding 
that the claimed invention— 

“(1) [ELIGIBLE SUBJECT MATTER.] is not confined to eligible 
subject matter; 

“(2) [CLAIMING DEFINITENESS.] has not particularly pointed 
out and distinctly identified the subject being claimed with 
reasonable certainty; 

“(3) [ADEQUATE DISCLOSURE.] has not been disclosed in the 
specification of the application in such full, clear, concise, and 
exact terms as to demonstrate the completed conception thereof 
and to enable any person skilled in the art to which it pertains, or 
with which it is most nearly connected, to make and use the same 
without resort to undue experimentation; and 

“(4) [NOVELTY AND NON-OBVIOUSNESS.] is identically 
disclosed in the prior art or does not differ therefrom in a manner 
such the differences in the claimed invention as a whole from the 
prior art would have been obvious before the effective filing date 
of the claimed invention to a person having ordinary skill in the art 
to which the claimed invention pertains. 

“(b) ELIGIBLE SUBJECT MATTER.—Eligible subject matter 
under subsection (a) is limited to any process, machine, 
manufacture, or composition of matter, or any improvement 
thereto, that embodies a technological application of a natural 
product, law, or phenomenon providing a practically useful 
solution to a problem arising in a useful art. 

“(c) PRIOR ART; GRACE PERIOD EXCEPTION; OTHER 
EXCEPTED DISCLOSURES— 

“(1) IN GENERAL.—Prior art with respect to a claimed 
invention in an application for patent shall consist of subject 
matter— 

“(A) disclosed in a manner making it available to the 
public before the effective filing date of the claimed invention, 
except for disclosures made directly or indirectly by the inventor 
or a joint inventor within 1 year from the filing date of the 
application for patent, and 

“(B) described in a nonprovisional application for patent 
effectively filed before the effective filing date of a claimed 
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invention, except for disclosures in the application made directly 
or indirectly by the inventor or a joint inventor. 

“(2) DISCLOSURE OF CERTAIN SUBJECT MATTER EXCEPTED.— 
If subject matter disclosed and a claimed invention in an 
application for patent, not later than the effective filing date of the 
claimed invention, are covered by a joint research agreement that 
is referenced in the application or are owned by or subject to an 
obligation of assignment to the same person, then, notwithstanding 
subparagraph (c)(1)(B), the disclosure of such subject matter may 
not be regarded as prior art to the claimed invention under 
subparagraph (c)(1)(B). 

“(3) COVERAGE BY JOINT RESEARCH AGREEMENT.—Subject 
matter may not be regarded as covered by a joint research 
agreement under paragraph (2) unless— 

“(A) the subject matter was developed and the claimed 
invention was made by, or on behalf of, 1 or more parties to the 
joint research agreement;  

“(B) the claimed invention was made as a result of 
activities undertaken within the scope of the joint research 
agreement; and  

“(C) the reference to the joint research agreement in the 
application identifies the parties to the joint research agreement. 

“(4) EFFECTIVELY FILED.— For purposes of determining 
whether a patent or application for patent is prior art to a claimed 
invention under subparagraph (c)(1)(B), such patent or 
application shall be considered to have been effectively filed,  with 
respect to any subject matter described in the patent or 
application— 

“(A) if subparagraph (B) of this paragraph does not apply, 
as of the actual filing date of the patent or the application for 
patent; or 

“(B) if the patent or application for patent is entitled to 
claim a right of priority under section 119, 365(a), or 365(b), 
based upon 1 or more prior filed applications for patent, as of the 
filing date of the earliest such application that describes the 
subject matter. 

“(d) CONSTRUCTION OF FUNCTIONALLY DEFINED CLAIMS.— 
In determining whether a claim meets the requirements for 
patentability or validity under subsection (a), and in construing the 
claim to determine the scope of protection afforded thereunder 
otherwise, a claim that would otherwise be invalid as insufficiently 
disclosed because one or more elements of the claim are set forth 
in terms of a function to be performed or a result to be achieved, 
but without a disclosure specifying the means for doing so, shall be 
construed to be limited to the structures, materials, or acts 
disclosed in the specification for carrying out the function or 
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achieving the result, and to any equivalents thereto that would not 
result in the claimed invention being found to be obvious under 
paragraph (a)(4). 

“(e) MANNER OF DETERMINING ELIGIBILITY, PATENTABILITY, 
AND PATENT VALIDITY.— Unless a finding is made that an explicit 
condition or requirement under this section has not been satisfied, 
no claim of a patent may be found to be invalid under this title and 
no exceptions to eligibility or patentability otherwise may be 
implied.  Patentability shall not be negated by the manner in which 
a claimed invention was made and must be assessed through 
consideration of the subject matter as a whole being claimed, 
without disregard for any claim element or limitation.  Subject 
matter eligibility determinations must disregard considerations of 
inventiveness, including non-obviousness relative to prior art, 
whether with respect to any element or other limitation in the 
claim or to the subject matter as a whole being claimed. 

 
Under Section 2(a) of the Act, existing sections 101-103 of title 35, United States Code, are 
replaced with an amended section 101.  Amended section 1011 consists of five subsections that 
address all issues of patentability and patent validity, setting out explicitly each of the 
requirements for securing a valid patent. 
 

1. Section 101(a) – Inventor’s Right to Patent; Requirements for Patentability and 
Patent Validity 

 
Subsection (a) of section 101 sets forth, with completeness, the requirements for securing a valid 
patent for an invention.  In two key respects, it codifies in statutory language requirements that 
had been implicit in the patent law as codified in 1952, i.e., have been judicially imposed.  First, 
the codification in section 101(a) now provides a full and explicit definition for the subject 
matter that is eligible for patenting under paragraph (3).  It does so through the limitation on 
eligible subject matter set out in section 101(b).  Second, in a related provision, section 101(a) in 
paragraph (3) codifies a heretofore implicit requirement that the specification of a patent 
application must demonstrate that an invention being claimed has been made, i.e., the conception 
thereof has been completed, in order the secure a valid claim to the invention. 
 
The preamble of section 101(a) sets out the procedural requirement that securing a patent 
requires the filing of a nonprovisional application in compliance with the requirements of section 
111(a).  In addition, if such an application is filed, the section 101(a) preamble sets forth the right 
of the inventor to secure a patent on such an application, provided the totality of the requirements 
under this subsection are met.  In addition, as under current law, absent inventorship, there is no 
right to seek or secure a patent.  As under established precedents, the determination if an 

 
1 35 U.S.C. §101 currently reads as follows: 
“§101 Inventions patentable 

“Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title.” 
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individual is the inventor or a joint inventor of a claimed invention remains a question of law.  
“Inventorship is a question of law… .”  Ethicon, Inc. v. United States Surgical Corp., 135 F. 3d 
1456, 1460 (Fed. Cir. 1998). 
 
For any particular claimed invention in an application for patent, as noted above, the entitlement 
to a patent is conditioned only on the absence of a finding that one or more of four specified 
requirements in paragraph (1)-(4) of subsection (a) have not been met.  The necessity for a 
finding that at least one requirement for patentability has not been met, in order to deny the 
inventor a patent on a claimed invention, represents a continuation and affirmation of existing 
law.  “If examination at the initial stage does not produce a prima facie case of unpatentability, 
then without more the applicant is entitled to grant of the patent. ”  In re Oetiker, 977 F.2d 1443, 
1445 (Fed. Cir. 1992). 
 
With the enactment of section 101(a), the requirements for both securing and sustaining a valid 
patent are made explicit and preemptive of other requirements for either patentability or patent 
validity, particular any judicially imposed requirements not explicitly made statutory.  The four 
statutory requirements for securing and sustaining a valid patent are the following. 
 

(1) Eligible subject matter.  Section 101(a)(1) recites the requirement that a claimed 
invention must be confined to eligible subject matter to be validly patented.  The 
specifics of the requirement for eligibility are set out explicitly in section 101(b).  “Like 
indefiniteness, enablement, or obviousness, whether a claim recites patent eligible subject 
matter is a question of law which may contain underlying facts.”  Berkheimer v. HP Inc., 
881 F. 3d 1360, 1367 (Fed. Cir. 2018). 

 
(2) Claim definiteness.  Section 101(a)(2) sets forth and further codifies the requirement 

under the 1952 Patent Act that a claim to an invention must evidence sufficient 
definiteness with respect to the subject matter being patented, i.e., delineate as between 
subject matter that does and does not fall within the scope of a claim to an invention with 
some reasonable certainty.  Paragraph (2) specifically codifies the judicially sanctioned 
“reasonable certainty” standard, “Cognizant of the competing concerns, we read [the 
patent statute] to require that a patent’s claims, viewed in light of the specification and 
prosecution history, inform those skilled in the art about the scope of the invention with 
reasonable certainty. The definiteness requirement, so understood, mandates clarity, 
while recognizing that absolute precision is unattainable. The standard we adopt accords 
with opinions of this Court stating that ‘the certainty which the law requires in patents is 
not greater than is reasonable, having regard to their subject-matter.’”  Nautilus, Inc. v. 
Biosig Instruments, Inc., 134 S. Ct. 2120, 2129 (2014).  The claim definiteness 
requirement had formerly been set out in 35 U.S.C. §112(b) (or the second undesignated 
paragraph of section 112, as originally enacted under the 1952 Patent Act) and, as noted 
above, remains a question of law.  Shatterproof Glass Corp. v. Libbey-Owens Ford Co., 
758 F. 2d 613, 624 (Fed. Cir. 1985). 

 
(3) Adequate disclosure.  Section 101(a)(3) sets forth, clarifies, and further codifies the 

requirement under the 1952 Patent Act for an adequate disclosure of a claimed invention 
in an application for patent.  This requirement had been set out in 35 U.S.C. §112(a) (or 
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the first paragraph of section 112 in the 1952 Patent Act).  Implicitly, section 112(a) as 
enacted in 1952, required that the specification of a patent application must demonstrate 
that each claimed invention has been made (or “conceived”) as a requisite for seeking to 
patent the same, since it would be nonsensical to contend that an invention never 
conceived can nonetheless somehow be patented and potentially dominate some area of 
technology that later arises, once actually invented.  The courts have consistently 
recognized that demonstrating a completed conception lies at the core of the requirement 
to disclose an invention in an adequate manner.  “Requiring a written description of the 
invention limits patent protection to those who actually perform the difficult work of 
‘invention’— that is, conceive of the complete and final invention with all its claimed 
limitations—and disclose the fruits of that effort to the public.”  Ariad Pharmaceuticals, 
Inc. v. Eli Lilly and Co., 598 F. 3d 1336, 1353 (Fed. Cir. 2010) (en banc).  Along with a 
recodification of the existing “enablement” requirement, section 101(a)(3) now sets out 
the heretofore implicit “completed conception” requirement.  For the enablement 
requirement being recodified, paragraph (3), it now additionally codifies the judicially 
imposed “undue experimentation standard.  “The term ‘undue experimentation’ does not 
appear in the statute, but it is well established that enablement requires that the 
specification teach those in the art to make and use the invention without undue 
experimentation.”  In re Wands, 858 F. 2d 731, 737 (Fed. Cir. 1988).  The issue of 
whether a specification enables a claimed invention is a question of law, as is the issue of 
a demonstrated conception.  “[D]etermination of whether there was a prior conception is 
a question of law… .”  Price v. Symsek, 988 F. 2d 1187, 1190 (Fed. Cir. 1993).  As a 
result, under paragraph (3), both prongs of the requirement for an adequate disclosure, 
completed conception and enablement, remain questions of law. 

 
(4) Novelty/Non-Obviousness.  Section 101(a)(4) sets forth the requirements for novelty and 

non-obviousness over prior art.  The disclosures constituting prior art that is the basis for 
determining novelty and non-obviousness are set out in section 101(c).  Except for 
changes in nature of disclosures constituting the prior art in section 101(c), the 
requirements set out in the 1952 Patent Act for novelty in 35 U.S.C. §102 and non-
obviousness in 35 U.S.C. §1032 are unchanged.  The requirements for novelty (lack of 
anticipation by prior art) and nonobviousness over prior art are linked and this linkage is 
unchanged under paragraph (4).  “Though it is never necessary to so hold, a disclosure 
that anticipates under §102 also renders the claim invalid under §103, for ‘anticipation is 
the epitome of obviousness’… .”  Connell v. Sears, Roebuck & Co., 722 F. 2d 1542, 1548 
(Fed. Cir. 1983).  The non-obviousness determination is a question of law that may be 
based on factual findings, e.g., anticipation by prior art, which is a question of  fact.  As a 
consequence, the novelty/non-obviousness requirements under paragraph (4) are 
collectively and ultimately a legal question.  “It is black letter law that the ultimate 
question of obviousness is a question of law. … At the same time, it is well understood 

 
2 35 U.S.C. §103 currently reads as follows: 
“§103. Conditions for patentability; non-obvious subject matter 

“A patent for a claimed invention may not be obtained, notwithstanding that the claimed invention is not 
identically disclosed as set forth in section 102, if the differences between the claimed invention and the prior art are 
such that the claimed invention as a whole would have been obvious before the effective filing date of the claimed 
invention to a person having ordinary skill in the art to which the claimed invention pertains. Patentability shall not 
be negated by the manner in which the invention was made.” 
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that there are factual issues underlying the ultimate obviousness decision.”  Richardson-
Vicks Inc. v. Upjohn Co., 122 F. 3d 1476, 1479 (Fed. Cir. 1997).   
 

Consistent with the discussion above, requirements for patentability are unchanged under section 
101(a) except for (1) the codification of heretofore implicit requirements with respect to subject 
matter eligibility and adequacy of disclosure, (2) the codification of the “reasonable certainty” 
standard for claim definiteness arising from controlling Supreme Court jurisprudence; (3) the 
codification of the “undue experimentation” standard for assessing enablement under controlling 
Federal Circuit precedents, and (4) the change in the disclosures that constitute prior art designed 
to simplify determinations of novelty/non-obviousness.  As discussed below, except for 
assessing eligible subject matter, no new legal concepts or requirements for patentability are 
introduced in section 101(a), with the remainder of the recodification reflecting only existing 
requirements of law. 
 
As noted above, the preamble to section 101(a) sets out that the explicit, statutory requirements 
for patentability/patent validity are exclusive.  This eliminates in its entirety the judge-made law 
on obviousness-type double patenting.  “As with statutory obviousness under 35 U.S.C. §103, 
obviousness-type double patenting is an issue of law premised on underlying factual inquiries.” 
Eli Lilly and Co. v. Teva Parenteral Meds., Inc., 689 F.3d 1368, 1376 (Fed. Cir. 2012).  The 
policy issues that have justified the judicial imposition of obviousness-type double patenting 
principles are addressed as a new unenforceability defense that eliminates the potential for 
abusive litigation from multiple patent infringement actions brought be different patent owners 
asserting patentably indistinct claims against the same acts of infringement by the same infringer. 
 

2. Section 101(b) – Eligible Subject Matter Criteria Are Fully Codified 
 
Under section 101(a)(1), a claimed invention cannot be validly patented unless confined to 
eligible subject matter.  Section 101(b) sets out the limits on the subject matter to which a valid 
claim must be confined to be found eligible for patenting.  As discussed in detail below, it fully 
codifies the law on subject matter eligibility.  The new statutory limitations on eligible subject 
matter supersede any implicit limitations on eligibility heretofore recognized in the courts. 
 
The first eligibility hurdle under subsection (b) is the limitation on subject matter eligibility to 
specified categories of subject matter that can be found eligible for patenting.  The categories of 
process, machine, manufacture, or composition of matter set forth in section 101(b) are identical 
to the categories under 35 U.S.C. §101 under the 1952 Patent Act.  As such, they result in no 
change in the law with respect to categories of subject matter that can qualify as eligible for 
patenting.  In addition, as in the 1952 Patent Act, improvements represent a final category of 
eligible subject matter, also representing no change in the law under section 101(b) relative to 
35 U.S.C. §101 under the 1952 Patent Act. 
 
For any of these categories to represent eligible subject matter, they must satisfy an additional 
statutory standard.  Eligible subject matter must embody a technological application of a natural 
product, law, or phenomenon providing a practically useful solution to a problem arising in a 
useful art.  This provision is entirely new as a statutory standard, but it serves to codify—and 
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supersede—judicially imposed limitations on subject matter eligibility that the Supreme Court 
has found to be implicit in 35 U.S.C. §101 under the 1952 Patent Act. 
 
One aspect of this of this new statutory standard is that section 101(b) now expressly bars 
obtaining valid patent protection covering a natural product, law, or phenomenon, as well as bars 
securing protection over an abstract idea.  Only claimed inventions embodying applications of a 
natural product, law, or phenomenon, not the natural product, law, or phenomenon itself, can 
constitute eligible subject matter. 
 
Moreover, because only a “technological application” of such products, laws or phenomena are 
eligible subject matter, the patenting of an abstract idea itself is expressly barred under this 
“applications-only” provision of the new statute.  Most specifically, the imposition of this new 
statutory proscription supersedes, through the present codification, a principle limiting access to 
patenting under which the Supreme Court has “long held that [section 101 of title 35, United 
States Code] contains an important implicit exception:  Laws of nature, natural phenomena, and 
abstract ideas are not patentable.”  Alice Corp. Pty. Ltd. V. CLS Bank Intern., 134 S. Ct. 2347, 
2354 (2014) (citations and internal quotations omitted).   
 
As a result, the Supreme Court’s implicit exception jurisprudence is replaced by an explicit 
statutory standard that operates to moot the subject matter eligibility analysis of the Supreme 
Court in its Alice decision.  The Alice analysis had required that, if a claimed invention was 
found to be directed to an abstract idea, subject matter eligibility then depended upon the claim 
offering significantly more in the way of some inventive concept.  With the new statutory 
requirement under section 101(b) demanding a claimed invention embody a technological 
application of a natural product, law, or phenomenon to sustain eligibility, resort to the Supreme 
Court’s non-statutory analysis has been rendered inoperative and the application of the new 
statutory test becomes the controlling analysis for determining eligible subject matter. 
 
A third aspect of the new statutory requirements for eligibility under section 101 also relates to 
the nature of the technological application that a claimed invention must embody.  Specially only 
claimed inventions affording a practically useful solution to a problem arising in a useful art can 
constitute eligible subject matter. 
 
With regard to the statutory requirement requiring practical usefulness for eligibility, this 
statutory test represents a continuation, without substantive change, of the existing judicial 
interpretation of the law as it relates to the practical utility of a claimed invention required in 
35 U.S.C. §101 under the 1952 Patent Act.  The courts have long interpreted section 101 to 
require, in order for a claimed invention to be eligible for patenting, its utility must be substantial 
or practical.  The recitation of the term “practical” in section 101, in the context of the required 
usefulness, merely makes explicit, and thereby codifies, the utility standard that has been 
consistently applied in the courts in decisions such as In re Fisher, 421 F. 3d 1365 (Fed. Cir. 
2005), citing to Brenner v. Manson, 383 U.S. 519 (1966).  As reflected in section 101(b) and 
extant jurisprudence, a claimed invention must have  more than just a de minimis value, again 
consistent with the patent system’s constitutional purpose to promote progress in useful arts.   
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The final prong of the subject matter eligibility standard under section 101(b) is that a claimed 
invention must address a problem arising in a useful art.  In constitutional terms, the new 
statutory language reflects the proposition that, unless a claimed invention resolves some 
problem arising in a useful art, it cannot advance the patent system’s constitutional purpose to 
promote progress in useful arts. 
 
The reference to a useful art in amended section 101 is designed to assure that the range of 
“problems” relevant to the section 101 inquiry is coextensive with what the Constitution 
authorizes Congress to protect through exclusive rights accorded to an inventor’s discoveries.  
For this reason, the reference in amended section 101 to “a useful art” assures that subject matter 
eligibility will extend to the full constitutional remit to Congress under the Constitution.  At the 
same time, the reference to “useful arts” limits the subject matter eligible for patenting where a 
claimed invention cannot be associated with any problem arising in a useful art.   
 
The twin requirements for a claimed invention to embody an application that is technological and 
that a claimed invention address a problem arising in a useful art, when considered together, 
significantly constrain the availability of patents for any claimed invention that would cover 
economic practices and other types of non-technological human activities that clearly fall outside 
any understanding of the scope of useful arts, and cannot reasonably be characterized as 
applications of technology.  In this respect, for example, non-technological applications 
addressing problems arising outside the useful arts operate to exclude from eligible subject 
matter claimed inventions of the type described in the Manual of Patent Examining Procedure 
2106.04(a) [R-10.2019]:  (1) mathematical concepts (mathematical relationships, mathematical 
formulas or equations, mathematical calculations); (2) certain methods of organizing human 
activity (fundamental economic principles or practices, including hedging, insurance, and 
mitigating risk; commercial or legal interactions, including agreements in the form of contracts; 
legal obligations; advertising, marketing or sales activities or behaviors; business relations; 
managing personal behavior or relationships or interactions between people (including social 
activities, teaching, and following rules or instructions); and (3) mental processes (concepts 
performed in the human mind, including an observation, evaluation, judgment, opinion). 
 
In addition, the requirement that the “application” of a natural product be a technological 
application precludes subject matter eligibility for claims derived from a natural product that do 
not embody any technological application of that product.  In this regard, a claim reading broadly 
on a product of nature, including one newly discovered or newly isolated, but not embodying a 
technological application of the product would be excluded form eligibility.  This includes genes, 
other genetic sequences, and organisms, whether human or otherwise, whether isolated or not.   
 
In this regard, “[a]n isolated DNA coding for a BRCA1 polypeptide” represents subject matter 
ineligible for patenting under section 101(b) because the claim in not confined to eligible subject 
matter given the absence of any embodied technological application.  The claim encompasses a 
genetic sequence found in nature and mere isolation does not suffice to limit the claim such that 
it embodies a technological application.  As a result, the Supreme Court’s ineligibility holding in 
Ass’n for Molecular Pathology v. Myriad, 133 S. Ct. 2107 (2013) is codified in section 101(b) 
through the technological application requirement, rendering the claim to isolated genetic 
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sequences ineligible notwithstanding the claim recites a composition that might represent 
practically useful subject matter addressing a problem in a useful art. 
 
In contrast, a claim directed to a composition of matter that specifically embodies an application 
of a natural product can qualify as eligible subject matter.  In this regard, “[a]n inoculant for 
leguminous plants comprising a plurality of selected mutually non-inhibitive strains of different 
species of bacteria of the genus Rhizobium, said strains being unaffected by each other in respect 
to their ability to fix nitrogen in the leguminous plant for which they are specific” typifies an 
application-specific claim based upon natural products, i.e., through the claim limitation to 
inoculant compositions for leguminous plants.  In this respect, the section 101(b) standard for 
eligibility operates to overrule any contrary subject matter eligibility holdings of the courts such 
as the holding on eligibility of the Supreme Court in Funk Bros. Seed Co. v. Kalo Co., 333 U.S. 
127 (1948), as applied to claim 4 of U.S. Patent 2,200,532.  As noted in the dissenting opinion in 
Funk Bros., claim 4 should have been found invalid for lack of a sufficient disclosure as required 
under section 101(a)(3), not for a failure to be confined to eligible subject matter under section 
101(a)(1), under the limitations set out in section 101(b). 
 
In the case of a claimed process, the “technological application” and “problem arising in a useful 
art” considerations would preclude subject matter eligibility for a method entirely unconnected to 
applying any natural product, law, or phenomenon or addressing any problem arising in a useful 
art.  As an example, a process for managing the consumption risk costs of a commodity sold by a 
commodity provider at a fixed price would encompass ineligible subject matter if the only steps 
of the process were (a) initiating a series of transactions between said commodity provider and 
consumers of said commodity wherein said consumers purchase said commodity at a fixed rate 
based upon historical averages, said fixed rate corresponding to a risk position of said consumer; 
(b) identifying market participants for said commodity having a counter-risk position to said 
consumers; and (c) initiating a series of transactions between said commodity provider and said 
market participants at a second fixed rate such that said series of market participant transactions 
balances the risk position of said series of consumer transactions.3  While such a claim is 
directed to a statutory category (i.e., qualifies as a process), it fails to embody any technological 
application of any identifiable natural product, law, or phenomenon, much less address a 
problem arising in a useful art.  As such, the limitations under section 101(b) provide a 
codification of the ineligibility holding of the Supreme Court in Bilski v. Kappos, 561 U.S. 593 
(2010). 
 
A second example of a claim failing to embody a technological solution to a problem arising in a 
useful art is a method of exchanging obligations as between parties, each party holding a credit 
record and a debit record with an exchange institution, the credit records and debit records for 
exchange of predetermined obligations, where the only steps in the claimed method are (a) 
creating a shadow credit record and a shadow debit record for each stakeholder party to be held 
independently by a supervisory institution from the exchange institutions; (b) obtaining from 
each exchange institution a start-of-day balance for each shadow credit record and shadow debit 
record; (c) for every transaction resulting in an exchange obligation, the supervisory institution 
adjusting each respective party's shadow credit record or shadow debit record, allowing only 
these transactions that do not result in the value of the shadow debit record being less than the 

 
3 See In re Bilski, 545 F. 3d 943, 949 (Fed. Cir. 2008) (en banc). 
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value of the shadow credit record at any time, each said adjustment taking place in chronological 
order, and (d) at the end-of-day, the supervisory institution instructing on[e] of the exchange 
institutions to exchange credits or debits to the credit record and debit record of the respective 
parties in accordance with the adjustments of the said permitted transactions, the credits and 
debits being irrevocable, time invariant obligations placed on the exchange institutions.  In this 
respect, the limitation in section 101(b) codifies the ineligibility holding in Alice Corp. Pty. Ltd. 
v. CLS Bank Intern., 134 S. Ct. 2347, 2352 (2014). 
 
The standard under section 101(b) for subject matter eligibility would permit a claim to a method 
of optimizing therapeutic efficacy for treatment of an immune-mediated gastrointestinal disorder 
to be found eligible, provided the method contained at least the steps of (a) administering a drug 
providing 6-thioguanine to a subject having said immune-mediated gastrointestinal disorder and 
(b) determining the level of 6-thioguanine in said subject having said immune-mediated 
gastrointestinal disorder, given that such steps would embody a technological application of 
natural laws or phenomena (e.g., the physiological response to the administration of 
pharmacologically active substances) and self-evidently address a problem arising in a useful art 
given the unmet need for safer and more effective medicines—and uses therefor—to treat human 
diseases and conditions.  Under section 101(b), the holding of the Supreme Court in Mayo 
Collaborative v. Prometheus Labs., 132 S. Ct. 1289 (2012) is overruled, and the claims 
addressed by the Court and found ineligible would be directed to eligible subject matter under 
sections 101(a)(1) and 101(b). 
 
In a similar manner, a claim directed to a method for detecting a paternally inherited nucleic acid 
of fetal origin performed on a maternal serum or plasma sample from a pregnant female based 
would represent eligible subject matter under section 101(b) based on the process steps of 
amplifying a paternally inherited nucleic acid from the serum or plasma sample and detecting the 
presence of a paternally inherited nucleic acid of fetal origin in the sample.  These process steps 
embody a technological application of a natural product, law, or phenomenon (e.g., use of 
natural substances for diagnosis of a disease or condition) and address a problem arising in a 
useful art given the unmet need for more reliable and less invasive diagnostic tools.  Under 
section 101(b), the holding of the Federal Circuit in Ariosa Diagnostics, Inc. v. Sequenom, Inc., 
788 F. 3d 1371 (Fed. Cir. 2015) is overruled, and the claims addressed by the court and found 
ineligible would be directed to eligible subject matter under section 101(a)(1) and 101(b). 
 

3. Section 101(c) – Prior Art Simplification 
 
Under section 101(c), the disclosures that can constitute prior art to a claimed invention are set 
forth.  The law on prior art is substantially simplified compared to the existing law in 
35 U.S.C. §102 under the Leahy Smith America Invents Act, Pub. L. No. 112-29, 125 Stat. 284 
(2011),4 which is repealed under the Act.  Only two types of disclosures can constitute prior art 
under subsection (c). 

 
4 35 U.S.C. §102 currently reads as follows: 
“§102. Conditions for patentability; novelty 

“(a) NOVELTY; PRIOR ART.—A person shall be entitled to a patent unless— 
“(1) the claimed invention was patented, described in a printed publication, or in public use, on sale, or 

otherwise available to the public before the effective filing date of the claimed invention; or 
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First, under section 101(c)(1)(A), a disclosure that renders subject matter available to the public 
will result in the publicly available subject matter constituting prior art to a claimed invention, if 
the effective filing date of the claimed invention is later than the date of the public disclosure.  
The standard under subparagraph (A) of section 101(c)(1) that is used to determine whether 
subject matter has become available to the public is the same as the standard set forth in 
35 U.S.C. §102(a)(1) under the America Invents Act, which employs the identical phrase 
“available to the public.”  The disclosures contained in issued patents and other types of printed 
publications remain the prototypical examples of subject matter made available to the public at 
the time of their public availability. 
 
Prior art under subparagraph (A) is, however, subject to an exception to the extent the subject 
matter represents a disclosure made by the inventor or a joint inventor (whether made directly or 
indirectly) within one year from the nonprovisional filing date of the application in which the 

 
“(2) the claimed invention was described in a patent issued under section 151, or in an application for 

patent published or deemed published under section 122(b), in which the patent or application, as the case may be, 
names another inventor and was effectively filed before the effective filing date of the claimed invention. 

“(b) EXCEPTIONS.— 
“(1) DISCLOSURES MADE 1 YEAR OR LESS BEFORE THE EFFECTIVE FILING DATE OF THE CLAIMED 

INVENTION.—A disclosure made 1 year or less before the effective filing date of a claimed invention shall not be 
prior art to the claimed invention under subsection (a)(1) if— 

“(A) the disclosure was made by the inventor or joint inventor or by another who obtained the subject 
matter disclosed directly or indirectly from the inventor or a joint inventor; or 
“(B) the subject matter disclosed had, before such disclosure, been publicly disclosed by the inventor or a 

joint inventor or another who obtained the subject matter disclosed directly or indirectly from the inventor or a joint 
inventor. 

“(2) DISCLOSURES APPEARING IN APPLICATIONS AND PATENTS.—A disclosure shall not be prior art to a 
claimed invention under subsection (a)(2) if— 
“(A) the subject matter disclosed was obtained directly or indirectly from the inventor or a joint inventor; 
“(B) the subject matter disclosed had, before such subject matter was effectively filed under subsection 

(a)(2), been publicly disclosed by the inventor or a joint inventor or another who obtained the subject matter 
disclosed directly or indirectly from the inventor or a joint inventor; or 

“(C) the subject matter disclosed and the claimed invention, not later than the effective filing date of the 
claimed invention, were owned by the same person or subject to an obligation of assignment to the same person. 

“(c) COMMON OWNERSHIP UNDER JOINT RESEARCH AGREEMENTS.—Subject matter disclosed and a 
claimed invention shall be deemed to have been owned by the same person or subject to an obligation of assignment 
to the same person in applying the provisions of subsection (b)(2)(C) if— 

“(1) the subject matter disclosed was developed and the claimed invention was made by, or on behalf of, 1 
or more parties to a joint research agreement that was in effect on or before the effective filing date of the claimed 
invention; 

“(2) the claimed invention was made as a result of activities undertaken within the scope of the joint 
research agreement; and 

“(3) the application for patent for the claimed invention discloses or is amended to disclose the names of 
the parties to the joint research agreement. 

“(d) PATENTS AND PUBLISHED APPLICATIONS EFFECTIVE AS PRIOR ART.—For purposes of determining 
whether a patent or application for patent is prior art to a claimed invention under subsection (a)(2), such patent or 
application shall be considered to have been effectively filed, with respect to any subject matter described in the 
patent or application— 

“(1) if paragraph (2) does not apply, as of the actual filing date of the patent or the application for patent; or 
“(2) if the patent or application for patent is entitled to claim a right of priority under section 119, 365(a), or 

365(b), or to claim the benefit of an earlier filing date under section 120, 121, or 365(c), based upon 1 or more prior 
filed applications for patent, as of the filing date of the earliest such application that describes the subject matter.” 

-59- Naples Roundtable 2021 - Discussion Document Only - December 5, 2020 Draft



-16- 
 

claimed invention appears.  This exception continues, but further limits, the exception to prior art 
found in 35 U.S.C. §102(b)(1)(A) under the America Invents Act, which had excepted such 
disclosures made within one year from the effective filing date of the claimed invention.  
Otherwise, the exception under section102(b)(1)(A) is unchanged.  This exception is commonly 
referenced as the inventor’s one-year “grace period.” 
 
The exception in  35 U.S.C. §102(b)(1)(B) under the America Invents Act has no counterpart 
under section 101(c)(1)(A).  The elimination of this provision, which had removed certain prior 
public disclosures as prior art, for subject matter earlier disclosed by the inventor, eliminates a 
complicating, relatively inconsequential, and largely unused feature of the current law.  This 
exception is commonly referenced as a “first to publish” exception to prior art. 
 
In addition, the statutory provisions relating to activities through which subject matter is placed 
in public use or on sale are no longer referenced in section 101.  Prior art under subparagraph (A) 
is now confined to disclosures that result in subject matter becoming available to the public.  To 
the extent activities associated placing an invention in public use or on sale result in subject 
matter becoming available to the public, such subject matter qualifies as prior art under section 
101(a)(1)(A).  To the extent activities associated with placing an invention in public use or on 
sale do not produce subject matter available to the public, the non-public subject matter does not 
qualify as prior art under section 101(a)(1)(A).   
 
While the removal from section 101 of any reference to activities that result in an invention 
being or becoming “in public use or on sale” simplifies and clarifies the subject matter qualifying 
as prior art, the consequences of placing an invention in public use or on sale through activities 
attributable to the invention are addressed through an unenforceability defense under Section 
2(c) of the Act.  As a result of the exclusion of any reference to placing an invention in public 
use or on sale in section 101, and the repeal of 35 U.S.C. §102 under the America Invents Act, 
the holding of the Supreme Court in Helsinn Healthcare v. Teva Pharmaceuticals, 139 S. Ct. 628 
(2019) is entirely moot and the issue decided by the Court has no continuing relevance to the 
patentability or validity of a claimed invention. 
 
Second, under section 101(c)(1)(B), disclosures contained in certain patent filings constitute 
prior art as of the date effectively filed.  Under subparagraph (B), nonprovisional patent filings 
under 35 U.S.C. §111(a), once becoming publicly available, represent prior art as of the date 
effectively filed.  In addition, international applications designating the United States and 
published under the Patent Cooperation Treaty have a similar status as prior art subparagraph 
(B), pursuant to section 374 of title 35, United States Code, as amended by this Act.  Section 
101(c)(1)(B) does not, however, eliminate as prior art applications naming the same inventor, as 
is provided in 35 U.S.C. §102(a)(2) under the America Invents Act. 
 
Prior art under paragraph (B) excludes the subject matter in a disclosure that was made by the 
inventor or a joint inventor, directly or indirectly.  This exception continues the existing 
exception to prior art found in 35 U.S.C. §102(b)(2)(A) under the America Invents Act. 
 
The exception in 35 U.S.C. §102(b)(2)(B) under the America Invents Act has no counterpart 
under section 101(c)(1)(B).  Like the exception under 35 U.S.C. §102(b)(1)(B) under the 
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America Invents Act, the elimination of this provision, which had removed certain disclosures in 
prior patent filings as prior art, for subject matter earlier disclosed by the inventor, eliminates a 
complicating, relatively inconsequential, and largely unused feature of the current law. 
 
In addition, a second prior art exception applies to limit prior art under subparagraph (B) of 
section 101(c)(1).  This exception eliminates disclosures found in commonly assigned 
applications, or applications subject to joint research agreements, as prior art and is found in 
section 101(c)(2) and (3).  The provisions in paragraphs (2) and (3) continue the exception in 
35 U.S.C. §102(b)(2)(C) under the America Invents Act with respect to commonly assigned 
patent applications and the exception in 35 U.S.C. §102(c) under the America Invents Act with 
respect to joint research agreements.  Both exceptions are continued without substantive change. 
 
The prior art exclusion in 35 U.S.C. §102(a)(2) under the America Invents, which eliminates as 
prior art to a later patent filing an earlier public patent filing that names the same inventor or 
joint inventor as is named in the later patent filing, as noted above, has no counterpart under 
section 101(c).  Under the exception in section 101(c)(2), an earlier-filed application naming the 
same inventor as in a later-filed application does not constitute prior art only so long as both 
application are commonly assigned at the time of the effective filing date of the later application.  
The elimination of the “same inventor” exclusion in 35 U.S.C. §102(a)(2) under the America 
Invents Act precludes an inventor who has secured a patent from seeking a second valid patent 
on patentably indistinct subject matter after entering into an agreement to assign the patentably 
indistinct subject matter to another.  Under 35 U.S.C. §102(a)(2) of the America Invents Act, the 
earlier public patent filing constitutes prior art unless a joint research agreement triggers an 
exclusion from prior art. 
 
Under section 101(c)(4), the standard for determining when an earlier-sought patent application 
was effectively filed is set out.  The law in this regard is substantively unchanged from that 
provided in 35 U.S.C. §102(d) under the America Invents Act. 
 

4. Section 101(d) – Construction of Functionally Defined Claims. 
 
Under section 101(d), a “safe harbor” provision is provided that can result in claims that would 
otherwise fail to meet the requirements for an adequate disclosure under section 101(a)(3) from 
being held invalid.  It does so by limiting the construction of such otherwise invalid claims so 
that they cannot be construed as being preemptive in scope with respect to a function to be 
performed or a result to be achieved and, thus, fall into the bar against such preemptive claiming 
that has been recognized by the courts.  This new provision limits the effect of the holdings of 
the Supreme Court in O’Reilly v. Morse, 56 U.S. 62 (1854), where the Supreme Court 
invalidated the eighth claim of the Morse patent, “the use of the motive power of… electro-
magnetism, however developed, for marking or printing intelligible characters, signs, or letters, 
at any distances” (56 U.S. at 112), and Halliburton Oil Well Cementing Co. v. Walker, 329 U.S. 
1, 13 (1946), where the Court determined a crucial claim element was defined only as some 
“means associated with [a] pressure responsive device for tuning …” in order to accent certain 
waves, but the sole disclosure for doing so was limited to an “acoustical resonator.” 
 

-61- Naples Roundtable 2021 - Discussion Document Only - December 5, 2020 Draft



-18- 
 

Where the disclosure in a patent specification is insufficient on the grounds set forth in either 
O’Reilly v. Morse or Halliburton, section 101(d) requires that the claim element or other 
limitation in question must be construed as though limited to the disclosed structures, materials, 
or acts for carrying out the function to be performed or achieving a stated result and the 
equivalents of those disclosed structures, materials, or acts that would not result in the claimed 
invention being found to be obvious under section 101(a)(4). 
 
Applying section 101(d) to the Morse claim invalidated by the Supreme Court, this claim could 
be found valid as sufficiently disclosed under 35 U.S.C. §101(a)(3) given the description in the 
Morse patent of the telegraph, a specific structure for communicating characters at a distance.  
Similarly, the invalid claims in Halliburton would have been construed as limited to use of an 
“acoustical resonator,” thereby obviating their preemptive effect of the patent claim such that it 
would be construed to cover only the disclosed means for accenting certain waves.  As such, the 
claim could be found adequately disclosed under section 101(a)(3). 
 
As provided under section 101(d), the construction to be given claims under section 101(d) must 
be used in determining both patentability and validity of the claim, as well as the scope of 
protection under the claim.  However, nothing in section 101(d) bars the United States Patent and 
Trademark Office from commencing examination of a claim for patentability by according any 
claim under examination its broadest reasonable construction.  As a consequence, section 101(d) 
does not preclude, for example, a patent examiner from rejecting a claim that might be subject to 
section 101(d) based upon prior art teaching known structures, material, or acts for performing a 
function or achieving a result set forth in an element in the claim.  Doing so could place the 
burden on the patent application to amend the claims to avoid unpatentability or to demonstrate 
the applicability of section 101(d) on disclosure inadequacy grounds to avoid any issue of 
novelty/nonobviousness under section 101(a)(4). 
 

5. Section 101(e) – Manner of Determining Eligibility, Patentability, and Patent 
Validity 

 
Under section 101(e), three separate rules of construction control the application of the 
provisions of section 101 to the determination of the issues of eligible subject matter, 
patentability more generally, and the validity of each claimed invention in an issued patent. 
 
The first rule of construction recognizes that the provisions of section 101 have been designed to 
address all issues of patentability and patent validity in an explicit manner and there remain no 
additional, most specifically no implicit, requirements for securing a valid patent.  This provision 
bars implicit requirements for subject matter eligibility and for patentability more generally.  
Thus, under section 101(e), the implicit exception to subject matter eligibility referenced in 
extant jurisprudence is overruled.   The implicit exception relating to subject matter eligibility 
has no continuing applicability in light of the express statutory standards of section 101(a)(1) and 
section 101(b). 
 
This first rule of construction also precludes invalidating a patent based on any judge-made 
principle of double patenting.  Non-statutory grounds for double patenting are no longer 
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recognized, including specifically all the various judge-made doctrines of obviousness-type 
double patenting. 
 
The second rule of construction expands the existing rule that appears in the second sentence of 
35 U.S.C. §103 under the 1952 Patent Act, a rule of construction that was reenacted under the 
America Invents Act.  This rule of construction overrules any holding of the Supreme Court to 
the contrary in Cuno Engineering Corp. v. Automatic Devices Corp., 314 U.S. 84 (1941), 
addressing the nonstatutory requirement for inventiveness in the context of a “flash of genius.”  
The second rule of construction further specifies that a patentability determination (e.g., subject 
matter eligibility) must be assessed by looking to the claimed invention as a whole, without 
disregard to any element or limitation. 
 
The third rule of construction is specific to subject matter eligibility determinations and 
precludes the use of concepts of inventiveness in assessing eligibility.  Given the explicit 
codification of the law to be applied to determine subject matter eligibility under section 101(b), 
taken together this third rule of construction in section 101(e), any use of the second element of 
the two-part test found in Alice Corp. Pty. Ltd. V. CLS Bank Intern., 134 S. Ct. 2347 (2014) is 
overruled, as well as rendered moot. 
 

(b) SPECIFICATION AND CLAIMS. 
 

In section 112, strike subsections (a), (b), and (f) and, before 
subsection (c), insert: 

“(a) SPECIFICATION.—The specification of an application 
for patent must adequately disclose each claimed invention as 
prescribed under section 101(a)(3). 

“(b) CLAIMS.— The specification of a nonprovisional 
application must conclude with one or more claims that the 
inventor or a joint inventor regards as a discovery for which the 
patent is being sought and that identify the claimed invention in the 
manner prescribed under section 101(a)(2).” 

 
Under Section 2(b) of the Act, conforming changes are made to 35 U.S.C. §112.5  Subsections 
(a), (b), and (f) of section 112 are repealed and replaced with amended subsections (a) and (b).  

 
5 35 U.S.C. §112 currently reads as follows: 
“§112 Specification.  

“(a) IN GENERAL.—The specification shall contain a written description of the invention, and of the manner 
and process of making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same, and shall set forth the 
best mode contemplated by the inventor or joint inventor of carrying out the invention.  

“(b) CONCLUSION.—The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the inventor or a joint inventor regards as the invention.  

“(c) FORM.—A claim may be written in independent or, if the nature of the case admits, in dependent or 
multiple dependent form.  

“(d) REFERENCE IN DEPENDENT FORMS.—Subject to subsection (e), a claim in dependent form shall contain 
a reference to a claim previously set forth and then specify a further limitation of the subject matter claimed. A claim 
in dependent form shall be construed to incorporate by reference all the limitations of the claim to which it refers.  
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Subsection (f) is superseded by section 101(d) and not replaced.  The substance of the 
requirements for disclosure now found in section 101(a)(3) are removed from subsection (a) and 
it now merely references section 101(a)(3).  Similarly, amended subsection (b) now merely 
references section 101(a)(2) setting forth the requirements for claim definiteness. 
 

(c) UNENFORCEABILITY DEFENSES. 
 

In section 282, strike subsection (c) and insert: 
 

“(c) UNENFORCEABILITY DEFENSES.— 
“(1) APPLICATION FILING LACHES DEFENSE.—If the inventor 

or a joint inventor, directly or indirectly, had placed a claimed 
invention in public use or on sale in the United States more than 
six years prior to the effective filing date of the claimed invention, 
the patent claiming the invention shall be unenforceable unless, 
prior to the date on which the patent was initially issued, the 
patentee had disclaimed under section 253(b) at least the term of 
the patent extending beyond 21 years from the date on which the 
claimed invention was ready for patenting by the inventor. 

“(2) DOUBLE PATENT ASSERTION DEFENSE.—A claimed 
invention in a patent alleged to be infringed in a civil action shall 
be unenforceable in such action if the infringement allegation 
would have been barred on res judicata grounds had each of the 
claims of a second patent been included as claims of the asserted 
patent, such second patent containing at least one claim that is not 
patentably distinct from at least one claim in the asserted patent 
for which neither of such patentably indistinct claimed inventions 
represents prior art to the other. 

“(3) PATENT MISUSE DEFENSE.—Subject to section 271(d), 
an asserted patent shall be unenforceable if the patentee has 
misused the exclusive rights under the patent to cause economic 
harm in violation of any federal law relating to competition. 

“(4) ENFORCEABILITY OF EXTENDED TERM.—The sole defense 
to the enforceability of the adjustment or other extension of the 
term of a patent under section 154 or 156 shall be a material 
failure by the Director, or by the applicant for the extension under 
section 156, to comply with the requirements of such section. A due 

 
“(e) REFERENCE IN MULTIPLE DEPENDENT FORM.—A claim in multiple dependent form shall contain a 

reference, in the alternative only, to more than one claim previously set forth and then specify a further limitation of 
the subject matter claimed. A multiple dependent claim shall not serve as a basis for any other multiple dependent 
claim. A multiple dependent claim shall be construed to incorporate by reference all the limitations of the particular 
claim in relation to which it is being considered.  

“(f) ELEMENT IN CLAIM FOR A COMBINATION.—An element in a claim for a combination may be expressed 
as a means or step for performing a specified function without the recital of structure, material, or acts in support 
thereof, and such claim shall be construed to cover the corresponding structure, material, or acts described in the 
specification and equivalents thereof.” 
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diligence determination under section 156(d)(2) is not subject to 
review in such an action.” 

 
Under Section 2(c) of the Act, the law on unenforceability defenses to infringement is codified.  
Section 282(c)6 of title 35, United States Code, is amended to set forth the three permitted 
unenforceability defenses to patent infringement, as well as a fourth unenforceability defense 
that pertains to the extended term of a patent. 
 
The three, permitted remaining unenforceability defenses are a new application filing laches 
defense, a new double patent assertion defense, and the patent misuse defense.  No 
unenforceability defense with respect to a valid claim that is based on prosecution misconduct in 
securing a patent remains in the law, but nothing in the Act immunizes a patent owner from 
liability under competition laws resulting from a fraud or attempted fraud on a court through 
assertion of a fraudulently obtained, invalid patent claim. 
 

1. Section 282(c)(1) – Application Filing Laches Defense 
 
Under section 282(c)(1), a claimed invention can be held unenforceable based on an unjustifiable 
delay in seeking a patent after the inventor, directly or indirectly, caused a claimed invention to 
be placed into commercial use, i.e., “in public use or on sale,” irrespective of whether the 
claimed invention thereby became available to the public.  Under this circumstance, 
commercialization that renders subject matter available to the public renders the publicly 
available subject matter unpatentable under section 101(a)(1)(4) and section 101(c)(1)(A), but 
commercialization that does not do so has no effect on patentability or the validity of a patent.  
The application filing laches defense addresses the enforceability of what otherwise would be a 
valid patent covering subject matter placed in public use or on sale. 
 
As a result, this unenforceability defense, based on delays in applying for a patent on a claimed 
invention that has been commercialized, affirms policy goals7 that, prior to the Act, have been 

 
6 35 U.S.C. §282(c) currently reads as follows: 

“(c) NOTICE OF ACTIONS; ACTIONS DURING EXTENSION OF PATENT TERM.— In an action involving the 
validity or infringement of a patent the party asserting invalidity or noninfringement shall give notice in the 
pleadings or otherwise in writing to the adverse party at least thirty days before the trial, of the country, number, 
date, and name of the patentee of any patent, the title, date, and page numbers of any publication to be relied upon as 
anticipation of the patent in suit or, except in actions in the United States Court of Federal Claims, as showing the 
state of the art, and the name and address of any person who may be relied upon as the prior inventor or as having 
prior knowledge of or as having previously used or offered for sale the invention of the patent in suit. In the absence 
of such notice proof of the said matters may not be made at the trial except on such terms as the court requires.  
Invalidity of the extension of a patent term or any portion thereof under section 154(b) or 156 because of the 
material failure—  

“(1) by the applicant for the extension, or  
“(2) by the Director, to comply with the requirements of such section shall be a defense in any action 

involving the infringement of a patent during the period of the extension of its term and shall be pleaded. A due 
diligence determination under section 156(d)(2) is not subject to review in such an action.” 
7 “Requiring inventors who put their inventions to commercial use to promptly file a patent application serves two 
goals. First, it discloses the invention to the world.  [The “in public use or on sale” provision in section 102(a)(1) 
under the America Invents Act] forces the inventor who wants to make commercial use of [a claimed] invention to 
choose early between patent and trade secret protection, and it biases that choice in favor of patenting. … Second, 
the … rule prevents the commercializing inventor from delaying the filing of her patent application in order to 
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addressed in an invalidity defense arising from the text of 35 U.S.C. §102(a)(1) under the 
America Invents Act referencing “in public use or on sale” activities that was carried over from 
35 U.S.C. §102(b) under the 1952 Patent Act.  35 U.S.C. §102(a)(1) under the America Invents 
Act and 35 U.S.C. §102(b) under the 1952 Patent Act permitted a claimed invention to be found 
invalid based on inventor-attributable “in public use or on sale” activities, even with respect to 
subject matter that is not made available to the public through such activities.  This outcome is 
dictated under the invalidity holding of the Supreme Court in Helsinn Healthcare v. Teva 
Pharmaceuticals, 139 S. Ct. 628 (2019), discussed above, that becomes moot with the enactment 
of Section 2 of the Act for patents that are subject to the amendments in Section 2. 
 
The application filing laches defense addresses the identical policy goals as in 
35 U.S.C. §102(a)(1) under the America Invents Act and 35 U.S.C. §102(b) under the 1952 
Patent Act.  It does so by requiring that a claimed invention that has been commercialized in a 
manner attributable to the inventor for more than six years before the filing of a nonprovisional 
application for patent claiming the invention must disclaim the term of the patent on the 
invention that would extend beyond 21 years from the date the claimed invention was ready for 
patenting.  Failure to do so renders the claimed invention unenforceable. 
 
As a result, paragraph (1) of section 282(a) establishes a justifiable period after 
commercialization in which an inventor will be able to seek patent protection without being 
penalized, as was the case with the one-year period set out in 35 U.S.C. §102(a)(1) under the 
America Invents Act and 35 U.S.C. §102(b) under the 1952 Patent Act and the two-year period 
that had applied between 1839 and 1939.8  When the six-year laches trigger is reached, however, 
the defense assures complete protection for the public against an extended patent life, by barring 
enforceability of the patent altogether unless a pre-issuance disclaimer had limited the patent 
term to at least the same extent as though the patent had been at least provisionally sought on the 
same date the claimed invention was ready for patenting. 
 
This six-year laches period, in addition to addressing the policy consideration of affording only a 
limited period of exclusive rights following an inventor-attributable commercialization of an 
invention, has the salutary policy effect of affording an inventor a continuing incentive to use the 
patent system to seek a patent, and thereby publicly disclose what otherwise the inventor would 
have an incentive to maintain as trade secret technology in perpetuity.  Moreover, the six-year 
period addresses the inherent unfairness to an inventor where the initial acts deemed to have 
been commercial in character were merely token in nature, economically insignificant otherwise, 

 
extend the life of her patent and her control over the invention. This has long been an important policy that underlies 
the statutory bars in patent law.”  Lemley, Mark A., Does “Public Use” Mean the Same Thing It Did Last Year? 
(February 11, 2014). Stanford Public Law Working Paper No. 2394153, 93 Texas Law Review 1119 (2014), pp. 16-
17, https://ssrn.com/abstract=2394153 or http://dx.doi.org/10.2139/ssrn.2394153. 
8 The permitted period during which a commercialization attributable to the inventor before seeking a patent has 
been justified has varied, and, in 1839, was set at two years in Sec. 7 of the Patent Act of 1839, Ch. 88, 5 Stat. 353-
355 (March 3, 1839) Ch. LXXXVIII.-(“An Act In Addition To ‘An Act To Promote The Progress Of The Useful 
Arts.’), which two-year period Congress reenacted into law in 1870 under Sec. 24 of the Patent Act of 1870, Ch. 
230, 16 Stat. 198 (1870) (“An Act to Revise, Consolidate, and Amend the Statutes Relating to Patents and 
Copyrights”).  This two-year period remained in the law for a century—until the enactment of Sec. 1 of the Patent 
Act of 1939, Ch. 450, 53 Stat, 1212 (August 5, 1939), reducing the two-year period to the one-year period continued 
under the Patent Act of 1952. 
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or for a relative brief period in excess of the one-year or two-year periods heretofore recognized 
under the patent laws.   
 

2. Section 282(c)(2) – Double Patent Assertion Defense. 
 
Under section 282(c)(2), a new double patent assertion defense addresses the policy 
considerations that formed the basis for the judge-made law of obviousness-type double 
patenting.  Those policy considerations relate to the potential for an unjustified timewise 
extension of the right to exclude under a second, later-expiring patent with patentably indistinct 
claims and the potential for harassment of accused infringers if patents with indistinct claims can 
be successfully asserted by different patent owners.  In re Van Ornum, 686 F. 2d 937, 934-944 
(C.C.P.A. 1982) (“The fundamental reason for the rule [of obviousness-type double patenting] is 
to prevent unjustified timewise extension of the right to exclude granted by a patent no matter 
how the extension is brought about.”) cited as authority in In re Fallaux, 564 F. 3d 1313, 1319 
(Fed. Cir. 2009) (“Furthermore, there is a second justification for obviousness-type double 
patenting — harassment by multiple assignees.”).   
 
The double patent assertion defense under the Act is limited to patents and applications for 
patent that are subject to the 20-year term measured from the nonprovisional application filing 
date, as provided under the Uruguay Round Agreements Act of 1994, Pub. L. No. 103–465, § 
101, 108 Stat. 4809 (1994).  Patents that  are subject to a 17-year patent term measured from the 
date of issuance of the patent are not affected by the double patent assertion defense.  These 17-
year term patents remain subject to invalidation under the judge-made obviousness-type double 
patenting law.  The 17-year term patents are excluded under transition provisions of Section 2(e) 
of the Act, as discussed below.   
 
The limitation of the section 282(c)(2) defense to patents subject to the Uruguay Round 
Agreements Act is based on a recognition that such patents raise no issue of unjustified timewise 
extension of exclusive rights when patentably indistinct claims to the same invention are present 
in multiple patents with differing expiration dates.  As discussed below, this recognition of no 
unjustified timewise extension of exclusive rights based on different expiration dates is based on 
the congressional policy justification for the underlying statutory provisions that permit such 
patents to have different expiration dates.  When patent terms are justified by Congress, 
congressional action precludes any contrary judicial holding that a later-expiring patent with 
indistinct claims affords an unjustified timewise extension of exclusive rights unless the 
Congress is acting in excess of its constitutional authority to assure that patents with indistinct 
claims secure protection for only “limited times.” 
 
For patents subject to Section 2 of the Act, the statutory provisions that can give rise to different 
expiration dates for two patents with indistinct claims are limited to three sections of the statute:  
sections 101, 154, and 156.  These sections respectively afford an inventor (1) a one-year “grace 
period” between the time a patent naming the inventor is filed or is issued and when a 
subsequent nonprovisional patent filing can secure valid patent claims that might be patentably 
indistinct, (2) a patent term adjustment (i.e., for a patent for which the issuance is delayed 
through no fault of a diligent patent applicant), and (3) a patent term extension of no more than 
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five years (i.e., for a patent for which commercialization of the subject matter of the extended 
claims was delay on account of a regulatory review period).   
 
Unless either a patent term adjustment or a patent term extension applies, the greatest difference 
in the respective expiration date among a family of patents with patentably indistinct claims 
sought after the date of enactment and subject to Section 2 of the Act will be one year.  This one-
year period is justified as a timewise extension of an earlier-expiring patent with patentably 
indistinct claims based on the policy considerations that underlie the “grace period.”  This one-
year difference in expiration dates is solely the intentional and deliberate consequence of one-
year difference in nonprovisional filing dates designed to permit an inventor who has sought a 
patent to file additional nonprovisional applications in order to more fully secure protection for 
the discovery for which a patent was initially sought—without the earlier patent filings 
constituting “prior art” to the inventor’s later patent filings during the one-year period. 
 
Under the Constitution, Congress has the power to set “limited times” for the protection of a 
discovery, including protection that might be provided through separate patents with patentably 
indistinct claims.  Under Section 2 of the Act, the limited period of exclusive rights for a family 
of patents with patentably indistinct claims cannot exceed the limited period of 21 years, absent a 
secrecy order or a regulatory review period that would justify a greater difference in expiration 
dates.   
 
The patent term provisions under the Uruguay Round Agreements Act contrast with the 17-year 
patent term provisions under the 1952 Patent Act.  The patent statute before the Uruguay Round 
Agreements Act permitted the serial issuance of patents with patentably indistinct claims for an 
unlimited number of separate and sequential 17-year patent terms that, as a consequence, did not 
constrain the potential patent life to any limited time for a family of patents with patentably 
indistinct claims.  As a result, absent the judge-made obviousness-type double patenting law 
constraining patentably indistinct claims to a single, limited patent term, the patent law preceding 
the Uruguay Round Agreements Act was potentially defective on constitutional grounds by 
failing to limit protection for patentably indistinct claims to any limited time.   
 
As a result, while obviousness-type double patenting law may have been constitutionally 
essential under the 1952 Patent Act, its continuation under Section 2 of this Act cannot be 
grounded on a judicial finding that patents with indistinct claims can produce an unjustified 
timewise extension of the right to exclude.  Patents subject to Section 2 of the Act with 
patentably indistinct claims afford protection for only limited times that Congress has justified. 
 
The Supreme Court has ruled that Congress, under the Constitution, is given the power to 
determine the duration for the limited period of exclusive rights, which permits Congress to 
afford exclusive rights of up to a maximum of 21-years for the protection of a family of patents 
with patentably indistinct claims, and to legislate accordingly.  Eldred v. Ashcroft, 537 U.S. 186, 
205 (2003). 9  Similarly, Congress can find, as it has in enacting 35 U.S.C. §154 and 

 
9 Under Eldred, Congress would have constitutional authority to justify, as part of enacting the one-year inventor 
“grace period,” extending for up to one year the term of each patent in a family of patents with patentably indistinct 
claims, such that each patent in the family would expire on the date of the expiration of the last to expire of the 
patents in the family.  Were Congress to do so, it would thereby remove altogether the possibility that any timewise 
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35 U.S.C. §156, act within its constitutional authority in making determinations that adjustments 
or extensions of such a time-limited patent term is similarly justified, provided such additional 
adjustments/extensions are only for further limited times. 
 
For these reasons, the Act constitutes an exercise of congressional authority to overrule the 
judge-made law on obviousness-type double patenting by acting, within congressional 
constitutional authority, to determine that the provisions in 35 U.S.C. §101, §154, and §156 now 
constrain exclusive rights under patents to limited times that are justified, including with respect 
to a family of patents with patentably indistinct claims, for limited periods that are crafted for 
sound policy reasons, i.e.. (1) a one-year inventor “grace period” to make a nonprovisional patent 
filing of an application with indistinct claims, (2) an extension for a defined delay in patent 
issuance not the fault of the applicant, and (3) an extension capped at no more than five years 
based on commercialization delays forced by a “regulatory review period.” 
 
With no issue of unjustified timewise extension of the right to exclude for patents subject to the 
amendments under Section 2 of the Act, as discussed above, the unenforceability defense under 
paragraph (2) of section 282(c) addresses the only remaining relevant policy rationale justifying 
obviousness-type double patenting, i.e., the potential for harassment through multiple 
infringement actions.   Section 282(c)(2) does so by treating a pair of patents with patentable 
indistinct claims, and no prior art relationship between the respective claims of the two patents, 
as though all the claims of the two patents had been contained in a single patent for the purpose 
of applying res judicata principles, i.e., to determine if the assertion of either of the “double 
patents” would have been barred on res judicata grounds.   
 
If one of the patentably indistinct claims represents prior art to the other, then the non-
obviousness requirement under section 101(a)(4) applies, with the result that only one of the two 
claims in question could have been validly patented.  In such a case, invalidity of patentably 
indistinct claims over the prior art patent assures that the issue of liability for infringement with 
respect multiple patents with indistinct claims is addressed though other provisions under the 
Act. 
 
As a result, a claimed invention in an asserted patent can be found to be unenforceable under 
paragraph (2) of section 282(c) if the infringement allegation with respect to the claim would 
have been barred on res judicata grounds had each of the claims of a second patent been included 
as claims of the asserted patent in the situation where the second patent contains at least one 
claim that is not patentably distinct from at least one claim in the asserted patent, for which 

 
extension of the right to exclude could exist on account of the “grace period” under Section 2 of this Act.  In such a 
circumstance, the courts would be obliged to defer to congressional judgment that the protection afforded to each of 
the patents in the family for such a limited time was justified.  If so, self-evidently, Congress has the constitutional 
authority to enact this same a one-year inventor “grace period,” but without any patent term extension provisions, 
and make a concurrent determination that the difference of up to one year in the respective expiration dates for a 
family of patents that might have patentably indistinct claims on account of the “grace period” was a justified 
difference, i.e., such that the expiration date of any one patent in the family could not be considered an unjustified 
timewise extension of the right to exclude based upon any other patent in the family.  For this reason, the provisions 
of this Act overruling the judicially imposed law on obviousness-type double patenting do not exceed the authority 
on Congress under the Constitution based on the “limited times” constraint set out in Article 8, Section 8, Clause 8 
authorizing Congress to afford exclusive rights for limited times to inventors for their discoveries. 
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neither of such patentably indistinct claimed inventions represents prior art to the other.  Under 
this unenforceability defense, no possibility will exist for harassment through an assertion of 
patentably indistinct claims by different patent owners. 
 

3. Section 282(c)(3) – Patent Misuse Defense 
 
Under section 282(c)(3), patent misuse remains an unenforceability defense to infringement.  For 
the defense to apply, the patentee has misused the exclusive rights under the patent to cause 
economic harm in violation of any federal law relating to competition. 
 
When the paragraph (3) defense applies, the provisions existing in 35 U.S.C. §271(d)10 that 
address limitations on the defense also apply. 
 

4. Section 282(c)(4) – Enforceability of Extended Term 
 
Under section 283(c)(4), the existing provisions under the last two sentences of the existing 
35 U.S.C. §282(c) are retained.  The remaining provisions of the existing statute are not 
maintained in section 282 as amended by the Act.  These provisions relate to invalidity defenses 
to infringement in civil actions to enforce a patent that are not maintained under the Act. 
 

(d) CONFORMING AMENDMENT 
 

The items relating to sections 101-103 in the table of sections for 
chapter 10 of title 35, United States Code, are amended to read as 
follows: 
“101. Right to patent; patentability and patent validity. 
“102. [Repealed.] 
“103. [Repealed.]” 

 
Under Section 2(d) of the Act, a conforming amendment is provided for the table of sections for 
chapter 10, of title 35, United States Code. 
 

(e) EFFECT AND EFFECTIVE DATE 
 

(1) IN GENERAL.—The amendments under this section shall 
have effect only for— 

 
10 35 U.S.C. §271(d) currently read as follows: 
 “(d) No patent owner otherwise entitled to relief for infringement or contributory infringement of a patent 
shall be denied relief or deemed guilty of misuse or illegal extension of the patent right by reason of his having done 
one or more of the following: (1) derived revenue from acts which if performed by another without his consent 
would constitute contributory infringement of the patent; (2) licensed or authorized another to perform acts which if 
performed without his consent would constitute contributory infringement of the patent; (3) sought to enforce his 
patent rights against infringement or contributory infringement; (4) refused to license or use any rights to the patent; 
or (5) conditioned the license of any rights to the patent or the sale of the patented product on the acquisition of a 
license to rights in another patent or purchase of a separate product, unless, in view of the circumstances, the patent 
owner has market power in the relevant market for the patent or patented product on which the license or sale is 
conditioned.” 
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(A) applications for patent filed 1 year after the date of 
enactment of this Act and any patents issuing on such applications 
and  

(B) applications for patent filed after June 7, 1995 and on 
or before the date of that is 1 year after the date of enactment of 
this Act, and patents issuing on such applications, in which the 
applicant for patent or the patent owner, as the case may be, 
notifies the Director within 1 year from the date of enactment of 
this Act, in such manner as the Director shall prescribe by 
regulation, that the amendments under this section shall apply to 
such application or patent. 

(2) FIRST-TO-INVENT TRANSITION PROVISIONS APPLICABLE.—
The transition provisions under Section 3(n)(2) of the Leahy-Smith 
America Invents Act shall apply to applications and to patents 
issuing on such applications, that are or become subject to the 
section 101 of title 35, United States Code, as amended by this Act 
and, absent the enactment of this Act, such applications or patent, 
as the case may be, would not have been subject to the 
amendments to section 102 of title 35, United States Code, under 
the Leahy-Smith America Invents Act. 

(3) GRACE PERIOD.—For a claimed invention that is entitled 
to the benefit of the filing date of an earlier-filed nonprovisional 
application for patent, the reference in section 101(c)(1)(A) of title 
35, United States Code, to the term “filing date” shall mean the 
effective filing date, exclusive of any right of priority under section 
119, 365(a), or 365(b) of title 35, United States Code, as the term 
“effective filing date” is defined under section 100(i) of title 35, 
United States Code. 

(4) EXCEPTIONS APPLYING TO CIVIL ACTIONS.—
Notwithstanding paragraph (1), the amendments under this section 
shall not apply to a civil action involving a patent that was brought 
before the date of enactment of this Act or, if a notice was given to 
the Director under subparagraph (1)(B) with respect to the patent, 
that was brought before the date of such notice. 

 
Under Section 2(e) of the Act, a set of provisions set out the effective date for the amendments 
under Section 2, as well as the applicable transition provisions 
 

1. Paragraph (1) – General Provisions 
 
Under Section 2(e)(1) of the Act, the amendments under Section 2 are made applicable through 
two different mechanisms.  First, under subparagraph (A) of Section 2(e)(1), all applications for 
patent that are filed after one year from the date of enactment become subject to the Act.   
 
As a result of this subparagraph (A) transition provision, and the amendments under Section 5 of 
this Act, applications for patent that are subject to the amendments under Section 2 will 
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exclusively represent first-inventor-to-file patents that, in the absence of the enactment of the 
Act, would have been subject to 35 U.S.C. §102 as amended under the America Invents Act, 
since the Section 5 amendments will preclude reliance on any earlier-filed nonprovisional 
application for patent.  
 
Second, under subparagraph (B), applicants for patent and patent owners not subject to the 
effective date provision under subparagraph (A) will have a 1-year period after the date of 
enactment of the Act in which elect to have the amendments under Section 2 of the Act apply to 
an application or patent.  This provision, however, is limited to applications for patent and 
patents that are subject to the patent term provisions of the Uruguay Round Agreements Act, i.e., 
applications and patents issuing on applications that were filed after June 7, 1995. 
 
This subparagraph (B) provision, when elected, will allow applications and patents to have 
validity determinations transitioned to the first-inventor-to-file provisions under the Act from the 
either the first-to-invent provisions under 35 U.S.C. §102 in effect before the enactment of the 
America Invents Act or the first-inventor-to-file provisions under 35 U.S.C. §102 enacted under 
the America Invents Act.  Under subparagraph (B), this transition in the applicable law can be 
accomplished without the need to make any additional patent filings.  The only requirement for 
such a transition to have effect is providing the required notice to the United States Patent and 
Trademark Office, under any regulations the Director might promulgate. 
 

2. Paragraph (2) – First-to-Invent Transition Provisions Applicable 
 
At the time of the enactment of the America Invents Act, for applications for patent filed before 
the effective date of the first-inventor-to-file provisions under the America Invents Act, 
applicants for patent were afforded the option to undertake a new patent filing that would result 
in all claims in the new patent filing, irrespective of effective filing date, coming under first-
inventor-to-file provisions of the America Invents Act.  In the event that such a first-inventor-to-
file transition were effected, the claims in such an application would nonetheless remain subject 
to the so-called “prior invention prior art” provisions in 35 U.S.C. §102(g) under the 1952 Patent 
Act (as amended). This transition provision is set out in Section 3(n)(2) of the American Invents 
Act. 
 
Under paragraph (2) of the present Act, the same Section 3(n)(2) transition provision under the 
America Invents Act is made applicable to any application or patent in which the provisions of 
amended section 101 become applicable that, absent enactment of Section 2, would have been a 
first-to-invent application or patent.  This transition provision precludes the possibility that a 
second valid patent can issue on a claimed invention for which a valid patent has already been 
issued naming another inventor who was the first to invent the subject matter being claimed.  
Absent this transition provision, the issuance of a second valid patent on the same patentable 
invention could result from the transition to the first-inventor-to-file provisions of amended 
section 101 of an application or patent that names an inventor who, although the first inventor to 
file, was not the first to invent the subject matter in question. 
 

3. Paragraph (3) – Grace Period Clarification 
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Under paragraph (3), the reference in section 101(c)(1)(A) to the term “filing date” is clarified to 
account for applications for patent that, because they are not subject to the amendment repealing 
35 U.S.C. §120 under Section 5 of the Act, can assert the right to benefit from the filing date of 
an earlier-filed nonprovisional application for patent.  For such applications, the filing date is the 
nonprovisional effective filing date for the claimed invention subject to the grace period.  The 
nonprovisional effective filing date excludes any consideration of filing dates for provisional 
applications for patent or other filing date referenced in 35 U.S.C. §119. 
 

4. Paragraph (4) – Civil Action Exclusion 
 
Under paragraph (4), the amendments under Section 2 of the Act are inapplicable to certain civil 
actions to enforce a patent that is subject to such amendments under the Act. No civil action 
pending at the date of enactment is subject to the amendments under Section 2.  Similarly, if a 
patent is the subject of notice under which the amendments to section 101 become applicable to 
the patent, no civil action to enforce the patent filed before the date of the notice that the patent is 
to be subject to the amendments under Section 2. 
 
SEC. 3. STREAMLINING INRINGEMENT AND REMEDIES DETERMINATIONS. 
 

(a) DEFENSES TO INFRINGEMENT 
 

In section 282, as amended under Section 2, strike all but 
subsection (c) and insert before subsection (c): 
 
“§282. Presumption of validity; defenses. 

“(a) IN GENERAL.—Each claimed invention of a patent, 
independently from any other claimed invention, shall be presumed 
valid.  The burden of establishing invalidity shall be on the person 
challenging validity through clear and convincing evidence on 
each issue of fact essential to the finding of invalidity. 

“(b) DEFENSES; VALIDITY DETERMINATIONS.—The sole 
defenses to infringement of a claim in a civil action are 
noninfringement under section 271 and unenforceability under 
subsection (c).  No valid claim of a patent may be found 
unenforceable based upon allegations misconduct before the 
Office.  A person entitled to assert a defense of noninfringement of 
a patent in an action under this subsection shall be entitled to an 
adjudication of the validity of any claim of the patent under section 
101 under the procedures set forth in chapters 31 and 32.” 
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Under Section 3 of the Act, sections 282(a)11 and 282(b)12 of title 35, United States Code, are 
amended. 
 

1. Section 282(a) – Presumption of Validity 
 
Under Section 3(a) of the Act, sections 282(a) and (b) are both replaced with amended 
subsections.  Amended section 282(a) is rewritten to incorporate recent Supreme Court 
commentary that recited the longstanding understanding that each claimed invention of a patent 
is not only independently presumed valid, but can be invalidated only through clear and 
convincing evidence of any essential fact to establishing invalidity.  Under Microsoft Corp. v. i4i 
Ltd. Partnership, 564 U.S. 91 (2011), Justice Breyer noted “in this area of law as in others the 
evidentiary standard of proof applies to questions of fact and not to questions of law.” 
 

2. Section 282(b) – Defenses; Invalidity Determinations 
 
Under amended section 282(b), the defenses to infringement are simplified and streamlined to 
include only noninfringement or unenforceability.  Unenforceability is limited to the defenses set 
out in amended section 282(c).  As noted above, these are the application filing laches defense,  
the double patenting asserting defense, and the patent misuse defense. 
 
In this regard, amended section 282(b) further eliminates any unenforceability defense based 
upon prosecution misconduct as it applies to a valid patent claim.  This includes the 
unenforceability defense that is commonly referenced as the “inequitable conduct” defense as 
applied to any valid patent claim.  Under amended section 282(c), only an invalid claim of any 
patent can be rendered unenforceable based upon allegations of misconduct before the United 
States Patent and Trademark Office.  This statutory provision overrules the holding in 
Therasense, Inc. v. Becton, Dickinson and Co., 649 F. 3d 1276 (Fed. Cir. 2011) (en banc) to the 
extent that it applies to any valid patent claim. 
 

 
11 Section 282(a) currently reads as follows: 

“(a) IN GENERAL.—A patent shall be presumed valid. Each claim of a patent (whether in independent, 
dependent, or multiple dependent form) shall be presumed valid independently of the validity of other claims; 
dependent or multiple dependent claims shall be presumed valid even though dependent upon an invalid claim. The 
burden of establishing invalidity of a patent or any claim thereof shall rest on the party asserting such invalidity.” 
12 Section 282(b) currently reads as follows: 

“(b) DEFENSES.—The following shall be defenses in any action involving the validity or infringement of a 
patent and shall be pleaded: 

“(1) Noninfringement, absence of liability for infringement, or unenforceability. 
“(2) Invalidity of the patent or any claim in suit on any ground specified in part II as a condition for 

patentability. 
“(3) Invalidity of the patent or any claim in suit for failure to comply with— 
“(A) any requirement of section 112, except that the failure to disclose the best mode shall not be a basis on 

which any claim of a patent may be canceled or held invalid or otherwise unenforceable; or 
“(B) any requirement of section 251. 
“(4) Any other fact or act made a defense by this title.” 
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Although prosecution misconduct can no longer be pleaded as a ground of unenforceability of a 
valid patent claim,13 among preserving other deterrents to misconduct,14 nothing in section 
282(b) or any other provision in title 35, United States Code, as amended by this Act, precludes a 
court from making a finding of patent misuse where invalid claims in a patent are found to be 
unenforceable, specifically on account of the perpetration of a fraud on the court arising from the 
assertion of such invalid claims.  Keystone Driller Co. v. General Excavator Co., 290 U.S. 240 
(1933), Precision Instrument Manufacturing Co. v. Automotive Maintenance Machinery Co., 324 
U.S. 806 (1945) and Hazel-Atlas Glass Co. v. Hartford-Empire Co., 322 U.S. 238, 245 (1944), 
where the Supreme Court found the patent owner had engaged in “a deliberately planned and 
carefully executed scheme to defraud not only the Patent Office but the Circuit Court of 
Appeals.”  
 
When such a fraud has been perpetrated on the court through assertion of an invalid claim or the 
assertion of the invalid claim otherwise constitutes a misuse of the patent, the Act does not 
preclude imposing remedies under the competition laws grounded in fraudulent conduct.  “A 
patentee who brings an infringement suit may be subject to antitrust liability for the anti-
competitive effects of that suit if the alleged infringer (the antitrust plaintiff) proves (1) that the 
asserted patent was obtained through knowing and willful fraud within the meaning of Walker 
Process Equipment, Inc. v. Food Machinery & Chemical Corp., 382 U.S. 172, 177 (1965), or (2) 
that the infringement suit was ‘a mere sham to cover what is actually nothing more than an 
attempt to interfere directly with the business relationships of a competitor,’ Eastern R.R. 
Presidents Conference v. Noerr Motor Freight, Inc., 365 U.S. 127 (1961); California Motor 
Transp. Co. v. Trucking Unlimited, 404 U.S. 508, 510 (1972) (holding that Noerr ‘governs the 
approach of citizens or groups of them ... to courts, the third branch of Government’).” 
 
All of the existing defenses to infringement relating to invalidity, formerly set forth under section 
282(b) are removed from the amended statute.  This includes the defenses relating to the 
conditions for patentability, as well as the disclosure requirements for securing a patent, all of 
which are set forth in section 101, as amended under Section 2 of the Act. 
 

 
13 Prosecution misconduct will continue to be addressed in multiple forums, whether or not the misconduct relates to 
an invalid claim.  In the case of an individual registered to practice before the United States Patent and Trademark 
Office, the Director may take action to suspend or exclude the individual from practice under 35 U.S.C. § 32 based 
upon misconduct before the Office. In the event an individual is the subject of such a proceeding under section 32, 
the Director may communicate any findings by the Office to disciplinary bodies of professional organizations in 
which the individual is a registered to practice for the purpose of exacting similar sanctions. All remedies for 
violation of the antitrust laws remain, including the first section of the Clayton Act and section 5 of the Federal 
Trade Commission Act, relating to unfair methods of competition based upon misconduct before the Office. Lastly, 
criminal prosecution for misconduct before the United States Patent and Trademark Office is possible under 18 
U.S.C. § 1001(a). 
14 In recommending that no unenforceability defense based on prosecution misconduct be maintained the National 
Research Council of the National Academies of Science (A Patent System for the 21st Century (2004), p.122, 
available to download at http://www.nap.edu/html/patentsystem/0309089107.pdf) noted: “If invalidity, disciplinary 
action, and reputational concerns are not sufficient deterrent to misconduct, other civil and even criminal remedies 
exist—antitrust, unfair competition, common law fraud, and tortuous interference. Moreover, since the creation of 
the inequitable conduct doctrine by the courts, other safeguards have been adopted by Congress and the USPTO to 
support the integrity of the patent system. These include third-party and USPTO-initiated re-examination on 
withheld prior art, publication of pending applications, and third-party access to pending prosecution papers and the 
ability to submit material information.” 
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(b) INFRINGEMENT REMEDIES 
 

Strike sections 283 and 284 and insert: 
 
“§283. Injunctions, Damages, and Attorney Fees; Strict Liability.  

“(a) INJUNCTIONS.—If a claim of a patent has been found to 
be infringed, further infringement thereof shall be enjoined in the 
absence of an extraordinary public interest that such injunction 
not be ordered.  

“(b) ATTORNEY FEES.— The court, other than in exceptional 
cases, shall award reasonable attorney fees to the prevailing party. 

“(c) PATENTEE NOTICE OR MARKING AND INFRINGER 
INTENT.—Damages awarded for infringement of a patent under 
section 284 shall not depend on notice of the patent, actual or 
constructive, being given to the infringer, including by marking 
with the patent number any claimed invention accused of 
infringement, or the state of mind of the infringer in commencing 
or continuing acts of infringement, including whether acts of 
infringement were knowing or intentional. 
 
“§284. Damages. 

“Upon finding for the claimant the court shall award the 
claimant damages adequate to compensate for the infringement but 
in no event less than a reasonable royalty for the use made of the 
invention by the infringer, together with interest and costs as fixed 
by the court.  When the damages are not found by a jury, the court 
shall assess them.  The court may receive expert testimony as an 
aid to the determination of damages or of what royalty would be 
reasonable under the circumstances.” 

 
Under Section 3(b) of the Act, both sections 28315 and 28416 of title 35, United States Code, are 
replaced by new provisions addressing injunctions, infringement damages, and the award of 
attorney fees. 

 
15 Existing 35 U.S.C. §283 reads as follows: 
“§283. Injunction. 

“The several courts having jurisdiction of cases under this title may grant injunctions in accordance with 
the principles of equity to prevent the violation of any right secured by patent, on such terms as the court deems 
reasonable.” 
16 Existing 35 U.S.C. §284 reads as follows: 
§284 Damages. 

“Upon finding for the claimant the court shall award the claimant damages adequate to compensate for the 
infringement but in no event less than a reasonable royalty for the use made of the invention by the infringer, 
together with interest and costs as fixed by the court. 

“When the damages are not found by a jury, the court shall assess them. In either event the court may 
increase the damages up to three times the amount found or assessed. Increased damages under this paragraph shall 
not apply to provisional rights under section 154(d). 

“The court may receive expert testimony as an aid to the determination of damages or of what royalty 
would be reasonable under the circumstances.” 
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1. Section 283(a) – Injunctions 

 
Under amended section 283(a) the holder of a patent is entitled to injunctive relief as a remedy, 
absent an extraordinary public interest that the injunction not be granted.  The holding of the 
Supreme Court in eBay Inc. v. Mercexchange, L.L.C., 547 U.S. 388 (2006) is overruled, to the 
extent contrary. 
 
Under current precedents, injunctions are determined based upon a four-factor test described in 
eBay:  “A plaintiff must demonstrate: (1) that it has suffered an irreparable injury; (2) that 
remedies available at law, such as monetary damages, are inadequate to compensate for that 
injury; (3) that, considering the balance of hardships between the plaintiff and defendant, a 
remedy in equity is warranted; and (4) that the public interest would not be disserved by a 
permanent injunction.”  547 U.S. at 391.  Amended section 283(a) rejects this test as 
constitutionally inappropriate for a system where Congress is given authority to afford exclusive 
rights to inventors for their discoveries.  Availability of injunctive relief is the prime requisite for 
the rights granted under a patent to be exclusive ones. 
 

2. Section 283(b) – Attorney Fees 
 
Under amended section 283(b), the prevailing party in a civil action to enforce a patent is entitled 
to an award of reasonable attorney fees.  The court has authority to deny the prevailing party 
attorney fees in exceptional cases. 
 

3. Section 283(c) – Patentee Notice or Marking and Infringer Intent 
 
Under amended section 283(c), patent infringement becomes a  strict liability tort in which an 
infringer’s liability for infringement is not affected by the presences or absence of notice to an 
accused infringer of the patent or alleged acts of infringement.  As a result, marking of a patented 
product as a form of notice of the patent has no relevance to damages to which a patent owner 
might be entitled for infringement of the patent. 
 
In addition, the infringer’s state of mind in initiating or continuing acts of infringement is of no 
relevance to the damages to which a patent owner may be entitled.  This eliminates any 
relevance of the willfulness of an infringer in assessing the damages a patent owner might 
receive.  Even if infringement is knowing or intentional, increased damages for infringement are 
not available. 
 

4. Section 284 – Damages 
 
Under amended section 284, the provisions of the existing statute are maintained unchanged, 
except for the elimination of the opportunity for a patent owner to be awarded enhanced damages 
for infringement of a patent.  Patent owners will continue to be entitled to receive fully 
compensatory damages.  Under amended section 283(b), attorney fees will also be available to a 
prevailing patent owner. 
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(c) TECHNICAL CORRECTION 
 

In section 291(b), strike “or joint inventor” and insert “or a joint 
inventor”. 

 
Under Section 3(c) of the Act, the section 291(b)17 of title 35, United States Code, is amended to 
make a technical correction to the amendments to section 291 under the America Invents Act.  
The indefinite article “a” is used to modify the term “joint inventor.” 
 

(d) CONFORMING AMENDMENT 
 

The item relating to section 283 in the table of sections for chapter 
29 of title 35, United States Code, is amended to read as follows: 
 
“§283. Injunctions Damages, and Attorney Fees; Strict Liability.” 

 
Under Section 3(d) of the Act, a conforming amendment is made to the table of sections for 
chapter 29 of title 35, United States Code, to account for the amended section title for section 
283. 
 

(e) EFFECT AND EFFECTIVE DATE 
 

(1) DEFENSES TO INFRINGEMENT.—The amendments under 
subsections (a), (b), and (d) shall have effect only for patents 
subject to the amendments to section 101 of title 35, United States 
Code, under Section 2 of this Act. 

(2) EXCEPTIONS APPLYING TO CIVIL ACTIONS.—
Notwithstanding paragraph (1), the amendments under this section 
shall not apply to a civil action involving a patent that was brought 
before the date of enactment of this Act or, if a notice was given to 
the Director under Section 2(e)(1)(B) of this Act with respect to the 
patent, that was brought before the date of such notice. 

(3) TECHNICAL CORRECTION.—Notwithstanding paragraphs 
(1) and (2), the amendment under subsection (c) shall apply as 
though enacted under Section 3 of the Leahy-Smith America 
Invents Act. 

 
Under Section 3(e) of the Act, a set of provisions set out the effective date for the amendments 
under Section 3, as well as the applicable transition provisions 
 

1. Paragraph (1) – General Provisions 
 

 
17 35 U.S.C. §291(b) currently reads as follows: 

“(b) FILING LIMITATION.— An action under this section may be filed only before the end of the 1-year 
period beginning on the date of the issuance of the first patent containing a claim to the allegedly derived invention 
and naming an individual alleged to have derived such invention as the inventor or joint inventor.” 
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Under Section 3(e)(1) of the Act, the amendments under Section 3 are made applicable only to 
patents that are subject to the amendments to section 101 under Section 2 of the Act.  Because 
these amendments affect the substantive property rights of the owners of patents, they are made 
prospective in nature except to the extent that an applicant for patent or a patent owner seeks to 
have the provisions of Section 3 of the Act applicable by exercising the opportunity to elect that 
the provisions under Section 2 of the Act apply. 
 

2. Paragraph (2) – Civil Action Exclusion 
 
Under paragraph (2), the amendments under Section 3 of the Act are inapplicable to certain civil 
actions to enforce a patent that is subject to the Act. No civil action pending at the date of 
enactment is subject to the amendments under Section 3 of the Act.  Similarly, if a patent is the 
subject of notice under which the amendments to section 101 become applicable to the patent, no 
civil action to enforce the patent filed before the date of the notice is subject to the amendments 
under Section 2 of the Act. 
 

3. Paragraph (3) – Technical Correction 
 
Under paragraph (3), the amendments under Section 3(c) of the Act have effect as though 
enacted under Section 3 of the America Invents Act.  This amendment applies to all first-
inventor-to-file patents. 
 
SEC. 4.  STREAMLINING POST-ISSANCE REWIEW OF PATENT VALIDITY. 
 

(a) STREAMLINED EX PARTE REEXAMINATION 
 

(1) DIRECTOR-ORDERED REEXAMINATION.—Strike sections 
302-305 and insert: 
 
“§302. Director determination on questions of patentability. 
“With respect to one or more claims of a patent, the Director may 
determine that a substantial new question of patentability exists.  If 
the determination is based on prior art, such determination shall 
be limited to disclosures from patents and printed publications, 
including any previously cited by or to the Office or considered by 
the Office.   
 
“§303. Notice of Director determination. 
“A notice of the Director’s determination section 302 will be 
placed in the official file of the patent, and a copy promptly will be 
provided to the owner of record of the patent. 
 
“§304. Reexamination order by Director. 
“The notice under section 303 shall include an order for 
reexamination of the patent for resolution of the question. The 
patent owner may file, within two months from the date of the 
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order a request for amendment to the patent, including the claims, 
for consideration in the reexamination. 
 
“§305. Conduct of reexamination proceedings. 
“Reexamination will be conducted according to the procedures 
established for initial examination under the provisions of sections 
132 and 133.  No proposed amended or new claim enlarging the 
scope of the claims of the patent will be permitted.  All 
reexamination proceedings under this section, including any 
appeal to the Board of Patent Appeals and Interferences, will be 
conducted with special dispatch within the Office.” 
 

(2) TECHNICAL AMENDMENT.—In section 301(d), strike 
“314” and insert “312”. 
 

(3) CONFORMING AMENDMENTS.—The items relating to 
sections 302 and 303 in the table of sections for chapter 30 of title 
35, United States Code, is amended to read as follows: 
 
“302. Director determination on questions of patentability. 
“303. Notice of Director determination.” 

 
Under Section 4(a) of the Act, the ex parte reexamination statute is streamlined, in part by 
removing opportunities for requests for reexamination to be made by a patent owner or by 
members of the public. 
 

1. Paragraph (1) – Director-Ordered Reexamination 
 
Under paragraph (1), sections 302-305 of title 35, United States Code, are repealed18 and 
replaced with amended sections.  Under amended section 302, the Director may make a 

 
18 35 U.S.C. §302-305 currently read as follows: 
§302. Request for reexamination.  

Any person at any time may file a request for reexamination by the Office of any claim of a patent on the 
basis of any prior art cited under the provisions of section 301. The request must be in writing and must be 
accompanied by payment of a reexamination fee established by the Director pursuant to the provisions of section 41. 
The request must set forth the pertinency and manner of applying cited prior art to every claim for which 
reexamination is requested. Unless the requesting person is the owner of the patent, the Director promptly will send 
a copy of the request to the owner of record of the patent. 
§303 Determination of issue by Director.  

(a) Within three months following the filing of a request for reexamination under the provisions of section 
302 , the Director will determine whether a substantial new question of patentability affecting any claim of the 
patent concerned is raised by the request, with or without consideration of other patents or printed publications. On 
his own initiative, and any time, the Director may determine whether a substantial new question of patentability is 
raised by patents and publications discovered by him or cited under the provisions of section 301 or 302. The 
existence of a substantial new question of patentability is not precluded by the fact that a patent or printed 
publication was previously cited by or to the Office or considered by the Office.  

(b) A record of the Director’s determination under subsection (a) of this section will be placed in the 
official file of the patent, and a copy promptly will be given or mailed to the owner of record of the patent and to the 
person requesting reexamination, if any.  
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determination that a substantial new question of patentability is present in a patent.  The 
determination can relate to any ground on which a claim might be canceled as unpatentable, 
except that only prior art based on patents and printed publications may be considered.   
 
Under amended section 303, a determination under section 302 must be provided to the patent 
owner, as well as placed in the official file of the patent.  Under section 304, the Director’s 
notice under section 304 must include an order for reexamination to address the issues of 
patentability.  This triggers a two-month period in which the patent owner can request an 
amendment of the patent. 
 
Finally, under amended section 305, reexamination must be conducted according to the 
procedures established for initial examination of an application for patent, except that claim 
scope cannot be enlarged during a reexamination.  The proceedings are to be conducted with 
special dispatch.   
 

2. Paragraph (2) – Technical Amendment 
 
Under paragraph (2), a technical amendment is made to section 301(d) to account for 
amendments made to chapter 31 of title 35, United States Code. 
 

3. Paragraph (3) – Conforming Amendments 
 
Under paragraph (3), conforming amendments are made to the table of sections for chapter 30 of 
title 35, United States Code, to account for the new section names for amended sections 302 and 
303. 
 

 
(c) A determination by the Director pursuant to subsection (a) of this section that no substantial new 

question of patentability has been raised will be final and nonappealable. Upon such a determination, the Director 
may refund a portion of the reexamination fee required under section 302. 
§304 Reexamination order by Director.  

If, in a determination made under the provisions of subsection 303(a), the Director finds that a substantial 
new question of patentability affecting any claim of a patent is raised, the determination will include an order for 
reexamination of the patent for resolution of the question. The patent owner will be given a reasonable period, not 
less than two months from the date a copy of the determination is given or mailed to him, within which he may file a 
statement on such question, including any amendment to his patent and new claim or claims he may wish to 
propose, for consideration in the reexamination. If the patent owner files such a statement, he promptly will serve a 
copy of it on the person who has requested reexamination under the provisions of section 302. Within a period of 
two months from the date of service, that person may file and have considered in the reexamination a reply to any 
statement filed by the patent owner. That person promptly will serve on the patent owner a copy of any reply filed. 
§ 305 Conduct of reexamination proceedings.  

After the times for filing the statement and reply provided for by section 304 have expired, reexamination 
will be conducted according to the procedures established for initial examination under the provisions of sections 
132 and 133. In any reexamination proceeding under this chapter, the patent owner will be permitted to propose any 
amendment to his patent and a new claim or claims thereto, in order to distinguish the invention as claimed from the 
prior art cited under the provisions of section 301, or in response to a decision adverse to the patentability of a claim 
of a patent. No proposed amended or new claim enlarging the scope of a claim of the patent will be permitted in a 
reexamination proceeding under this chapter. All reexamination proceedings under this section, including any appeal 
to the Patent Trial and Appeal Board, will be conducted with special dispatch within the Office. 
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(b) STREAMLINED HANDLING OF INVALIDITY COMPLAINTS 
 

Strike chapter 31 and insert: 
 
“CHAPTER 31 – INVALIDITY COMPLAINTS BY ACCUSED 
PATENT INFRINGERS 
 
“Sec. 
“311. Invalidity complaint. 
“312. Institution of post-grant review. 
 
“§311.Invalidity complaint. 
“(a) IN GENERAL.—A party to a civil action under section 281 who 
is accused of infringing a patent, or a party who would have 
standing to plead non-infringement of a patent in a declaratory 
judgment action brought under section 2201 of title 28, United 
States Code, over which the court would have subject matter 
jurisdiction, may file a complaint with the Director seeking a final 
written decision of the Patent Trial and Appeal Board under 
section 328 that one or more claims of the patent are invalid.  The 
complaint shall set forth the specific grounds on which each 
challenged claim is asserted to be invalid and the evidence in 
support thereof and such other information, together with the fee, 
as set forth in section 322 for a petition. 
“(b) TIMING.—A complaint under subsection (a) with respect to a 
civil action under section 281may be filed with the Director at any 
time during the pendency of the civil action. 
  
“§312.  Institution of post-grant review. 
“(a) IN GENERAL.—If the Director determines that a timely 
complaint meeting the requirements under subsection (a) has been 
filed by a complainant, notwithstanding any other provision in 
Chapter 32, the Director shall institute a post-grant review under 
chapter 32 to adjudicate each invalidity issue raised in the 
complaint.  n 
“(b) SPECIAL PROCEDURES.—If a post-grant review is instituted 
under this section, the review shall be conducted in accordance the 
provisions of section 326 except that no amendments to the claims 
of the patent shall be permitted during the review and the burden 
of establishing invalidity shall be on the complainant through clear 
and convincing evidence on each issue of fact essential to a finding 
of invalidity.” 

 
Under Section 4(b) of the Act, chapter 31 of title 35, United States Code, is repealed and 
replaced with a new chapter 31 that addresses invalidity complaints by accused infringers.  The 
Section 4(b) amendment repeals the inter partes review procedure enacted under the America 
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Invents Act for patents that are made subject to the amendments under Section 4(b) of the Act.  
For other patents, the inter partes review procedure remains in effect as enacted under the 
America Invents Act. 
 
Amended chapter 31 consists of new sections 311 and 312: 
 

1. Section 311 – Invalidity complaint 
 
Under new section 311, accused patent infringers are given the right to file invalidity complaints 
in the United States Patent and Trademark Office seeking to have one or more invalidity issues 
with respect to each asserted patent addressed by the Office through the post grant review 
procedures set out in chapter 32 of title 35, United States Code.  Such a complaint can be filed 
only during the pendency of the civil action under which the jurisdiction to institute the post-
grant review arises under section 311.   
 
An invalidity complaint may also be filed by a person who would have standing to bring a 
declaratory judgment action for noninfringement of a patent over which a district court would 
have subject matter jurisdiction under section 2201 of title 28, United States Code.  Otherwise, a 
post-grant review can be commenced only by petition as provided under section 322 of title 35, 
United States Code. 
 
A complaint filed under section 311 must set forth the grounds on which the complaint seeks to 
have one or more claims of the patent canceled, as well as the other information and the required 
fee for a petition for post-grant review, as required under section 322 of title 35, United States 
Code. 
 

2. Section 312 – Institution of Post-Grant Review 
 
Under new section 312, the United States Patent and Trademark Office must institute a post-
grant review under the procedures set forth in chapter 32 pursuant to the filing of an invalidity 
complaint meeting the requirements under section 311.  The proceeding as instituted pursuant to 
the complaint is, however, confined to addressing the validity of the patent claims that are 
challenged in the complaint.  Amendment of the claims is not permitted. 
 
In addition, the standard of proof specified in section 282 applies to the proceeding.  This 
standard requires clear and convincing evidence of any fact essential to the determination of the 
invalidity of a claim. 
 

(c) STREAMLINED REISSUE PROCEDURES 
 

Strike section 251 and insert: 
 
“§251.  Reissue of patent. 

“A patent owner may obtain a further examination of the 
initially issued or a previously reissued patent upon filing an 
application for the reissue of such patent together with the fee 
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required by law.  If an application for reissue is filed, the Director 
shall examine the application for reissue in the manner set forth in 
section 131.  If it appears that the patent owner is entitled to the 
reissue, upon surrender of the patent being reissued, and in 
accordance with any amendment of the patent being reissued, a 
reissued patent shall be granted for the unexpired part of the term 
of the initially issued patent.  No new matter shall be introduced 
into an application for reissue.  No reissued patent may be 
construed to have enlarged the scope of the claims of the initially 
issued patent unless the application for reissue was filed not more 
than 6 years from the filing date of the initially issued patent.” 

 
Under Section 4(c) of the Act, section 251 of title 35, United States Code, is repealed19 and 
replaced with an amended section that simplifies the procedures for seeking the reissue of the 
initially issued patent or a patent that has been previously reissued.  Under amended section 251, 
a patent owner has the right to obtain a further examination of any previously issued patent by 
filing an application for reissue.  No requirement for setting forth an error exists.  A patent owner 
need not seek to amend the patent in order to file for the reissue.   
 
If the further examination of the reissue application, including the consideration of any 
amendments thereto, indicates that a patent may be reissued on the application, a reissued patent 
will be granted upon surrender of the previously issued patent.  If the reissue was sought more 
than six years from the filing date of the originally issued patent, no claim of a reissued patent 
may be construed to have enlarged the claims of the initially issued patent.  This replaces the 
substantively identical prohibition on claim enlargement that applies to reissued patents sought 
more than two years after the issue date of the initially issued patent. 
 

(d) ESTOPPEL REPEAL 
 

 
19 35 U.S.C. §251 currently reads as follows: 
“§251. Reissue of defective patents. 

“(a) IN GENERAL.—Whenever any patent is, through error, deemed wholly or partly inoperative or invalid, 
by reason of a defective specification or drawing, or by reason of the patentee claiming more or less than he had a 
right to claim in the patent, the Director shall, on the surrender of such patent and the payment of the fee required by 
law, reissue the patent for the invention disclosed in the original patent, and in accordance with a new and amended 
application, for the unexpired part of the term of the original patent. No new matter shall be introduced into the 
application for reissue. 

“(b) MULTIPLE REISSUED PATENTS.— The Director may issue several reissued patents for distinct and 
separate parts of the thing patented, upon demand of the applicant, and upon payment of the required fee for a 
reissue for each of such reissued patents. 

“(c) APPLICABILITY OF THIS TITLE.— The provisions of this title relating to applications for patent shall be 
applicable to applications for reissue of a patent, except that application for reissue may be made and sworn to by 
the assignee of the entire interest if the application does not seek to enlarge the scope of the claims of the original 
patent or the application for the original patent was filed by the assignee of the entire interest. 

‘(d) REISSUE PATENT ENLARGING SCOPE OF CLAIMS.—No reissued patent shall be granted enlarging the 
scope of the claims of the original patent unless applied for within two years from the grant of the original patent.” 
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In section 325(e)(2)  strike “either in a civil action arising in 
whole or in part under section 1338 of title 28 or” and “or 
reasonably could have raised”. 

 
The provision relating to judicial estoppel with respect to a final written decision in a post-grant 
review procedure under section 325(e)(2)20 of title 35, United States Code, is repealed in Section 
4(d) of the Act as it relates to civil actions.  Since invalidity cannot be raised as in a civil action 
to enforce a patent, the aspect of section 325(e)(2) relating to civil actions is rendered moot.  The 
remaining estoppel provision with respect to proceedings in the International Trade Commission 
is limited to issues raised in the post-grant review proceeding and does not extend to issues that 
reasonably could have been raised. 
 

(e) EFFECT AND EFFECTIVE DATE 
 

(1) IN GENERAL.—The amendments under this section shall 
have effect only with respect to patents subject to the amendments 
to section 102 of title 35, United States Code, as amended by the 
Leahy-Smith America Invents Act, or subject to the amendments to 
section 101 under Section 2 of this Act, but shall not have effect 
with respect to any petition filed under chapter 31 of title 35, 
United States Code, request filed under chapter 30 of title 35, 
United States Code, or application filed under section 251 of title 
35, United States Code, before the date of enactment. 

(2) EXCEPTIONS APPLYING TO CIVIL ACTIONS.—
Notwithstanding paragraph (1), the amendments under this section 
shall not apply to a civil action involving a patent that was brought 
before the date of enactment of this Act or, if a notice was given to 
the Director under Section 2(e)(1)(B) of this Act with respect to the 
patent, that was brought before the date of such notice. 

(3) REISSUE LIMITATION.—Notwithstanding the amendment 
to section 251 of title 35, United States Code, no patent reissued 
under section 251 as amended by this Act may be construed to 
have enlarged the scope of the claims of the initially issued patent 
unless the application for reissue was filed not more than 6 years 
from the filing date of any nonprovisional application to which a 
reference is made in the initially issued patent under section 120 of 
title 35, United States Code. 

 

 
20 35 U.S.C. §325(e)(2) currently reads as follows: 

“(2) CIVIL ACTIONS AND OTHER PROCEEDINGS.—The petitioner in a post-grant review of a claim in a 
patent under this chapter that results in a final written decision under section 328(a), or the real party in interest or 
privy of the petitioner, may not assert either in a civil action arising in whole or in part under section 1338 of title 28 
or in a proceeding before the International Trade Commission under section 337 of the Tariff Act of 1930 that the 
claim is invalid on any ground that the petitioner raised or reasonably could have raised during that post-grant 
review.” 

-85- Naples Roundtable 2021 - Discussion Document Only - December 5, 2020 Draft



-42- 
 

Under Section 4(e) of the Act, , a set of provisions set out the effective date for the amendments 
under Section 4, as well as the applicable transition provisions 
 

1. Paragraph (1) – General Provisions 
 
Under Section 4(e)(1) of the Act, the amendments under Section 3 are made applicable only to 
patents that are subject to the amendments to section 101 of title 35, United States Code, under 
Section 2 of the Act or are subject to the amendments to section 102 of title 35, United States 
Code, made under the America Invents Act.  Under this transition provision, only patents that are 
subject section 102 in effect prior to the enactment of the America Invents Act, i.e., the first-to-
invent principles therein, will have ex parte reexamination, inter partes review, and the patent 
reissue provisions in title 35 unaffected by the enactment of this Act.  As a result, all patents 
subject to a first-inventor-to-file principle will be subject to the amended statutory provisions 
limiting the availability of ex parte reexamination, barring inter partes review, and providing for 
new patent invalidity complaints in lieu of inter partes review. 
 
In addition, the amendments under Section 4 of the Act will have no effect on requests for ex 
parte reexamination, petitions for inter partes review, or reissue applications for patent that are 
filed before the date of enactment.  Such requests, petitions, and applications will proceed under 
the law in effect on the day before enactment of the Act. 
 

2. Paragraph (2) – Civil Action Exclusion 
 
Under paragraph (2), the amendments under Section 4 of the Act are inapplicable to certain civil 
actions to enforce a patent that is subject to the Act. No civil action pending at the date of 
enactment is subject to the amendments under Section 4.  Similarly, if a patent is the subject of 
notice under which the amendments to section 101 become applicable to the patent, no civil 
action to enforce the patent filed before the date of the notice is subject to the amendments under 
Section 2. 
 

3. Paragraph (3) – Reissue Limitation 
 
Under paragraph (3), the amendments under Section 4(c) of the Act with respect to reissue 
patents are superseded to provide that broadening reissues of a patent may be sought on any 
reissue application subject to the amendment to section 251 under Section 4(c) if sought within 
six years from the nonprovisional filing date of patent referenced under 35 U.S.C. §120 in the 
initially issued patent.  This amendment has the effect of clarifying the meaning of the term 
“filing date” for an application in which the benefit of the filing date of an earlier-filed 
application is sought under section 120 of title 35, United States Code.  The filing date reference 
in amended section 251 is the nonprovisional filing date, taking account of any claim for benefit 
of a prior-filed nonprovisional application for patent. 
 
SEC. 5.  STREAMLINING AND SIMPLIFYING PATENT EXAMINATION 
 

(a) STREAMLINED APPLICATION REQUIREMENTS 
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Strike section 111 and insert: 
 

“§111. Nonprovisional and provisional applications for patent 
“(a) NONPROVISIONAL APPLICATION.— 
“(1) WRITTEN APPLICATION.—An application for patent filed 

under this subsection shall be made, or authorized to be made, by 
the inventor, except as otherwise provided in this title, in writing to 
the Director. 

“(2) CONTENTS.—An application filed under this subsection 
shall include— 

“(A) a specification that includes at least one claim, as 
prescribed by section 112; 

“(B) if required, a drawing as prescribed by section 113; 
and 

“(C) an identification of the inventor and the inventor 
statement, as prescribed by section 115. 

“(3) FEE AND IDENTIFICATION OF INVENTOR; FILING DATE.— 
“(A) IN GENERAL.— The application must be accompanied 

by the fee required by law. The application fee and identification of 
the inventor may be submitted after the specification and any 
required drawing are submitted, within such period and under 
such conditions, including the payment of a surcharge, as may be 
prescribed by the Director.  The inventor statement required under 
section 115 must be submitted at or before the payment of the issue 
fee prescribed by section 151. 

“(B) FAILURE TO SUBMIT.—Upon failure to submit the fee or 
the identification of the inventor within such prescribed period, the 
application shall be regarded as abandoned, unless it is shown to 
the satisfaction of the Director that the delay in submitting the fee 
or identification of the inventor, as the case may be, was 
unavoidable or unintentional. The filing date of an application 
shall be the date on which the specification and any required 
drawing are received in the Office. 

“(4) NONPROVISIONAL DESIGNATION.—An application filed 
under this subsection may be referenced under this title as a 
nonprovisional application. 

“(b) PROVISIONAL APPLICATION.— 
“(1) AUTHORIZATION.—An application for patent filed 

under this subsection shall be made or authorized to be made by 
the inventor, except as otherwise provided in this title, in writing to 
the Director. Such application shall include— 

“(A) a specification as prescribed by section 112(a); 
“(B) if required, a drawing as prescribed by section 113 ; 

and 
“(C) an identification of the inventor. 
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“(2) CLAIM.—A claim, although required under section 
112(b) for an application filed under subsection (a), shall not be 
required in an application filed under this subsection. 

“(3) FEE AND IDENTIFICATION OF INVENTOR.— 
“(A) The application under this subsection  must be 

accompanied by the fee required by law and an identification of 
the inventor. 

“(B) The fee and the identification of the inventor may be 
submitted after the specification and any required drawing are 
submitted, within such period and under such conditions, including 
the payment of a surcharge, as may be prescribed by the Director. 

“(C) Upon failure to submit the fee or identification of 
inventor within such prescribed period, the application shall be 
treated as though it did not contain the required specification, 
unless it is shown to the satisfaction of the Director that the delay 
in submitting the fee or identification of inventor, as the case may 
be, was unavoidable or unintentional. 

“(4) FILING DATE.—The filing date of an application filed 
under this subsection shall be the date on which the specification 
and any required drawing are received in the Patent and 
Trademark Office. 

“(5) CONVERSION TO NONPROVISIONAL APPLICATION.—
Notwithstanding the absence of a claim, upon timely request and 
as prescribed by the Director, an application filed under this 
subsection may be treated as an application filed under subsection 
(a). Subject to section 119(e), if no such request is made, the 
application filed under this subsection shall be regarded as 
abandoned 1 year after the filing date of such application and 
shall not be subject to revival after such 1-year period. 

“(6) TREATMENT AS A PROVISIONAL APPLICATION.—Subject to 
all the conditions in this subsection and section 119(e), and as 
prescribed by the Director, an application for patent filed under 
subsection (a) may be treated as an application filed under this 
subsection. 

“(7) NO RIGHT OF PRIORITY.—Unless converted under 
paragraph (5), an application filed under this subsection shall not 
be entitled to the right of priority of any other application under 
section 119 or 365(a). 

“(8) OTHER APPLICABLE PROVISIONS.—The provisions of this 
title relating to applications for patent shall apply to applications 
filed under this subsection, except as otherwise provided, and 
except that provisional applications for patent shall not be subject 
to sections 115, 131, 135, and 157.” 

(9) PROVISIONAL DESIGNATION.—An application filed under 
this subsection may be referenced under this title as a provisional 
application.” 
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Under Section 5(a) of the Act, section 11121 of title 35, United States Code, is amended to 
remove the references to the inventor oath under section 115 of title 35, United States Code, and 
replace these references with a citation to the inventor identification and inventor statements 

 
21 35 U.S.C. §111 currently reads as follows: 
“§111 Application. 

“(a) IN GENERAL.— 
“(1) WRITTEN APPLICATION.—An application for patent shall be made, or authorized to be made, by the 

inventor, except as otherwise provided in this title, in writing to the Director. 
“(2) CONTENTS.—Such application shall include— 
“(A) a specification as prescribed by section 112; 
“(B) a drawing as prescribed by section 113; and 
“(C) an oath or declaration as prescribed by section 115. 
“(3) FEE AND OATH OR DECLARATION.—The application must be accompanied by the fee required by law. 

The fee and oath or declaration may be submitted after the specification and any required drawing are submitted, 
within such period and under such conditions, including the payment of a surcharge, as may be prescribed by the 
Director. 

“(4) FAILURE TO SUBMIT.—Upon failure to submit the fee and oath or declaration within such prescribed 
period, the application shall be regarded as abandoned, unless it is shown to the satisfaction of the Director that the 
delay in submitting the fee and oath or declaration was unavoidable or unintentional. The filing date of an 
application shall be the date on which the specification and any required drawing are received in the Patent and 
Trademark Office. 

“(b) PROVISIONAL APPLICATION.— 
“(1) AUTHORIZATION.—A provisional application for patent shall be made or authorized to be made by the 

inventor, except as otherwise provided in this title, in writing to the Director. Such application shall include— 
“(A) a specification as prescribed by section 112(a); and 
“(B) a drawing as prescribed by section 113. 
“(2) CLAIM.—A claim, as required by subsections (b) through (e) of section 112, shall not be required in a 

provisional application. 
“(3) FEE.— 
“(A) The application must be accompanied by the fee required by law. 
“(B) The fee may be submitted after the specification and any required drawing are submitted, within such 

period and under such conditions, including the payment of a surcharge, as may be prescribed by the Director. 
“(C) Upon failure to submit the fee within such prescribed period, the application shall be regarded as 

abandoned, unless it is shown to the satisfaction of the Director that the delay in submitting the fee was unavoidable 
or unintentional. 

“(4) FILING DATE.—The filing date of a provisional application shall be the date on which the specification 
and any required drawing are received in the Patent and Trademark Office. 

“(5) ABANDONMENT.—Notwithstanding the absence of a claim, upon timely request and as prescribed by 
the Director, a provisional application may be treated as an application filed under subsection (a). Subject to section 
119(e)(3), if no such request is made, the provisional application shall be regarded as abandoned 12 months after the 
filing date of such application and shall not be subject to revival after such 12-month period. 

“(6) OTHER BASIS FOR PROVISIONAL APPLICATION.—Subject to all the conditions in this subsection and 
section 119(e) of this title, and as prescribed by the Director, an application for patent filed under subsection (a) may 
be treated as a provisional application for patent. 
Subject to all the conditions in this subsection and section 119(e) of this title, and as prescribed by the Director, an 
application for patent filed under subsection (a) may be treated as a provisional application for patent. 

“(7) NO RIGHT OF PRIORITY OR BENEFIT OF EARLIEST FILING DATE.—A provisional application shall not 
be entitled to the right of priority of any other application under section 119 or 365(a) or to the benefit of an earlier 
filing date in the United States under section 120, 121, or 365(c). 

“(8) APPLICABLE PROVISIONS.—The provisions of this title relating to applications for patent shall apply to 
provisional applications for patent, except as otherwise provided, and except that provisional applications for patent 
shall not be subject to sections 131 and 135.” 
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required in the amendments to section 115 under Section 5(b) of the Act.  In addition, amended 
section 111 makes numerous clarifying amendments that are not substantive in nature. 
 

(b) STREAMLINED INVENTOR STATEMENTS 
 

(1) REQUIRED STATEMENT.—Strike section 115 and insert: 
 
“§115.  Inventor naming and required statement. 
“An application for patent, including an application that 
commences the national stage under section 371, shall include, or 
be amended to include, the name of the inventor thereof, together 
with such identifying information with respect to the inventor as 
the Director may prescribe by regulation.  No patent may issue on 
an application unless each individual named as the inventor or a 
joint inventor has submitted to the Office an assignment of the 
application, or other signed statement, stating that the application 
was made or was authorized to be made by such individual and 
such individual believes himself or herself to be the original 
inventor or an original joint inventor of a claimed invention in the 
application.  For an individual deceased, under legal incapacity, 
unavailable after a diligent search, or obligated to assign a 
claimed invention but refusing to do so or to make a required 
statement under this section, an applicant as described in section 
118 may satisfy the requirement under this section by filing a 
substitute statement representing that, upon an explanation of the 
relevant facts, such individual is believed to be the inventor or a 
joint inventor. 
 
 (2) TECHNICAL AMENDMENTS.—In section 116(a), strike 
“and each make the required oath”; section 152, strike “upon the 
application made and the specification sworn to by the inventor,”; 
and in section 252(c), strike “and sworn to”. 

 
Under Section 5(b)(1) of the Act,  section 11522 of title 35, United States Code, is repealed and 
replaced with a streamlined requirement that the applicant for patent must identify the inventor 

 
22 35 U.S.C. §115 currently reads as follows: 
“§115. Inventor’s oath or declaration. 

“(a) NAMING THE INVENTOR; INVENTOR’S OATH OR DECLARATION.—An application for patent that is filed 
under section 111(a) or commences the national stage under section 371 shall include, or be amended to include, the 
name of the inventor for any invention claimed in the application. Except as otherwise provided in this section, each 
individual who is the inventor or a joint inventor of a claimed invention in an application for patent shall execute an 
oath or declaration in connection with the application. 

“(b) REQUIRED STATEMENTS.—An oath or declaration under subsection (a) shall contain statements that— 
“(1) the application was made or was authorized to be made by the affiant or declarant; and 
“(2) such individual believes himself or herself to be the original inventor or an original joint inventor of a 

claimed invention in the application. 
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“(c) ADDITIONAL REQUIREMENTS.—The Director may specify additional information relating to the 

inventor and the invention that is required to be included in an oath or declaration under subsection (a). 
“(d) SUBSTITUTE STATEMENT.— 
“(1) IN GENERAL.—In lieu of executing an oath or declaration under subsection (a), the applicant for patent 

may provide a substitute statement under the circumstances described in paragraph (2) and such additional 
circumstances that the Director may specify by regulation. 

“(2) PERMITTED CIRCUMSTANCES.—A substitute statement under paragraph (1) is permitted with respect to 
any individual who— 

“(A) is unable to file the oath or declaration under subsection (a) because the individual— 
“(i) is deceased; 
“(ii) is under legal incapacity; or 
“(iii) cannot be found or reached after diligent effort; or 
“(B) is under an obligation to assign the invention but has refused to make the oath or declaration required 

under subsection (a). 
“(3) CONTENTS.—A substitute statement under this subsection shall— 
“(A) identify the individual with respect to whom the statement applies; 
“(B) set forth the circumstances representing the permitted basis for the filing of the substitute statement in 

lieu of the oath or declaration under subsection (a); and 
“(C) contain any additional information, including any showing, required by the Director. 
“(e) MAKING REQUIRED STATEMENTS IN ASSIGNMENT OF RECORD.—An individual who is under an 

obligation of assignment of an application for patent may include the required statements under subsections (b) and 
(c) in the assignment executed by the individual, in lieu of filing such statements separately. 

“(f) TIME FOR FILING.—The applicant for patent shall provide each required oath or declaration under 
subsection (a), substitute statement under subsection (d), or recorded assignment meeting the requirements of 
subsection (e) no later than the date on which the issue fee is paid. 

“(g) EARLIER-FILED APPLICATION CONTAINING REQUIRED STATEMENTS OR SUBSTITUTE STATEMENT.— 
“(1) EXCEPTION.—The requirements under this section shall not apply to an individual with respect to an 

application for patent in which the individual is named as the inventor or a joint inventor and that claims the benefit 
under section 120 , 121, or 365(c) of the filing of an earlier-filed application, if— 

“(A) an oath or declaration meeting the requirements of subsection (a) was executed by the individual and 
was filed in connection with the earlier-filed application; 

“(B) a substitute statement meeting the requirements of subsection (d) was filed in connection with the 
earlier filed application with respect to the individual; or 

“(C) an assignment meeting the requirements of subsection (e) was executed with respect to the earlier-
filed application by the individual and was recorded in connection with the earlier-filed application. 

“(2) COPIES OF OATHS, DECLARATIONS, STATEMENTS, OR ASSIGNMENTS.—Notwithstanding paragraph (1), 
the Director may require that a copy of the executed oath or declaration, the substitute statement, or the assignment 
filed in connection with the earlier-filed application be included in the later-filed application. 

“(h) SUPPLEMENTAL AND CORRECTED STATEMENTS; FILING ADDITIONAL STATEMENTS.— 
“(1) IN GENERAL.—Any person making a statement required under this section may withdraw, replace, or 

otherwise correct the statement at any time. If a change is made in the naming of the inventor requiring the filing of 
1 or more additional statements under this section, the Director shall establish regulations under which such 
additional statements may be filed. 

“(2) SUPPLEMENTAL STATEMENTS NOT REQUIRED.—If an individual has executed an oath or declaration 
meeting the requirements of subsection (a) or an assignment meeting the requirements of subsection (e) with respect 
to an application for patent, the Director may not thereafter require that individual to make any additional oath, 
declaration, or other statement equivalent to those required by this section in connection with the application for 
patent or any patent issuing thereon. 

“(3) SAVINGS CLAUSE.—A patent shall not be invalid or unenforceable based upon the failure to comply 
with a requirement under this section if the failure is remedied as provided under paragraph (1). 

“(i) ACKNOWLEDGMENT OF PENALTIES.—Any declaration or statement filed pursuant to this section shall 
contain an acknowledgment that any willful false statement made in such declaration or statement is punishable 
under section 1001 of title 18 by fine or imprisonment of not more than 5 years, or both.” 
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and must, prior to the issuance of a patent on the application, submit statements by each 
individual identified as the inventor or a joint inventor that the filing of the application was 
authorized by such individual and that the individual signing the statement regards himself or 
herself as the inventor or a joint inventor.  Unless such a statement is provided in an assignment 
of the application by the individual, the statement must be separately provided to the United 
States Patent and Trademark Office before a patent can issue on the application. 
 
Under the last sentence in section 115, an applicant meeting the requirements under section 
11823 and thereby having authority to file an application for patent with respect to the inventor or 
a joint inventor, may file a substitute statement with respect to the inventorship of the 
application.  This provision continues the substantive provisions of 35 U.S.C. §115(d), as 
enacted under the America Invents Act, and limits the ability to file such statements to an 
inventor or a joint inventor who is deceased, under legal incapacity, unavailable after a diligent 
search, or obligated to assign a claimed invention but refusing to do so or to make the required 
statement. 
 
Under Section 5(b)(2) of the Act, technical amendments are made to section 116(a), 152, and 
252(c) of title 35, United States Code, that conform to these sections to the amendments made to 
section 115. 
 

(c) PRIORITY RIGHTS CLARIFICATION 
 

(1) IN GENERAL.—In section 119, strike subsection (e) and 
insert: 
 

“(e) PRIORITY BASED ON PROVISIONAL APPLICATION 
FILING.— 

“(1) IN GENERAL.—A nonprovisional application for patent 
filed under section 111(a), including an application filed under 
section 363, with respect to a claimed invention disclosed in the 
manner provided under section 101(a)(3) in a provisional 
application filed under section 111(b) that names or is amended to 
name the inventor or a joint inventor who is named in the 
provisional application, including through amendment of the 
provisional application, shall have the same effect, as to such 
claimed invention, as though the nonprovisional application had 
been filed on the date of the provisional application, if the 
nonprovisional application— 

 
23 35 U.S.C. §118 currently reads as follows: 
“§118. Filing by other than inventor.  

“A person to whom the inventor has assigned or is under an obligation to assign the invention may make an 
application for patent. A person who otherwise shows sufficient proprietary interest in the matter may make an 
application for patent on behalf of and as agent for the inventor on proof of the pertinent facts and a showing that 
such action is appropriate to preserve the rights of the parties. If the Director grants a patent on an application filed 
under this section by a person other than the inventor, the patent shall be granted to the real party in interest and 
upon such notice to the inventor as the Director considers to be sufficient.” 
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“(A) is filed not later than 1 year after the date on which 
the provisional application was filed and 

“(B) contains or is amended to contain a specific reference 
to the provisional application.  

“(2) SPECIFIC REQUIREMENTS.— 
“(A) IN GENERAL.—No application shall be entitled to the 

benefit of an earlier filed provisional application under this 
subsection unless an amendment containing the specific reference 
to the earlier filed provisional application is submitted at such time 
during the pendency of the application as required by the Director.  
The Director may consider the failure to submit such an 
amendment within that time period as a waiver of any benefit 
under this subsection. The Director may establish procedures, 
including the payment of a surcharge, to accept an unintentionally 
delayed submission of an amendment under this subsection during 
the pendency of the application 

“(B) OTHER REQUIREMENTS FOR RELIANCE.—A provisional 
application filed under section 111(b) may not be relied upon in 
any proceeding in the Office unless the requirements under section 
111(b) have been met, including with respect to any required 
fees.” 
 

(2) CONFORMING AMENDMENTS.—In section 119— 
(A) in subsection (a), strike “(a)” and insert “(a) PRIORITY 

RIGHT.—”; 
(B) in paragraph (b)(1), strike “(b)(1)” and insert: 

 “(b) RESTRICTIONS AND REQUIREMENTS— 
 “(1) IN GENERAL.—” ; 

(C) in paragraph (b)(2), strike “(2)” and insert “(2) 
WAIVER OF RIGHT.—”; 

(D) in paragraph (b)(3), strike “(3)” and insert “(3) 
CERTIFIED COPIES.—”; 

(E) in subsection (c), strike “(c)” and insert “(c) RIGHT 
BASED ON SUBSEQUENT FILING.—” and 

(F) in subsection (d), strike “(d)” and insert “(d) INVENTOR 
CERTIFICATE.—”. 

 
Under Section 5(c)(1) of the Act, section 119(e)24 of title 35, United States Code, is amended to 
provide a technical correction to section 119 in light of the amendments to section 118 of title 35, 

 
24 35 U.S.C. §119(e) currently reads as follows: 

“(e)(1) An application for patent filed under section 111(a) or section 363 for an invention disclosed in the 
manner provided by section 112(a) (other than the requirement to disclose the best mode) in a provisional 
application filed under section 111(b), by an inventor or inventors named in the provisional application, shall have 
the same effect, as to such invention, as though filed on the date of the provisional application filed under section 
111(b), if the application for patent filed under section 111(a) or section 363 is filed not later than 12 months after 
the date on which the provisional application was filed and if it contains or is amended to contain a specific 
reference to the provisional application. No application shall be entitled to the benefit of an earlier filed provisional 
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United States Code, under the America Invents Act and to make other clarifying changes to this 
subsection of section 119.  As amended, the right to priority with respect to the filing date of a 
provisional application for patent in any subsequently filed nonprovisional application for patent 
is available so long as the inventor or a joint inventor named in the nonprovisional application 
includes at least one such individual who was named as the inventor or a joint inventor in the 
provisional application.  None of the clarifying changes in amended section 119(e) make a 
substantive change in the law. 
 
Under Section 5(c)(2) of the Act, the remaining subsections of section 119 are provided 
identifying designations. 
 

(d) STREAMLINED EXAMINATION PRACTICES 
 

(1) ELIMINATION OF CONTINUING APPLICATIONS.—Strike and 
reserve sections 120-122 and insert at the end of chapter 12 of title 
35, United State Code: 
 
“§136.  Continued examination; reexamination. 

“(a) APPLICANT REQUEST FOR CONTINUED EXAMINATION.—If 
an applicant requests continued examination of an application, the 
Director shall further examine such application under section 131 
under such regulations as the Director shall otherwise prescribe, 
including the establishment of appropriate fees therefor that shall 
provide a 50 percent reduction in such fees for small entities that 
qualify for reduced fees under section 41(h)(1)  

“(b) CONTINUED EXAMINATION THROUGH REEXAMINATION.—
Notwithstanding section 151, and upon a request made after 3 
years from the filing date of an application for patent that is not 
subject to a secrecy order, the applicant may request the 
provisional issuance of a patent on the application, pursuant to the 
procedure set forth under this section.  If the request is 
accompanied by the issue fee required under section 151, the 
Director shall provisionally issue a patent for any claims then 
pending in the application, irrespective of whether it appears the 
applicant is entitled to a patent, and concurrently order a 

 
application under this subsection unless an amendment containing the specific reference to the earlier filed 
provisional application is submitted at such time during the pendency of the application as required by the Director. 
The Director may consider the failure to submit such an amendment within that time period as a waiver of any 
benefit under this subsection. The Director may establish procedures, including the payment of a surcharge, to 
accept an unintentionally delayed submission of an amendment under this subsection during the pendency of the 
application 

“(2) A provisional application filed under section 111(b) may not be relied upon in any proceeding in the 
Patent and Trademark Office unless the fee set forth in subparagraph (A) or (C) of section 41(a)(1) has been paid. 

“(3) If the day that is 12 months after the filing date of a provisional application falls on a Saturday, 
Sunday, or Federal holiday within the District of Columbia, the period of pendency of the provisional application 
shall be extended to the next succeeding secular or business day.” 
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reexamination of the patent upon its issuance to address any 
outstanding issues of patentability. 

“(c) CONTINUED EXAMINATION AFTER PROVISIONAL 
ALLOWANCE.—Notwithstanding section 151, and pursuant to an 
order by the Director entered not earlier than 6 years after the 
filing date of an application that is not subject to a secrecy order, 
the applicant may be provided a written notice of the provisional 
allowance of the application under this section, irrespective of 
whether it appears that the applicant is entitled to a patent, and, if 
a patent issues pursuant to the notice, the Director shall 
concurrently order a reexamination of the patent to address any 
outstanding issues of patentability.  The notice of provisional 
allowance shall specify a sum, constituting the issue fee, which 
must be paid, if at all, within three months thereafter, unless any 
delay in payment is shown to be unintentional.  Upon payment of 
this sum the patent shall issue.  If payment of the fee is not timely 
made, the application shall be regarded as abandoned. 

“(d) MANNER AND EFFECT OF REEXAMINATION.— A 
reexamination under this section shall be conducted according to 
procedures established under chapter 30, except that the patent 
owner shall not have the right to file a statement pursuant to 
section 304.  During the reexamination, the Director may address 
any issue of patentability notwithstanding the limitations in 
chapter 30 relating to patents and printed publication or any other 
provision of such chapter.  If a reexamination is commenced under 
this section, the deadline specified in section 321(c) shall be 9 
months after the reexamination certificate issues under section 
307.  No presumption under section 282 shall apply until after the 
reexamination certificate under section 307 has been issued. 
 
“§137. Restriction of independent claims. 

“The examiner may object to an independent claim as 
being directed to multiple general inventive concepts and may 
require that each independent claim be restricted to a single 
general inventive concept.  The applicant may request a review of 
any objection under this section by petition to the Director, 
identifying what the applicant regards as the single general 
inventive concept present in each independent claim.  The validity 
of a patent shall not be questioned for failure of any claim to be 
restricted to a single general inventive concept. 
 
“§138. Secrecy, public availability, and information disclosures 

“(a) IN GENERAL.—Upon completion of the review under 
section 181, and the termination of any secrecy order issued 
pursuant thereto, a nonprovisional application for patent shall be 
made available to the public.  Not later than 6 months from the 
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filing date of the application or upon lifting of the secrecy order, 
which event occurs later, the application shall be published by the 
Director.  A provisional application for patent shall be kept in 
confidence unless referenced under section 119(e) in a 
nonprovisional application that is available to the public under 
this section. 

“(b) APPLICANT DISCLOSURE OF PATENTS AND PRINTED 
PUBLICATIONS DURING EXAMINATION.— 

“(1) IN GENERAL—A patent or printed publication that may 
or does constitute prior art material to patentability of a claim in 
an application being examined, or otherwise is of potential or 
actual relevance to the patentability of a claim, may be submitted 
by the applicant to the Office for consideration during the 
examination of the application only if the applicant— 

“(A) provides with the submission of such item a concise 
description of its potential relevance to the patentability of the 
claims being examined; 

“(B) pays any fee established by the Director for 
submission of such item; and 

“(C) meets such other requirements as to timing and form 
for the submission of the item as the Director may establish by 
regulation. 

“(2) EXCEPTIONS.—The requirements under subparagraphs 
(A) and (B) of paragraph (1) shall not apply to any patent or 
printed publication— 

“(A) for which the specification of the application contains 
a concise description of its potential or actual relevance to the 
patentability of the claims of the specification or  

“(B) that is exempted from such requirements under 
regulations established by the Director. 

“(3) CONSIDERATION BY THE OFFICE.—A patent or printed 
publication shall not be considered, or be regarded as having been 
considered, by the Office unless it— 

“(A) meets the requirements under paragraph (1),  
“(B) falls within the exception under paragraph (2),  
“(C) is listed in an action reporting on the prior art 

prepared by the Office during the examination of the application 
or a like report prepared in connection with a related foreign or 
international application that has been made available during 
examination in a timely manner, or  

“(4) is identified in a submission in connection with the 
application in compliance with subsection (c). 

“(c) SUBMISSIONS BY THIRD PARTIES.— 
“(1) IN GENERAL.—Any third party may submit for 

consideration and inclusion in the record of a patent application, 
any patent, published patent application, or other printed 
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publication of potential relevance to the examination of the 
application, if such submission is made in writing before the 
earlier of— 

“(A) the date a notice of allowance under section 151 is 
given or mailed in the application for patent; or 

“(B) the later of— 
“(i) 6 months after the date on which the application for 

patent is first published under this section by the Office, or 
“(ii) the date of the first rejection under section 132 of any 

claim by the examiner during the examination of the application 
for patent. 

“(2) OTHER REQUIREMENTS.—Any submission under 
paragraph (1) shall— 

“(A) set forth a concise description of the asserted 
relevance of each submitted document; 

“(B) be accompanied by such fee as the Director may 
prescribe; and 

“(C) include a statement by the person making such 
submission affirming that the submission was made in compliance 
with this section.” 
 

(2) REQUIREMENT TO EXAMINE EACH CLAIM.— 
(A) In section 131, strike “application” and insert “each 

claim of the application.” 
(B) In section 132, strike subsection (b) and remove the 

designation in subsection (a). 
 

(3) FEES.—In chapter 4 of title 35, United States Code, 
insert at the end: 
 
“§ 43.  Additional fees for excess claims in independent form. 

“Upon filing, or upon pendency in an application for 
patent otherwise, of claims in independent form in excess of 3, in 
addition to the fee specified in section 41(a)(2), the applicant shall 
incur an additional excess claims fee under this section in the 
amount of the fee as specified in section 41(a)(1) for the original 
filing of the application for each claim in independent form in 
excess of 3.  Upon issuing a patent containing one or more claims 
in independent form in excess of 3, in addition to the issue fee 
specified in section 41(a)(4), the applicant shall incur an 
additional issue fee under this section in the amount of the fee as 
specified in section 41(a)(4) for each claim in independent form in 
excess of 3.  At the time of payment of a maintenance fee under 
section 41(b) with respect to a patent, the patentee shall incur an 
additional maintenance fee under this section, in the amount of the 
fee as specified in section 41(b) for maintaining the patent in force, 
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for each claim then in the patent in independent form in excess of 
3.” 
 

(4) CONFORMING AMENDMENTS.— 
(A) The item relating to section 115 in the table of sections 

for chapter 11 of title 35, United States Code, is amended to read 
as follows: 

“115. Inventor naming and required statement.” 
(B) The items relating to sections 120-122 in the table of 

sections for chapter 11 of title 35, United States Code, are 
amended to read as follows: 

“120. [Repealed.]” 
“121. [Repealed.]” 
“122. [Repealed.]” 
(C) In the table of sections for chapter 12 of title 35, United 

States Code, insert at the end: 
“136. Continued examination; reexamination. 
“137. Restriction of independent claims. 
“138. Secrecy, public availability, and information 
disclosure.” 
(D) In the table of sections for chapter 4 of title 35, United 

States Code, insert at the end: 
“43. Additional fees for excess claims in independent form. 

 
Under Section 5(d) of the Act, examination practices in the United States Patent and Trademark 
Office are simplified and streamlined.   
 

1. Paragraph (1) – Elimination of continuing applications; new practices 
 
Under Section 5(d)(1) of the Act, sections 120-122 of title 35, United States Code, are repealed.  
The repeal of sections 120 and 12125 eliminates the provisions under the patent laws that 

 
25 35 U.S.C. §§120-122 currently read as follows: 
“§120 Benefit of earlier filing date in the United States. 

“An application for patent for an invention disclosed in the manner provided by section 112(a) (other than 
the requirement to disclose the best mode) in an application previously filed in the United States, or as provided by 
section 363 which names an inventor or joint inventor in the previously filed application shall have the same effect, 
as to such invention, as though filed on the date of the prior application, if filed before the patenting or abandonment 
of or termination of proceedings on the first application or on an application similarly entitled to the benefit of the 
filing date of the first application and if it contains or is amended to contain a specific reference to the earlier filed 
application. No application shall be entitled to the benefit of an earlier filed application under this section unless an 
amendment containing the specific reference to the earlier filed application is submitted at such time during the 
pendency of the application as required by the Director. The Director may consider the failure to submit such an 
amendment within that time period as a waiver of any benefit under this section. The Director may establish 
procedures, including the payment of a surcharge, to accept an unintentionally delayed submission of an amendment 
under this section. 
“§121. Divisional applications. 
 “If two or more independent and distinct inventions are claimed in one application, the Director may 
require the application to be restricted to one of the inventions. If the other invention is made the subject of a 
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authorize all forms of continuing applications for patent, specifically continuation applications, 
continuation-in-part applications, and divisional applications.  For applications for patent subject 
the amendments in paragraph (1), there will be a single nonprovisional filing date for the 
application and, for any claimed invention, an effective filing date that takes account only of 
priority sought under section 119 of title 35, United States Code, for any foreign or provisional 
applications for patent. 
 
Sections 120-122 are replaced by new sections 136-138 of title 35, United States Code.  Sections 
136 and 137 provide for new examination procedures and section 138 adds new provisions 
relating to information disclosures by applicants during examination and serves to replace the 
provisions of section 12226 relating to public availability of applications for patent and third-
party submissions of prior art during examination. 

 
divisional application which complies with the requirements of section 120 it shall be entitled to the benefit of the 
filing date of the original application. A patent issuing on an application with respect to which a requirement for 
restriction under this section has been made, or on an application filed as a result of such a requirement, shall not be 
used as a reference either in the Patent and Trademark Office or in the courts against a divisional application or 
against the original application or any patent issued on either of them, if the divisional application is filed before the 
issuance of the patent on the other application. The validity of a patent shall not be questioned for failure of the 
Director to require the application to be restricted to one invention.” 
26 35 U.S.C. §122 currently reads as follows: 
“§122 Confidential status of applications; publication of patent applications.  

“(a) CONFIDENTIALITY.— Except as provided in subsection (b), applications for patents shall be kept in 
confidence by the Patent and Trademark Office and no information concerning the same given without authority of 
the applicant or owner unless necessary to carry out the provisions of an Act of Congress or in such special 
circumstances as may be determined by the Director. 

“(b) PUBLICATION.— 
“(1) IN GENERAL.— 
“(A) Subject to paragraph (2), each application for a patent shall be published, in accordance with 

procedures determined by the Director, promptly after the expiration of a period of 18 months from the earliest filing 
date for which a benefit is sought under this title. At the request of the applicant, an application may be published 
earlier than the end of such 18-month period. 

“(B) No information concerning published patent applications shall be made available to the public except 
as the Director determines. 

“(C) Notwithstanding any other provision of law, a determination by the Director to release or not to 
release information concerning a published patent application shall be final and nonreviewable. 

“(2) EXCEPTIONS.— 
“(A) An application shall not be published if that application is— 
“(i) no longer pending; 
“(ii) subject to a secrecy order under section 181 ; 
“(iii) a provisional application filed under section 111(b); or 
“(iv) an application for a design patent filed under chapter 16. 
“(B) (i) If an applicant makes a request upon filing, certifying that the invention disclosed in the application 

has not and will not be the subject of an application filed in another country, or under a multilateral international 
agreement, that requires publication of applications 18 months after filing, the application shall not be published as 
provided in paragraph (1). 

“(ii) An applicant may rescind a request made under clause (i) at any time. 
“(iii) An applicant who has made a request under clause (i) but who subsequently files, in a foreign country 

or under a multilateral international agreement specified in clause (i), an application directed to the invention 
disclosed in the application filed in the Patent and Trademark Office, shall notify the Director of such filing not later 
than 45 days after the date of the filing of such foreign or international application. A failure of the applicant to 
provide such notice within the prescribed period shall result in the application being regarded as abandoned, unless 
it is shown to the satisfaction of the Director that the delay in submitting the notice was unintentional. 
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a. Section 136 – Continued examination; reexamination 

 
New section 136 provides procedures for examination and reexamination of applications for 
patent.  Under section 136(a), the procedures on continued examination under section 132(b)27 of 
title 35, United States Code, are codified without substantive change in new section 136(a). 
 
Under new section 136(b), an applicant whose nonprovisional application for patent has been 
pending for three years can obtain provisional issuance of a patent on the pending claims in the 
application and, upon issuance of the patent, any outstanding issues of patentability are 
addressed in an ex parte reexamination commenced upon patent issuance.  In a similar manner 

 
“(iv) If an applicant rescinds a request made under clause (i) or notifies the Director that an application was 

filed in a foreign country or under a multilateral international agreement specified in clause (i), the application shall 
be published in accordance with the provisions of paragraph (1) on or as soon as is practical after the date that is 
specified in clause (i). 

“(v) If an applicant has filed applications in one or more foreign countries, directly or through a multilateral 
international agreement, and such foreign filed applications corresponding to an application filed in the Patent and 
Trademark Office or the description of the invention in such foreign filed applications is less extensive than the 
application or description of the invention in the application filed in the Patent and Trademark Office, the applicant 
may submit a redacted copy of the application filed in the Patent and Trademark Office eliminating any part or 
description of the invention in such application that is not also contained in any of the corresponding applications 
filed in a foreign country. The Director may only publish the redacted copy of the application unless the redacted 
copy of the application is not received within 16 months after the earliest effective filing date for which a benefit is 
sought under this title. The provisions of section 154(d) shall not apply to a claim if the description of the invention 
published in the redacted application filed under this clause with respect to the claim does not enable a person 
skilled in the art to make and use the subject matter of the claim. 

“(c) PROTEST AND PRE-ISSUANCE OPPOSITION.—The Director shall establish appropriate procedures to 
ensure that no protest or other form of pre-issuance opposition to the grant of a patent on an application may be 
initiated after publication of the application without the express written consent of the applicant. 

“(d) NATIONAL SECURITY.— No application for patent shall be published under subsection (b)(1) if the 
publication or disclosure of such invention would be detrimental to the national security. The Director shall establish 
appropriate procedures to ensure that such applications are promptly identified and the secrecy of such inventions is 
maintained in accordance with chapter 17. 

“(e) PREISSUANCE SUBMISSIONS BY THIRD PARTIES.— 
“(1) IN GENERAL.—Any third party may submit for consideration and inclusion in the record of a patent 

application, any patent, published patent application, or other printed publication of potential relevance to the 
examination of the application, if such submission is made in writing before the earlier of— 

“(A) the date a notice of allowance under section 151 is given or mailed in the application for patent; or 
“(B) the later of— 
“(i) 6 months after the date on which the application for patent is first published under section 122 by the 

Office, or 
“(ii) the date of the first rejection under section 132 of any claim by the examiner during the examination of 

the application for patent. 
“(2) OTHER REQUIREMENTS.—Any submission under paragraph (1) shall— 
“(A) set forth a concise description of the asserted relevance of each submitted document; 
“(B) be accompanied by such fee as the Director may prescribe; and 
“(C) include a statement by the person making such submission affirming that the submission was made in 

compliance with this section.” 
27 35 U.S.C. §132(b) currently reads as follows:  “(b) The Director shall prescribe regulations to provide for the 
continued examination of applications for patent at the request of the applicant. The Director may establish 
appropriate fees for such continued examination and shall provide a 50 percent reduction in such fees for small 
entities that qualify for reduced fees under section 41(h)(1).” 
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for an application that has been pending for at least six years, under new section 136(c), the 
Director may issue a notice of provisional allowance of an application for patent, 
notwithstanding the examination has not been completed, and, if a patent issues pursuant to the 
notice, issue the patent on the application in order to address any outstanding issues of 
patentability in an ex parte reexamination that is simultaneously commenced upon the issuance 
of the patent. 
 
Under section 136(d), the procedures for a subsection (b) or (c) ex parte reexamination are set 
out.  In these reexamination proceedings, the patent owner is not permitted to make a section 304 
amendment and the United States Patent and Trademark Office may address any issue of 
patentability, notwithstanding the limitation that otherwise would apply to a proceeding under 
chapter 30 of title 35, United States Code.  The presumption that the claims of the provisionally 
issued patent are valid under section 282 does not apply to a patent that is under reexamination 
under this section until a certificate of patentability, unpatentability, and claim cancellation 
issues under section 307 of title 35, United States Code. 
 

b. Section 137 – Restriction of independent claims 
 
Under section 137, patent examiners are given the authority to require that independent claims be 
restricted to a single general inventive concept, the standard for unity of invention under Rule 
13.1 of the Patent Cooperation Treaty, and the standard referenced in 37 C.F.R. §1.475, which is 
applicable “when the Office considers international applications as an International Searching 
Authority, as an International Preliminary Examining Authority, and during the national stage as 
a Designated or Elected Office under 35 U.S.C. 371, PCT Rule 13.1 and 13.2” and does so 
“when considering unity of invention of claims of different categories without regard to the 
practice in national applications filed under 35 U.S.C. §111.”  Manual of Patent Examining 
Procedure [R-10-2019], https://www.uspto.gov/web/offices/pac/mpep/s1850.html. 
 
Section 137 renders such requirements for restriction of independent claims reviewable by the 
Director of the United States Patent and Trademark Office by petition.  In addition, as with any 
requirement for restriction under section 121 of title 35, United States Code, the failure to require 
restriction, or failure to restrict otherwise under section 137, is not a basis for challenging the 
validity of a claim. 
 
While section 137 authorizes an examiner to restrict the scope of any independent claim, it does 
not permit the examination of the application for patent to exclude the full scope of any pending 
claim of the application from the examination process.  As a result, all the claims presented for 
examination are made the subject of the initial examination and any claims that are determined 
during the examination process to meet the requirements for patentability, and remain pending, 
will issue in a single patent, once properly restricted under section 137, even though the patent 
may issue with claims that collectively afford protection for multiple general inventive concepts. 
 

c. Section 138 – Secrecy, Public Availability, and Information Disclosures 
 
Under new section 138, the patent application process is made more transparent, the disclosure 
requirements imposed on patent applicants are enhanced, and the existing provisions of law 
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regarding third party submissions of prior art are reenacted.  Under section 138(a), all 
nonprovisional applications for patent are made available to the public once a secrecy review is 
completed or a secrecy order lifted.  The United States Patent and Trademark Office is required 
to publish all nonprovisional applications within six months from filing, unless subject to a 
secrecy order.  Provisional applications are maintained in confidence unless the application is 
referenced in a nonprovisional application. 
 
Under section 138(b), the submission by applicants of patents and other printed publication for 
consideration during examination must be accompanied by a concise description of the relevance 
of each item submitted and the applicant must pay any per-item fee established by the Director 
for the review of the items submitted.  These new requirements are inapplicable to any item for 
which a concise description of the relevance is provided in the specification of the application.  
These provisions collectively provide a disincentive for applicants for patent to provide, without 
explanation, excessive items of prior art for review by patent examiners, being of no 
consequence to the ultimate determination of patentability. 
 
In addition, new section 138(b)(3) provides that no submission of a patent or other printed 
publication will be regarded as having been considered by the examiner unless it meets the 
elevated disclosure requirements under section 138(b) or is specifically cited by the examiner 
during examination or is listed in a search report from a related foreign or international 
application for patent.  This provision is may be consequential for a trier of fact in assessing if a 
patent claim is valid.  In the context of a jury trial, the Supreme Court has concluded:  “When 
warranted, the [trier of fact] … may … consider that it has heard evidence that the PTO had no 
opportunity to evaluate before granting the patent. [The trier of fact may] evaluate whether the 
evidence before it is materially new, and if so, to consider that fact when determining whether an 
invalidity defense has been proved by clear and convincing evidence.”  Microsoft Corp. v. i4i 
Ltd. Partnership, 564 U.S. 91 (2011) at 131 S.Ct. 2251. 
 
Under section 138(c), the provisions providing for third-party submissions of prior art are 
reenacted into law.  These provisions were originally enacted under section 122(e).  The 
reenactment into law is without any change of substance from the existing statute. 
 

2. Paragraph (2) – Requirement to Examine Each Claim 
 
Under Section 5(d)(2) of the Act, section 13128 of title 35, United States Code, is amended to 
require that each pending claim in a nonprovisional application for patent must be examined.  
This examination of each claim is required notwithstanding that, under new section 137, the 
claim may be directed to more than a single general inventive concept.  In addition, paragraph 2 
makes a technical amendment to section 13229 of title 35, United States Code, that repeals 

 
28 35 U.S.C. §131 currently reads as follows: 
“§131. Examination of application. 

“The Director shall cause an examination to be made of the application and the alleged new invention; and 
if on such examination it appears that the applicant is entitled to a patent under the law, the Director shall issue a 
patent therefor.” 
29 35 U.S.C. §132 currently reads as follows: 
“§132. Notice of rejection; reexamination. 
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section 132(b) as a consequence of the enactment of section 136(a) providing for continued 
examination. 
 

3. Paragraph 3 – Fees 
 
Under Section 5(d)(3) of the Act, a new section 43 of title 35, United States Code, is enacted that 
provides for additional fees to be paid for applications and patents containing more than three 
independent claims.  For each claim in excess of three, an additional filing fee, issue fee, and 
maintenance fee is required.  These fees effectively mimic the fees that would have been 
applicable absent the repeal of section 121 had divisional applications for patent been filed in 
lieu of the submission of additional independent claims confined to a single general inventive 
concept. 
 

4. Paragraph 4 – Conforming Amendments 
 
Under Section 5(d)(4) of the Act, a set of conforming amendments are provided that address 
items in the relevant tables of sections of title 35, United States Code. 
 

(e) STREAMLINED STATUTE FOR ADJUSTMENT OF TERM 
 

Strike section 154(b) and insert: 
 

“(b) ADJUSTMENT OF PATENT TERM.—If the issue of an 
original patent is delayed due to the imposition of an order under 
section 181, the term of the patent shall be extended 1 day for each 
day of the order.” 

 
Under Section 5(e) of the Act, section 154(b)30 is repealed and replaced with an amended section 
154(b) that limits patent term adjustment to delays resulting from the imposition of a secrecy 

 
“(a) Whenever, on examination, any claim for a patent is rejected, or any objection or requirement made, 

the Director shall notify the applicant thereof, stating the reasons for such rejection, or objection or requirement, 
together with such information and references as may be useful in judging of the propriety of continuing the 
prosecution of his application; and if after receiving such notice, the applicant persists in his claim for a patent, with 
or without amendment, the application shall be reexamined. No amendment shall introduce new matter into the 
disclosure of the invention. 

“(b) The Director shall prescribe regulations to provide for the continued examination of applications for 
patent at the request of the applicant. The Director may establish appropriate fees for such continued examination 
and shall provide a 50 percent reduction in such fees for small entities that qualify for reduced fees under section 
41(h)(1).” 
30 35 U.S.C. §154(b) currently reads as follows: 

“(b) ADJUSTMENT OF PATENT TERM.— 
“(1) PATENT TERM GUARANTEES.— 
“(A) GUARANTEE OF PROMPT PATENT AND TRADEMARK OFFICE RESPONSES.— Subject to the limitations 

under paragraph (2), if the issue of an original patent is delayed due to the failure of the Patent and Trademark 
Office to— 

“(i) provide at least one of the notifications under section 132 or a notice of allowance under section 151 
not later than 14 months after— 

“(I) the date on which an application was filed under section 111(a); or 
“(II) the date of commencement of the national stage under section 371 in an international application; 
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“(ii) respond to a reply under section 132, or to an appeal taken under section 134, within 4 months after 

the date on which the reply was filed or the appeal was taken; 
“(iii) act on an application within 4 months after the date of a decision by the Patent Trial and Appeal 

Board under section 134 or 135 or a decision by a Federal court under section 141, 145, or 146 in a case in which 
allowable claims remain in the application; or 

“(iv) issue a patent within 4 months after the date on which the issue fee was paid under section 151 and all 
outstanding requirements were satisfied, the term of the patent shall be extended 1 day for each day after the end of 
the period specified in clause (i), (ii), (iii), or (iv), as the case may be, until the action described in such clause is 
taken. 

“(B) GUARANTEE OF NO MORE THAN 3-YEAR APPLICATION PENDENCY.— Subject to the limitations under 
paragraph (2), if the issue of an original patent is delayed due to the failure of the United States Patent and 
Trademark Office to issue a patent within 3 years after the actual filing date of the application under section 111(a) 
in the United States or, in the case of an international application, the date of commencement of the national stage 
under section 371 in the international application not including— 

“(i) any time consumed by continued examination of the application requested by the applicant under 
section 132(b); 

“(ii) any time consumed by a proceeding under section 135(a), any time consumed by the imposition of an 
order under section 181, or any time consumed by appellate review by the Patent Trial and Appeal Board or by a 
Federal court; or 

“(iii) any delay in the processing of the application by the United States Patent and Trademark Office 
requested by the applicant except as permitted by paragraph (3)(C), the term of the patent shall be extended 1 day 
for each day after the end of that 3-year period until the patent is issued. 

“(C) GUARANTEE OR ADJUSTMENTS FOR DELAYS DUE TO DERIVATION PROCEEDINGS, SECRECY ORDERS, AND 
APPEALS.— Subject to the limitations under paragraph (2), if the issue of an original patent is delayed due to— 

“(i) a proceeding under section 135(a); 
“(ii) the imposition of an order under section 181; or 
“(iii) appellate review by the Patent Trial and Appeal Board or by a Federal court in a case in which the 

patent was issued under a decision in the review reversing an adverse determination of patentability, the term of the 
patent shall be extended 1 day for each day of the pendency of the proceeding, order, or review, as the case may be. 

“(2) LIMITATIONS.— 
“(A) IN GENERAL.— To the extent that periods of delay attributable to grounds specified in paragraph (1) 

overlap, the period of any adjustment granted under this subsection shall not exceed the actual number of days the 
issuance of the patent was delayed. 

“(B) DISCLAIMED TERM.— No patent the term of which has been disclaimed beyond a specified date may 
be adjusted under this section beyond the expiration date specified in the disclaimer. 

“(C) REDUCTION OF PERIOD OF ADJUSTMENT.— 
“(i) The period of adjustment of the term of a patent under paragraph (1) shall be reduced by a period equal 

to the period of time during which the applicant failed to engage in reasonable efforts to conclude prosecution of the 
application. 

“(ii) With respect to adjustments to patent term made under the authority of paragraph (1)(B), an applicant 
shall be deemed to have failed to engage in reasonable efforts to conclude processing or examination of an 
application for the cumulative total of any periods of time in excess of 3 months that are taken to respond to a notice 
from the Office making any rejection, objection, argument, or other request, measuring such 3-month period from 
the date the notice was given or mailed to the applicant. 

“(iii) The Director shall prescribe regulations establishing the circumstances that constitute a failure of an 
applicant to engage in reasonable efforts to conclude processing or examination of an application. 

“(3) PROCEDURES FOR PATENT TERM ADJUSTMENT DETERMINATION.— 
“(A) The Director shall prescribe regulations establishing procedures for the application for and 

determination of patent term adjustments under this subsection. 
“(B) Under the procedures established under subparagraph (A), the Director shall— 
“(i) make a determination of the period of any patent term adjustment under this subsection, and shall 

transmit a notice of that determination no later than the date of issuance of the patent; and 
“(ii) provide the applicant one opportunity to request reconsideration of any patent term adjustment 

determination made by the Director. 

-104- Naples Roundtable 2021 - Discussion Document Only - December 5, 2020 Draft



-61- 
 

order under section 181 of title 35, United States Code.  This change is made based upon the 
option under new section 136(b) that affords any patent applicant an opportunity for prompt 
issuance of a patent on an application that has been pending for at least three years, thereby 
effectively guaranteeing a 17-year patent life at the election of the applicant. 
 

(f) ADDITIONAL TECHNICAL AMENDMENTS 
 

(1) In section 100(i)(1)(B), strike “or to the benefit of an 
earlier filing date under section 120, 121, or 365(c)” and in 
section 100(i)(2) strike  “patent for which reissue was sought” and 
insert “patent as initially issued”. 

(2) In section 135(a)(2), strike “or deemed published under 
section 122(b)” and in section 135(b)(2), strike “122(b)” and 
insert “138”. 

(3) In section 154(a)(2), strike “or, if the application 
contains a specific reference to an earlier filed application or 
applications under section 120, 121, or 365(c), from the date on 
which the earliest such application was filed” and in section 
154(d)(1), strike “122(b)” and insert “138”. 

(4) In section 184(b), strike “, or divisions thereof”. 
(5) In section 366, strike “, unless a claim for benefit of a 

prior filing date under section 365(c) of this section was made in a 
national application, or an international application designating 
the United States, filed before the date of such withdrawal”. 

(6) Strike section 365(c). 
(7) In section 374, strike “122(b)” and insert “138 and a 

nonprovisional application filing under section 111(a)”. 
 
Under Section 5(f), additional technical amendments are made.  These amendments reflect the 
repeal of the statutory provisions relating to continuing applications. 
 

(g) EFFECT AND EFFECTIVE DATE 
 

“(C) The Director shall reinstate all or part of the cumulative period of time of an adjustment under 
paragraph (2)(C) if the applicant, prior to the issuance of the patent, makes a showing that, in spite of all due care, 
the applicant was unable to respond within the 3-month period, but in no case shall more than three additional 
months for each such response beyond the original 3-month period be reinstated. 

“(D) The Director shall proceed to grant the patent after completion of the Director’s determination of a 
patent term adjustment under the procedures established under this subsection, notwithstanding any appeal taken by 
the applicant of such determination. 

“(4) APPEAL OF PATENT TERM ADJUSTMENT DETERMINATION.— 
“(A) An applicant dissatisfied with the Director's decision on the applicant's request for reconsideration 

under paragraph (3)(B)(ii) shall have exclusive remedy by a civil action against the Director filed in the United 
States District Court for the Eastern District of Virginia within 180 days after the date of the Director's decision on 
the applicant's request for reconsideration. Chapter 7 of title 5 shall apply to such action. Any final judgment 
resulting in a change to the period of adjustment of the patent term shall be served on the Director, and the Director 
shall thereafter alter the term of the patent to reflect such change. 

“(B) The determination of a patent term adjustment under this subsection shall not be subject to appeal or 
challenge by a third party prior to the grant of the patent.” 
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(1) IN GENERAL.—The amendments under this section 

repealing section 120 of title 35, United States Code, shall have 
effect for any application for patent that is filed after 1 year from 
the date of enactment and the remaining amendments under this 
section shall have effect for any application for patent that is filed 
after the date of enactment of this Act. 

(2) LIMITATIONS ON REQUIREMENTS FOR RESTRICTION.—For 
an application filed before the date of enactment of this Act, no 
restriction for restriction under section 121 of title 35, United 
States Code, may be made in the application after 6 months from 
the date of enactment and, notwithstanding section 121, no 
divisional application may be filed pursuant to a requirement for 
restriction under section 121 after 1 year from the date of 
enactment of this Act. 

(3) TECHNICAL CORRECTION.—Notwithstanding paragraph 
(1), the amendments under subsection (c) of this Section 5 shall 
have effect as though enacted as amendments under Section 4 of 
the Leahy-Smith America Invents Act.  

 
Under Section 5(g) of the Act, a set of provisions set out the effective date for the amendments 
under Section 5, as well as the applicable transition provisions 
 

1. Paragraph (1) – General Provisions 
 
Under Section 5(g)(1) of the Act, the amendments under Section 5, except for the repeal of 
section 120 of title 35, United States Code, take effect for applications for patent filed after the 
date of enactment.  The repeal of section 120 takes effect after one year from the date of 
enactment.  This one-year transition period permits applicants for applications to file divisional 
applications for patent where requirements for restriction under section 121 of title 35, United 
States Code, have been entered or otherwise to file continuing applications and secure the benefit 
of the filing date for an earlier-filed nonprovisional application for patent. 
 

2. Paragraph (2) – Limitations on Requirements for Restriction 
 
Under Section 5(g)(2) of the Act, a bar is imposed on making requirements for restriction in 
applications for patent filed before the date of enactment.  Specifically, no such requirement can 
be made after six months from the date of enactment.  In addition, section 121 restricts the time 
for filing a divisional application under section 121 to one year after the date of enactment of this 
Act. 
 
Under these transition provisions, applicants for patent are afforded a one-year period after the 
date of enactment of the Act to moot any restriction requirements that have been made prior to 
the bar on section 121-based requirements imposed under paragraph 2.  The option to obviate 
extant requirements for restriction exists though the filing of a continuing application during the 
one-year transition period after the date of enactment, i.e., before the repeal of section 120 takes 
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effect.  During this one-year transition period the filing of a continuing application does not 
automatically trigger the applicability of the amendments under Section 2 of the Act and, 
therefore, does not automatically trigger the applicability of the amendments to section 101.  The 
applicant for patent would have the option for the amendments to section 101 to apply or not to 
the application. 
 

3. Technical Corrections 
 
The remedial amendment to section 119(e) is made applicable as though enacted under the 
America Invents Act.   
 
Concluding Comments 
 
The Patent Act of 2021 advances the objective of creating a more fully codified patent statute, by 
adding to the statute aspects of the patent law currently found only in decisions of the courts.  In 
addition, the Act overrules or moots aspects of judge-made patent law that have not served to 
advance the constitutional objective of the patent system to promote progress in useful arts.   
 
Most critically, however, the Act has focused on jettisoning from the patent statute, and the 
patent law more generally, provisions, practices, and procedures that have unduly complicated 
the law, injected intolerable uncertainties into securing and enforcing patent rights, and resulted 
in unnecessary costs and delays in establishing and adjudicating patent rights.  By doing so in a 
manner that largely avoids creating new legal requirements or establishing any new legal 
principles, the Act seeks to avoid creating new uncertainties in the law as it works to eradicate 
existing sources of complexity and uncertainty.   
 
Simplifying and streamlining the patent law aim to advance the objective that it be a prime 
engine for driving investments in the development and commercialization of new technology. 
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