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35 U.S.C. § 2
POWERS AND DUTIES
(b) SPECIFIC POWERS.–The Office–
(2) may establish regulations, not
inconsistent with law, which–
(A) shall govern the conduct of
proceedings in the Office
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Legislative History Timeline
1999

1952

113 Stat. 1501A,
§ 4712 (1999), 35
U.S.C. § 2(b)(2)(A)

“The Office may establish regulations, not inconsistent with law,
which shall govern the conduct of proceedings in the Office....”

66 Stat. 793, § 6
“He may, subject to the approval of the Secretary of Commerce,
(1952), 35 U.S.C. § 6(a) establish regulations, not inconsistent with law, for the conduct

of proceedings in the Patent Office.”

1870

1861

16 Stat. 200, § 19
(1870)

“That the commissioner, subject to the approval of the Secretary
of the Interior, may from time to time establish regulations, not
inconsistent with law, for the conduct of proceedings in the
patent office.”

12 Stat. 246, § 2 (1861) “[T]he said examiners-in-chief shall be governed in their action

by the rules to be prescribed by the Commissioner of Patents.”
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Legislative History of 1870 Act

Benjamin Butler (MA)

“Now he [the Commissioner] has under him a Board of
Examiners, who are nominated by the President and
confirmed by the Senate, and who are quite his equals
in every respect.... The difficulty is that the
Commissioner has made a series of timetables, and
other rules and regulations … which he has applied to
the examiners, who are his equals and coordinates, and
who ought not to be in any way under him…. I am
willing that he should govern his clerks and laborers and
all who hold under him, but I am not willing that he
should have the power of annoying and disturbing, if
he chooses, the men who are appointed by the same
power as he is and with the same rank.”
Congressional Globe, 41st Cong., 2nd Sess., pp. 2855-56, April 20, 1870
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Legislative History of 1870 Act

Thomas Allen Jenckes (RI)

“This power to make rules and regulations is to apply to the
proceedings of the Patent Office, and not at all to the persons
employed there; and the rules and regulations to which the
gentleman refers, and of which he complains, are made by the
Commissioner under the power of the existing law, which is
reprinted in this bill, at the end of §10, in the following words:
‘They shall be governed in their actions by rules prescribed by
him.’ That power we propose to take away. It is part of the
recommendation to the committee that these words shall be
stricken out from the existing law, and that the power which, the
Commissioner shall have and ought to have shall be that of
regulating the manner in which the proceedings shall be
conducted in his Office; the rules of court, so to speak, not the
rules of decision but of government.”
Congressional Globe, 41st Cong., 2nd Sess., pp. 2855-56, April 20, 1870
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Legislative History of 1870 Act
“Thus, the Commissioner’s rulemaking power
is for the purpose of regulating the manner in
which proceedings shall be conducted, and
not for annoying and disturbing the
Examiners-in-Chief.”
Herbert C. Wamsley, The Rulemaking Power of the Commissioner of
Patents and Trademarks (Part 1), 64 J. Pat. Off. Soc'y 490 (1982)
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2007 Final Rules – Claims & Continuations
• Claims (Rules 75 and 265)

• If claims exceed 5 independent or 25 total claims, then
applicant must conduct and submit an “examination support
document” including a preexamination prior art search.

• RCE (Request for Continued Examination) (Rule 114)

• Only 1 RCE as a matter of right. Subsequent RCEs require
showing that the amendment/evidence could not have been
submitted earlier.

• Continuations (Rule 78)
• Only 2 CONs as a matter of right. Subsequent CONs require
showing that the amendment/evidence could not have been
submitted earlier.
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Tafas v. Doll (Fed. Cir. 2009)
Opinion for the court

1. PTO receives no Chevron deference in interpreting the scope of its own authority
under § 2(b)(2). [Chevron step zero]
2. PTO’s authority under § 2(b)(2) is limited to “procedural”, not “substantive”,
rulemaking. [Chevron step zero]
3. Claim & RCE rules do not conflict with Patent Act and are a valid exercise of PTO’s
§2(b)(2) rulemaking. [Chevron steps 1 & 2]
4. Continuation rule is invalid because it violates §120, which unambiguously sets forth
the exclusive requirements for a later application’s priority benefit. [Chevron step 1]

Concurrence
[Regarding the scope of §2(b)(2),] “I do not think it necessary, or particularly helpful, to consider
whether those regulations would be deemed ‘substantive,’ ‘interpretive,’ or 'procedural’ either
under section 4 of the Administrative Procedure Act, 5 U.S.C. § 553, or under statutory schemes
applicable to other agencies.”
Dissent
“I concur with this court’s conclusion that the PTO is not entitled to Chevron deference with
respect to its own rulemaking authority. However, in my view, the Final Rules are substantive,
not procedural. Thus, I would affirm the district court’s conclusion that the PTO exceeded its
9
statutory rulemaking authority in promulgating these rules.”

City of Arlington v. FCC (US Supreme Court 2013)
“We granted certiorari … limited to the first question presented: ‘Whether . . . a court
should apply Chevron to an agency’s determination of its own jurisdiction.’”
“The question here is whether a court must defer under Chevron to an agency’s
interpretation of a statutory ambiguity that concerns the scope of the agency’s statutory
authority (that is, its jurisdiction).”
“[T]he distinction between ‘jurisdictional’ and ‘nonjurisdictional’ interpretations is a
mirage. No matter how it is framed, the question a court faces when confronted with an
agency’s interpretation of a statute it administers is always, simply, whether the agency
has stayed within the bounds of its statutory authority.”
“Because the question—whether framed as an incorrect application of agency authority
or an assertion of authority not conferred—is always whether the agency has gone
beyond what Congress has permitted it to do, there is no principled basis for carving out
some arbitrary subset of such claims as ‘jurisdictional.’”
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Cuozzo Speed Tech. v. Lee (U.S Supreme Court 2015)
§316. CONDUCT OF INTER PARTES REVIEW
(a) REGULATIONS.–The Director shall prescribe
regulations– (4) establishing and governing inter
partes review under this chapter and the relationship
of such review to other proceedings under this title

§ 2. POWERS AND DUTIES
(b) SPECIFIC POWERS.–The Office– (2) may establish
regulations, not inconsistent with law, which … (A)
shall govern the conduct of proceedings in the
Office

“[T]he statute allows the Patent Office to issue rules ‘governing inter partes review,’ §316(a)(4), and the
broadest reasonable construction regulation is a rule that governs inter partes review.
Both the dissenting judges in the Court of Appeals and Cuozzo believe that other ordinary tools of
statutory interpretation, INS v. Cardoza-Fonseca, 480 U. S. 421, 432, and n. 12 (1987), lead to a
different conclusion. The dissenters, for example, point to cases in which the Circuit interpreted a grant
of rulemaking authority in a different statute, §2(b)(2)(A), as limited to procedural rules. See, e.g.,
Cooper Technologies Co. v. Dudas, 536 F. 3d 1330, 1335 (CA Fed. 2008). These cases, however, as
we just said, interpret a different statute. That statute does not clearly contain the Circuit’s
claimed limitation, nor is its language the same as that of §316(a)(4). Section 2(b)(2)(A) grants the
Patent Office authority to issue ‘regulations’ ‘which . . . shall govern . . . proceedings in the Office’
(emphasis added), but the statute before us, §316(a)(4), does not refer to ‘proceedings’—it refers more
broadly to regulations ‘establishing and governing inter partes review.’ The Circuit’s prior interpretation
of §2(b)(2)(A) cannot magically render unambiguous the different language in the different statute
11
before us.”

Panel Discussion
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Question 1
After City of Arlington, will the USPTO’s
interpretation of 35 U.S.C. § 2(b)(2)(A) be
owed Chevron deference?
• by the Federal Circuit today?
• by the Supreme Court in the future?
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Tafas v. Doll (Fed. Cir. 2009)
Cases from this court have concluded, in different circumstances, that an agency’s
determination of the scope of its own authority is not entitled to Chevron deference. See,
e.g., Borlem S.A.-Empreedimentos Industriais v. United States, 913 F.2d 933, 937 (Fed. Cir.
1990) (“A court is indeed obligated to give deference to an agency acting within its scope of
responsibility. . . . [However,] such deference should not apply when the issue is the legal
scope of an agency’s authority.”). A majority of the Supreme Court has not yet spoken to
this issue. Cf. Miss. Power & Light Co. v. Miss. ex rel. Moore, 487 U.S. 354, 380 (1988)
(Scalia, J., concurring) (“Contrary to the dissent, we have held that this rule of deference
applies to an agency’s interpretation of a statute designed to confine its authority.”
(citation omitted)) with id. at 386 (Brennan, J., dissenting) (“I cannot, however, agree with
Justice SCALIA’s conclusion that courts must defer to an agency’s statutory construction even
where, as here, the statute is designed to confine the scope of the agency’s jurisdiction to
the areas Congress intended it to occupy.”); see also N. Ill. Steel Supply Co. v. Sec’y of Labor,
294 F.3d 844, 846-47 (7th Cir. 2002) (recognizing Justice Scalia’s concurrence in Mississippi
Power, stating that “the Supreme Court has not definitively ruled on the issue,” and
declining to grant deference to the agency’s determination of its own jurisdiction).
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Question 2
After Cuozzo, will the Federal Circuit continue
to interpret § 2(b)(2)(A) as being limited to
“procedural”—as distinct from “substantive”—
rules?
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Question 3
How should § 2(b)(2)(A) be interpreted?
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Text of 35 U.S.C. § 2(b)(2)(A)

Questions

The Office may establish
[1] regulations,

Only rules codified in the CFR?

[2] not inconsistent with law,
which shall

Only statutory law?

[3] govern the conduct of
proceedings

Only “the manner in which the proceedings
shall be conducted in his Office; the rules of
court, so to speak, not the rules of decision
but of government”?
Conduct outside of the Office?
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[4] in the Office.

Question 4
What new rules might the Biden Administration
offer to test the scope of § 2(b)(2)(A)?
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Example 1: Doctrine of Inherency
STATUTE: 35 U.S.C. § 102
(a) Novelty; Prior Art.—A person shall be
entitled to a patent unless—
(1) the claimed invention was patented,
described in a printed publication, or in
public use, on sale, or otherwise available to
the public before the effective filing date of
the claimed invention; or
(2) the claimed invention was described
in a patent issued under section 151, or in
an application for patent published or
deemed published under section 122(b)….

CASE LAW: Federal Circuit/CCPA
“Inherency ‘may not be established by probabilities or
possibilities,’ and ‘[t]he mere fact that a certain thing may result
from a given set of circumstances is not sufficient.’ Rather,
inherency renders a claimed limitation obvious only if the
limitation is ‘necessarily present,’ or is ‘the natural result of the
combination of elements explicitly disclosed by the prior art.’”
Persion Pharm. LLC v. Alvogen Malta Operations LTD., 945 F.3d
1184, 1191 (Fed. Cir. 2019) (citing Oelrich, 666 F.2d at 581;
Hansgirg v. Kemmer, 102 F.2d 212, 214 (C.C.P.A. 1939); In re
Rijckaert, 9 F.3d 1531, 1533-1534 (Fed. Cir. 1993)).

PROPOSED REGULATION (to be codified in C.F.R.):
During examination of a patent application or reexamination of a patent, the Office may determine that a claimed
limitation, though not expressly disclosed, is inherently disclosed by the prior art, if a preponderance of the evidence
establishes that the limitation was either (a) more likely than not present in the prior art or (b) more likely than not
the natural result of the prior art.
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Example 2: Limit on New Claims in Reexam
STATUTE: 35 U.S.C. § 305
… In any reexamination proceeding under this chapter, the patent
owner will be permitted to propose any amendment to his patent
and a new claim or claims thereto, in order to distinguish the
invention as claimed from the prior art cited under the provisions
of section 301, or in response to a decision adverse to the
patentability of a claim of a patent. No proposed amended or new
claim enlarging the scope of a claim of the patent will be
permitted in a reexamination proceeding under this chapter.…

STATUTE: 35 U.S.C. § 307(a)
In a reexamination proceeding under this chapter,
when the time for appeal has expired or any appeal
proceeding has terminated, the Director will issue and
publish a certificate canceling any claim of the patent
finally determined to be unpatentable, confirming any
claim of the patent determined to be patentable, and
incorporating in the patent any proposed amended or
new claim determined to be patentable.

CASE LAW: Federal Circuit/CCPA
“Subject to the arguable requirement that an applicant cannot ‘obscure’ his invention by ‘undue multiplicity,’ our
precedent does not suggest that there is a limit on the number of claims. In re Clark, 97 F.2d 628, 631 (CCPA 1938); see
also In re Wakefield, 422 F.2d 897, 900 (CCPA 1970) (‘[A]n applicant should be allowed to determine the necessary
number and scope of his claims....’).” Tafas v. Doll, 559 F.3d 1345, 1363 (Fed. Cir. 2009).
PROPOSED REGULATION (to be codified in C.F.R.):
No new claim may be added to a patent under reexamination if the addition of such claim would cause the patent to contain
more than (a) five independent claims or (b) a total of 25 claims.
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Polling Questions
1. After City of Arlington, will the USPTO’s interpretation of 35 U.S.C.
§ 2(b)(2)(A) be owed Chevron deference (by the Federal Circuit today)?
2. After Cuozzo, will the Federal Circuit continue to interpret § 2(b)(2)(A)
as being limited to “procedural”—as distinct from “substantive”—
rules?
3. Is the regulation in Example 1 (Redefining the Inherency Doctrine) a
valid regulation under § 2(b)(2)(A)?
4. Is the regulation in Example 2 (Setting a Hard Limit on New Claims in
Reexamination) a valid regulation under § 2(b)(2)(A)?
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