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35 U.S.C.101: 

“Whoever invents or discovers any new and 
useful process, machine, manufacture, or 
composition of matter, or any new and useful 
improvement thereof, may obtain a patent 
therefor, subject to the conditions and 
requirements of this title.”

5

Flook–Diehr-Alice/Mayo



Judicial exceptions for: 

“basic tools of science” including 
abstract ideas (math & methods of 

organizing human activity), 
mental processes, and 
laws of nature.

6

Flook–Diehr-Alice/Mayo



Parker v. Flook, 437 U.S. 
584 (1978)
Claimed 
q computer 
q executing equation 
q to update an alarm 

limit during catalytic 
conversion process 

7

Flook–Diehr-Alice/Mayo



Parker v. Flook, 437 U.S. 584 (1978)
q Limit was a number
q Claims did not recite means for setting or 

adjusting alarm

8

Flook–Diehr-Alice/Mayo



Parker v. Flook, 437 U.S. 584 (1978)
The “process is unpatentable under §101, 
not because it contains a mathematical 
algorithm as one component, but because 
once that algorithm is assumed to be within 
the prior art, the application, considered as a 
whole, contains no patentable invention.”  

9

Flook–Diehr-Alice/Mayo



Parker v. Flook, 437 U.S. 584 (1978)
“The notion that post-solution activity, no 
matter how conventional or obvious in itself, 
can transform an unpatentable principle into a 
patentable process exalts form over 
substance.” 

10

Flook–Diehr-Alice/Mayo



Parker v. Flook, 437 U.S. 584 (1978)
Once the algorithm is removed, 
what remains is not patentable

11

Flook–Diehr-Alice/Mayo



Diamond v. Diehr, 450 U.S. 174 (1981)
Claims 
q rubber molding process 
q using a digital computer and equation 
q to determine the proper time for opening 

the mold and 
q physically opening it.  

12

Flook–Diehr-Alice/Mayo



Diamond v. Diehr, 450 U.S. 174 (1981)
“a claim drawn to subject matter otherwise 
statutory does not become nonstatutory 
simply because it uses a mathematical 
formula, computer program, or digital 
computer.…” 

13

Flook–Diehr-Alice/Mayo



Diamond v. Diehr, 450 U.S. 174 (1981)
“[A]n application of a law of nature or 
mathematical formula to a known structure 
or process may well be deserving of patent 
protection.”  

14

Flook–Diehr-Alice/Mayo



Diamond v. Diehr, 450 U.S. 174 (1981)
“The “novelty” of any element or steps in a 
process, or even of the process itself, is of 
no relevance in determining whether the 
subject matter of a claim falls within the §
101 categories of possibly patentable 
subject matter. 

15

Flook–Diehr-Alice/Mayo



Diamond v. Diehr, 450 U.S. 174 (1981)
Distinguished Flook as directed only to a 
formula for computing an updated alarm. 

16

Flook–Diehr-Alice/Mayo



Diamond v. Diehr, 450 U.S. 174 (1981)
“A mathematical formula as such is not 
accorded the protection of our patent laws … 
and this principle cannot be circumvented by 
attempting to limit the use of the formula to a 
particular technological environment. …”

17

Flook–Diehr-Alice/Mayo



Diamond v. Diehr, 450 U.S. 174 (1981)
“Similarly, insignificant post-solution activity will 
not transform an unpatentable principle into a 
patentable process.” 

18

Flook–Diehr-Alice/Mayo



Diamond v. Diehr, 450 U.S. 174 (1981)
Activity beyond a formula must be significant 
but need not be inventive.

19

Flook–Diehr-Alice/Mayo



Diamond v. Diehr, 450 U.S. 174 (1981)
Confused?

20

Flook–Diehr-Alice/Mayo



Diamond v. Diehr, 450 U.S. 174 (1981)
You should be!
Flook and Diehr conflict

21

Flook–Diehr-Alice/Mayo



Mayo Collaborative Services v. Prometheus 
Labs, 566 US 66, 132 S. Ct. 1289 (2012)
Method of:
q giving a drug to a patient, 
q measuring metabolites of that drug, and 
q with a known threshold for efficacy in mind, 
q deciding whether to increase or decrease 

the dosage

22

Flook–Diehr-Alice/Mayo



Mayo Collaborative Services v. Prometheus 
Labs, 566 US 66, 132 S. Ct. 1289 (2012)
Not Patentable
“Purely ‘conventional or obvious’ ‘[pre]-solution 
activity’ is normally not sufficient to transform 
an unpatentable law of nature into a patent-
eligible application of such a law.” 

23

Flook–Diehr-Alice/Mayo



Mayo Collaborative Services v. Prometheus 
Labs, 566 US 66, 132 S. Ct. 1289 (2012)
“‘Post-solution activity’ that is purely 
‘conventional or obvious,’ … ‘can[not] 
transform an unpatentable principle into a 
patentable process.’”

24

Flook–Diehr-Alice/Mayo



Mayo Collaborative Services v. Prometheus 
Labs, 566 US 66, 132 S. Ct. 1289 (2012)

Is Mayo wrongly decided? 

In view of Diehr’s “substantial” element 
standard?

25

Flook–Diehr-Alice/Mayo



Mayo Collaborative Services v. Prometheus 
Labs, 566 US 66, 132 S. Ct. 1289 (2012)
Two-part test, whether: 
1. claims directed to a judicial exception; 
2. additional limitations identify an inventive 

concept (practical application)

26

Flook–Diehr-Alice/Mayo



Alice Corp. v. CLS Bank, 573 U.S. 208 (2014)
Claims 
q computer-implemented, 
q electronic escrow service 
q for facilitating financial transactions
27

Flook–Diehr-Alice/Mayo



Alice Corp. v. CLS Bank, 573 U.S. 208 
(2014)
Unpatentable

28

Flook–Diehr-Alice/Mayo



Alice Corp. v. CLS Bank, 573 U.S. 208 
(2014)
Applied Mayo two-step test

29

Flook–Diehr-Alice/Mayo



Alice Corp. v. CLS Bank, 573 U.S. 208 
(2014)
Implementing abstract idea on computer 
insufficient to provide inventive concept 
because the ordinary and customary use of a 
general-purpose digital computer would have 
been generic, conventional, or obvious.

30

Flook–Diehr-Alice/Mayo



Alice Corp. v. CLS Bank, 573 U.S. 208 
(2014)

If Diehr were applied, instead of Mayo, 
would use of a general-purpose computer be 
substantial? 

Is there any way to implement software other 
than on a computer?

31

Flook–Diehr-Alice/Mayo
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Finjan, Inc. v. Blue Coat Systems, Inc., 879 
F.3d 1299 (Fed Cir. 2018)
Claimed method of 
q virus scanning an application program, 
q generating a security profile identifying 

any potentially suspicious code in the 
program, and 

q linking the security profile to the 
application program 

33

Pre-Guideline Cases



Finjan, Inc. v. Blue Coat Systems, Inc., 879 
F.3d 1299 (Fed Cir. 2018)
Patent eligible because the claimed method 
recites specific steps that realize an 
improvement in computer functionality

34

Pre-Guideline Cases



Finjan, Inc. v. Blue Coat Systems, Inc., 879 
F.3d 1299 (Fed Cir. 2018)
Method generates security profile that 
identifies both hostile and potentially hostile 
operations, and can protect the user against 
both previously unknown viruses and 
"obfuscated code" 

35

Pre-Guideline Cases



Finjan, Inc. v. Blue Coat Systems, Inc., 879 
F.3d 1299 (Fed Cir. 2018)
Improvement over traditional virus scanning, 
which only recognized the presence of 
previously-identified viruses

36

Pre-Guideline Cases



Berkheimer v. HP, 881 F.3d 1360 (Fed. 
Cir. 2018)
Claim to digitally processing and archiving 
files in a digital asset management system

37

Pre-Guideline Cases



Berkheimer v. HP, 881 F.3d 1360 (Fed. 
Cir. 2018)
Specification disclosed that system 
eliminates redundant storage of common 
text and graphical elements, improving 
system operation efficiency and reducing 
storage costs

38

Pre-Guideline Cases



Berkheimer v. HP, 881 F.3d 1360 (Fed. 
Cir. 2018)
Mayo/Alice Step 1: 
claims directed to abstract ideas (parsing 
and comparing data, parsing, comparing, 
and storing data, and parsing, comparing, 
storing, and editing data

39

Pre-Guideline Cases



Berkheimer v. HP, 881 F.3d 1360 (Fed. 
Cir. 2018)

Step 1: 
All claims held abstract, at 1366-67

40

Pre-Guideline Cases



Berkheimer v. HP, 881 F.3d 1360 (Fed. 
Cir. 2018)
Mayo/Alice Step 2: 
Considered claim elements individually and 
as an ordered combination

41

Pre-Guideline Cases



Berkheimer v. HP, 881 F.3d 1360 (Fed. 
Cir. 2018)
Recognizing "whether a claim element or 
combination of elements is well-understood, 
routine and conventional to a skilled artisan 
in the relevant field is a question of fact." 
Id. at 1367-68.

42

Pre-Guideline Cases



Berkheimer v. HP, 881 F.3d 1360 (Fed. 
Cir. 2018)
Step 1: Failed
Step 2: Passed

Affirm-in-part, vacate-in-part, and remand for 
further proceedings

43

Pre-Guideline Cases



Core Wireless Licensing S.A.R.L., v. LG 
Electronics, Inc., 880 F.3d 1356 (Fed. Cir. 
2018)
Claimed 
q graphical user interface (GUI) 
q for mobile devices 
q displaying summary of each unlaunched 

application on the main menu
44

Pre-Guideline Cases



Core Wireless Licensing S.A.R.L., v. LG 
Electronics, Inc., 880 F.3d 1356 (Fed. Cir. 
2018)
Computing device claims held patent-eligible 
because they are directed to an improved user 
interface for electronic devices, 
not to the abstract idea of an index. 

45

Pre-Guideline Cases



Core Wireless Licensing S.A.R.L., v. LG 
Electronics, Inc., 880 F.3d 1356 (Fed. Cir. 
2018)
Claims contained precise language delimiting 
the type of data to be displayed and how to 
display it, improving on conventional user 
interfaces to increase the efficiency of using 
mobile devices

46

Pre-Guideline Cases



Core Wireless Licensing S.A.R.L., v. LG 
Electronics, Inc., 880 F.3d 1356 (Fed. Cir. 
2018)
Comparing patentable eligible claims to those 
in Enflsh, Thales, Visual Memory, and Finjan

47

Pre-Guideline Cases



Introduction

Act III:  
1. Settlement
2. Trial
3. AppealAct III



Mayo Step 1:  
Whether the claim recites a judicial 
exception (abstract idea, product of nature, 
law of nature or natural phenomenon).

49

Jan. 2019 Guidelines



Mayo Step 2:
Step 2A: whether the exception is integrated 
into a practical application by additional 
elements without considering whether they 
are conventional or obvious. If so, the claim 
is patent eligible. 

Is this Diehr?
50

Jan. 2019 Guidelines



Mayo Step 2:
Step 2B: whether the additional elements 
are  more than well known, routine, or 
conventional, either alone or in combination, 
providing an inventive concept 

Is this Flook?

51

Jan. 2019 Guidelines



52

Jan. 2019 Guidelines



Step 2A restores Diehr

Unpatentable Abstract Ideas: 

53

Jan. 2019 Guidelines



q organizing human activity; 
q fundamental economic principles (hedging, 

insurance, and mitigating risk); 
q commercial or legal interactions (contracts; legal 

obligations; advertising, marketing or sales 
activities or behaviors; business relations); 

q managing personal behavior or relationships or 
interactions between people (including social 
activities, teaching, and following rules or 
instructions) and 

q mental processes (observation, evaluation, 
judgment opinion) 

54

Jan. 2019 Guidelines



Step 2A: 

the judicial exception is integrated into a 
practical application, 
providing an additional element:

55

Jan. 2019 Guidelines



ü reflects an improvement in computer or 
other technology;

56

Jan. 2019 Guidelines



ü uses a judicial exception to effect a 
particular treatment or prophylaxis 
(prevention) of a disease or medical 
condition;

57

Jan. 2019 Guidelines



ü effects a transformation or reduction of a 
particular article to a different state or thing 
(classical process definition); and

58

Jan. 2019 Guidelines



ü uses the judicial exception in some other 
meaningful way beyond generally linking the 
use of the judicial exception to a particular 
technological environment, such that the 
claim as a whole is more than a drafting 
effort designed to monopolize the exception 
(catch all).

59

Jan. 2019 Guidelines



Does this apply to a computer in view of Alice?

60

Jan. 2019 Guidelines



Step 2B: 
§ Is it an inventive concept? 
§ Do the claims require “significantly more” 

than the recited judicial exception (not well 
known, routine, or conventional, either alone 
or in combination)?

61

Jan. 2019 Guidelines



An examiner may consider data gathering 
steps insignificant extra-solution activity in 
Step 2A (not integrated into a practical 
application)

62

Jan. 2019 Guidelines



However, in Step 2B, the examiner could 
determine that they occur in an unconventional 
way and, therefore, include an “inventive 
concept,” rendering the claim patent-eligible

63

Jan. 2019 Guidelines



Clarify Jan. 2019 
Guidelines
q Being based on or 

involving a 
mathematical 
concept does not 
necessarily recite a 
mathematical 
concept

64

Oct. 2019 Revision



65



Clarify Jan. 2019 Guidelines
q Being based on or involving a mathematical 

concept does not necessarily recite a 
mathematical concept

66

Oct. 2019 Revision



Clarify
q Not all methods of organizing human activity 

are abstract (e.g., “a defined set of steps for 
combining particular ingredients to create a 
drug formulation” is not a “certain method of 
organizing human activity”)

67

Oct. 2019 Revision



Clarify
q Claims do not recite a mental process when 

they cannot practically be performed by the 
human mind (e.g., calculate GPS position)

68

Oct. 2019 Revision



Clarify
q Claims can include steps that can be 

partially performed by the human mind, 
although they may require a computer 

69

Oct. 2019 Revision



Clarify
q The use of a physical aid (i.e., pen and 

paper) does not negate the mental nature of 
the limitation

70

Oct. 2019 Revision



Clarify
q Can integrate a judicial exception by 

effecting a particular treatment of, or 
protection from, a disease or medical 
condition

71

Oct. 2019 Revision



Clarify
q Is the treatment specifically identified?
q Does the treatment have a significant 

relationship to the exception(s), e.g., 
affect vs. not affect the condition?

q Does the treatment impose meaningful 
limits, i.e., more than extra-solution 
activity or a field-of-use?

72

Oct. 2019 Revision



Practice Tip:
In drafting the application and claims, and 
responding to office actions, always provide 
a basis and argue both Steps 2A and 2B

73

Oct. 2019 Revision



1. A treatment method comprising:
(a) calculating a ratio of C11 to C13 levels measured in a 

blood sample from a patient diagnosed with Nephritic 
Autoimmune Syndrome Type 3 (NAS-3) to identify the 
patient as having a non-responder phenotype;

(b) administering a treatment to the patient having a non-
responder phenotype.

INELIGIBLE: 
q 2A(1):No product of nature is recited. Yet, the calculation is 

an abstract mathematical concept, it can be performed by 
the human mind, and the relationship represents a law of 
nature.  

q 2A(2): The additional “administering” step provides no 
particular treatment that would integrate the calculation into 
a practical application. 74

Medical Example



2. The method of claim 1, wherein the treatment is a non-
steroidal agent capable of treating NAS-3.

3. The method of claim 1, wherein the treatment is 
rapamycin.

4. The method of claim 1, wherein the treatment is a 
course of plasmapheresis.

ELIGIBLE: 
q Claims 2-4 integrate the calculation into a practical 

application, i.e., effective treatment. Whether the 
treatment is conventional does not matter at this step

75

Medical Example



2. The method of claim 1, wherein the treatment is
a non-steroidal agent capable of treating NAS-
3.

3. The method of claim 1, wherein the treatment is 
rapamycin.

4. The method of claim 1, wherein the treatment is 
a course of plasmapheresis.

Could result in divided infringement, unless the 
same person does both the calculating and 
administering

76

Medical Example



5. A treatment method comprising administering
rapamycin to a patient identified as having 
Nephritic Autoimmune Syndrome Type 3 (NAS-3).

ELIGIBLE:
q Rapamycin is a naturally occurring or nature-

based product but the claim is not directed to it. 
q The claim is not subject to the “markedly different 

analysis” for nature-based products used in a 
process.

q The “administering” step is not a judicial 
exception, i.e., not a law of nature.

77

Medical Example



1. A controller for an injection molding apparatus having a mold 
defining a cavity for receiving uncured polyurethane that is heated 
to form a molded article during a cycle of operation of the 
apparatus, the controller configured to:
(a) repeatedly obtain measurements of the temperature of a mold;
(b) calculate an extent of curing completion of polyurethane in the 

mold using the obtained temperatures and the Arrhenius 
equation; and

(c) determine the extent that the polyurethane is cured as a 
percentage.

INELIGIBLE: 
2A(1) “Calculate” and “equation” are abstract mathematical 
concepts and can be performed by the human mind. The 
Arrhenius equation represents a law of nature. The “determine” 
step is a conversion from a decimal format to a percentage by 
multiplying by 100, so it is a mathematical concept.

78

Computer Example



1. A controller for an injection molding apparatus having a mold defining a cavity 
for receiving uncured polyurethane that is heated to form a molded article 
during a cycle of operation of the apparatus, the controller configured to:
(a) repeatedly obtain measurements of the temperature of a mold;
(b) calculate an extent of curing completion of polyurethane in the mold using 

the obtained temperatures and the Arrhenius equation; and
(c) determine the extent that the polyurethane is cured as a percentage.

INELIGIBLE: 
2A(2) “repeatedly obtain measurements” is mere data gathering. The controller 
is a general-purpose computer and does not negate the mental process.  
q The Courts have made it clear that mere physicality or tangibility of an 

additional element or elements is not a relevant consideration in the eligibility 
analysis, the physical nature of the controller does not affect this analysis. 
Thus, the additional elements DO NOT integrate the judicial exceptions into a 
practical application.

q 2B The controller and its data gathering are well known insignificant extra 
solution activities.

79

Computer Example



INELIGIBLE: 
q Mere physicality or tangibility of an additional 

element or elements is not relevant in eligibility 
analysis, the physical nature of the controller does 
not affect this analysis. Thus, the additional 
elements DO NOT integrate the judicial exceptions 
into a practical application.

q 2B: The controller and its data gathering are well 
known insignificant extra solution activities.

80

Computer Example



2. The controller of claim 1, which is further configured 
to: 

(d) send control signals to the injection molding 
apparatus once the polyurethane has reached a 
target percentage, the control signals instructing 
the apparatus to open the mold and eject the 
molded polyurethane from the mold.

ELIGIBLE:
2A(2) Element (d) integrates the judicial exceptions 
into a practical application in which prior molding is 
improved. 81

Computer Example



3. A system comprising the controller of claim 1 connected to a means 
for temperature measuring that repeatedly measures the 
temperature of the mold.

INELIGIBLE: 
2A(2) “Means for temperature measuring” under 112(f) is a data 
gathering thermocouple, insignificant extra-solution activity, which 
fails to integrate the judicial exception into a practical application.

ELIGIBLE: 
2B: The specific ARCXY thermocouple is not well known. 
Repeatedly measuring the temperature with the ARCXY 
thermocouple was also not well-known, and is significant because its 
better long-term performance and durability are beneficial to the 
injection molding apparatus

82

Computer Example



4. A controller for an injection molding apparatus having a mold defining a 
cavity for receiving uncured polyurethane that is heated to form a 
molded article during a cycle of operation of the apparatus, the 
controller configured to:
(a) send a control signal to the injection molding apparatus to 

regulate injection of uncured polyurethane into the mold, and to 
heat the mold to a target temperature to cure the polyurethane;

(b) repeatedly obtain temperature measurements of the mold;
(c) compare the obtained temperatures to a target temperature; and
(d) maintain temperature of the mold within two degrees of the target 

temperature by sending a control signal to the apparatus to 
selectively heat or cool the mold when the obtained temperature 
of the mold is more than two degrees different than the target 
temperature.

83

Computer Example



INELIGIBLE: 
2A(1) - The “compare the obtained temperatures” step is an abstract 
mental process, a judicial exception. 

INELIGIBLE: 
2A(2) The controller is recited generally, as an instruction to apply the 
exception, this attempts to link the exception to a technological 
environment is not sufficient. That it is physical is not relevant. 
q Limitation (a): “sending a control signal” to regulate injection and 

to heat the mold is merely a field of use or technological 
environment limitation. It is also insignificant extra-solution activity 
because it merely gathers data for use in calculating the extent of 
curing completion. 

q Limitation (b): “repeatedly obtain temperature” is a data gathering 
step. 

84

Computer Example



ELIGIBLE:
q Limitation (d): “maintain temperature of the mold 

within two degrees of the target temperature by 
sending a control signal to the apparatus” uses  
the information obtained via the judicial exception 
to take corrective action and control the 
injection molding apparatus in a particular way, 
which is “another meaningful limitation” that 
integrates the judicial exception into the overall 
control scheme.

85

Computer Example



NB:  No Court has Adopted USPTO 
Guidelines

q Federal Circuit; 
q United States Supreme Court

Ex parte Patil (PTAB, Jan. 7, 2021) applying 
USPTO Guidelines in PTAB
cxLoyalty v. Maritz Holdings, 201 WL 416919, 
fn. 1 (Fed. Cir., Feb. 8, 2021) Guidelines are not 
law and are not binding on Federal Circuit. 

86

Computer Example
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Illumina, Inc. v. Ariosa Diagnostics, Inc., 
967 F.3d 1319 (Fed. Cir. 2020)
Claims directed to 
q method of preparing plasma 
q to isolate and amplify extracellular fetal DNA 
q based on the fetal DNA strands in maternal 

plasma

88

Post Guideline Cases 



Illumina, Inc. v. Ariosa Diagnostics, Inc., 967 
F.3d 1319 (Fed. Cir. 2020)

ELIGIBLE: 
Step 1: Claims not “directed to” natural 
phenomenon of shorter fetal DNA strands, they 
recite human-engineered size discrimination 
thresholds not dictated by natural phenomenon, 
and the natural size distribution of fetal and 
maternal extracellular DNA overlap one another

89

Post Guideline Cases 



American Axle v. Neapco Holdings, 977 
F.3d 1379 (Fed. Cir. 2020)
Claims 
q method for manufacturing driveline propeller 

shafts (“propshafts”) 
q with liners that are 
q designed to attenuate vibrations transmitted 

through a shaft assembly 

90

Post Guideline Cases 



American Axle v. Neapco Holdings, 977 F.3d 1379 (Fed. Cir. 2020)
1. A method for manufacturing a shaft assembly of a driveline system 

… including a first driveline component and a second driveline 
component, the shaft assembly being adapted to transmit torque 
between the first … and the second driveline component, the 
method comprising:
providing a hollow shaft member;
tuning at least one liner to attenuate at least two types of vibration 

transmitted through the shaft member; and
positioning the  … one liner within the shaft member such that [it] 

is configured to damp shell mode vibrations in the shaft [by] 
greater than or equal to about 2%, and … to damp bending 
mode vibrations in the shaft …, the … one liner being tuned to 
within about ±20% of a bending mode natural frequency of 
the [installed] shaft assembly …

91

Post Guideline Cases 



American Axle v. Neapco Holdings, 977 F.3d 
1379 (Fed. Cir. 2020)
q First and second driveline components transmit 

torque.
q “Tuning” at least one liner 204 to simultaneously 

attenuate at least two types of vibration
q Neither claims nor specification disclose “tuning.”

92

Post Guideline Cases 



American Axle v. Neapco Holdings, 977 F.3d 
1379 (Fed. Cir. 2020)
District Court held:  

q Claims “are directed to laws of nature: 
Hooke’s law [relates mass to vibration 
frequency] and friction damping.” 

q “additional steps consist of well-understood, 
routine, conventional activity, which  “add 
nothing significant beyond the sum of their 
parts taken separately.” 

93

Post Guideline Cases 



American Axle v. Neapco Holdings, 977 F.3d 1379 
(Fed. Cir. 2020)
q Affirmed
q Applied Two-Step Mayo/Alice Test: 

1. directed to a law of nature, natural phenomenon, 
or abstract idea, and, if so, 

2. whether the claims embody some “inventive 
concept”—“an element or combination of 
elements that is ‘sufficient to ensure that the 
patent in practice amounts to significantly more 
than a patent upon the ineligible concept itself.’ ” 

94

Post Guideline Cases 



American Axle v. Neapco Holdings, 977 
F.3d 1379 (Fed. Cir. 2020)
q Dissent (Moore): Lacks enablement under 

section 112
q Patentee maintains liners had never before 

been used to reduce bending mode 
vibration, a patentable distinction.

95

Post Guideline Cases 



American Axle Under the USPTO Guidelines:

q Step 2A(1): “Tuning” involves Hooke’s law. However, the claim 
does not recite Hooke’s Law, merely uses it to achieve a 
purpose. Under the Guidelines “claim does not recite a 
mathematical concept if it is only based on or involves a 
mathematical concept.” Thales Visionix Inc. v. United States, 
850 F.3d 1343, 1348-49 (Fed. Cir. 2017). Thus, it would be 
patent eligible.

q Step 2A(2):  The additional steps of “positioning the  … one 
liner” to reduce vibrations incorporates Hooke’s law into a 
practical application.  The prior art disclosed reducing vibrations 
with a liner; Under Step 2, it does not matter under this step if 
the technique is obvious and conventional. Thus, it would be 
patent eligible for this additional reason. 

96

Post Guideline Cases 



American Axle v. Neapco Holdings, 977 
F.3d 1379 (Fed. Cir. 2020)
q Certiorari Petition filed
q CVSG:  Solicitor General encouraged 

Supreme Court to review
q Cert. Denied!

97

Post Guideline Cases 



“We are not final because we are right, 
but we are right because we are final.” 

Associate Justice Antonin Scalia

98

Post Guideline Cases 



Yu v. Apple Inc., 2021 U.S. App. LEXIS 
17434 (Fed. Cir. June 11, 2021)
Claims method of improving resolution of digital 
photographs using two photos to enhance each 
other

INELIGIBLE:
Mere abstract idea

99

Post Guideline Cases 



Cosmokey Sols. GMBH & Co. KG v. Duo 
Sec. LLC, 15 F.4th 1091 (Fed. Cir. 2021) 
The lack of specific hardware limitations does 
not necessarily mean the subject matter is not 
patent-eligible, provided there is an inventive 
concept

100
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S. 4735

Patent Eligibility Restoration Act of 2022
q Specific Eligibility Exclusions:

A mathematical formula
B process:

• non-technological economic, financial, business, 
social, cultural, or artistic 

• a mental process performed solely in the human 
mind

• occurs in nature wholly independent of, and prior 
to, any human activity

C unmodified human gene, as it exists in the human 
body 

D An unmodified natural material, as it exists in nature 
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q Take-Aways
q Patent eligibility is a mess 
q Conflicting Supreme Court and Federal 

Circuit precedents
q Supreme Court refuses to clarify
q Congress unable to legislate to fix it
q Draft defensively and make a record
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Questions



Thank You 
for Your Time and Attention


